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INTELLECTUAL PROPERTY

PASSING OFF

1. INTRODUCTION

The action for passing off is a common law action, and the
principles are set out in the decisions of judges. It has a long
history, but the modern law of passing off received its basic
formulation from Lord Diplock in ERVEN WARNINCK BV v
JOHN TOWNEND AND SONS (HULL) LTD1 – the ADVOCAAT
case2. The ADVOCAAT case acknowledges that a
misrepresentation may arise when the defendant leads the
public to believe that his product was another’s product
which had distinctive, recognisable characteristics in the
public mind.

Before then, the classic action for passing off lay in the case of
REDDAWAY v BANHAM3 where Lord Halsbury said: “Nobody
has any right to represent his goods as the goods of
somebody else”. This formulation was extended in SPALDING
v GAMAGE4 where the plaintiff’s mark was being used on
inferior goods (“Orb” footballs being sold as “New Improved
Orb” footballs). There was no suggestion that the goods were
anything but the plaintiff’s, but another wrong was being
perpetrated.

General formulation

In the ADVOCAAT case, the House of Lords held that the tort
comprises:

� a misrepresentation

� made by a trader in the course of trade

� to prospective customers or ultimate consumers of the
defendant’s goods or services

� calculated to injure the business or goodwill of another

� which causes actual damage to the business or goodwill
of the plaintiff or is likely to do so.

Not all cases in which these elements are present will be
passing off, although without all these elements no passing off

1[1979] AC 73
2An excellent short history of the passing off action is to be found in Aldous LJ’s judgment in BRITISH
TELEOMMUNICATIONS PLC AND OTHERS v ONE IN A MILLION LTD AND OTHERS [1998] FSR
265(CA).
3[1896] AC 199
4(1915) 32 RPC 273 (HL)
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will have taken place: this is the logical fallacy of the
undistributed middle identified by Lord Diplock.

ADVOCAAT involved the use of a term that described a type
of product. It was an extended passing off case. RECKITT AND
COLMAN (PRODUCTS) LTD v BORDEN INC5 – the JIF Lemon
case – was a classic case of one manufacturer using the
indicia of another (plastic lemon shaped containers for lemon
juice). In that case, Lord Oliver of Aylmerton reduced the
Advocaat test to three propositions:

� the plaintiff must establish a reputation

� there must be a misrepresentation by the defendant (not
necessarily intentional)

� there must be resultant damage or likelihood of damage to
the plaintiff’s goodwill or reputation, arising from the
erroneous belief caused by the misrepresentation.

The extent of the tort

The tort can cover:

� imitating the get-up (including the trade name) of the
plaintiff’s goods6;

� claiming to be the manufacturer or supplier of the
plaintiff’s goods;

� advertising goods in such a way as to damage the plaintiff
– see M cDONALDS HAMBURGERS LTD v BURGER KING (UK)
LTD7;

� supplying goods or services in such a way as to suggest
the offer was sanctioned by the plaintiff – for example, in
ASSOCIATED NEWSPAPER HOLDINGS LTD v INSERT MEDIA8

where the defendant arranged for advertising material to
be inserted in the plaintiff’s newspapers without
permission. Under this head, the tort also protects
character merchandising: MIRAGE STUDIOS v COUNTER
FEAT CLOTHING LTD9;

� misusing a trade description that is distinctive of
another’s product, taking advantage of the shared
reputation of the producers of that product (the
Champagne houses have made extensive use of passing
off actions, as have sherry makers, Scotch whisky
distillers and Parma ham curers).

The definitions in ADVOCAAT and JIF both make clear that:

5[1990] RPC 341, [1990] 1 WLR 491, [1990] 1 All ER 873 (HL)
6In HODGKINSON & CORBY LTD v WARDS MOBILITY SERVICES LTD [1995] FSR 169 – the ROHO
case – it was invoked (unsuccessfully, on the facts of the case) to protect an inflatable cushion designed to
make life more tolerable for wheelchair-bound people.
7[1986] FSR 4
8[1991] 3 All ER 53
9[1991] FSR 145
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� both the plaintiff and the defendant must be in trade;

� the plaintiff must have an established goodwill or
reputation; and

� goodwill must be damaged.

Deception and confusion

Neither Lord Diplock nor Lord Oliver make deception an
element of the action, yet deception of the public is what is
being made actionable, although not at the suit of the person
upon whom the deception has been practised. (The deception
results from a misrepresentation, which both judges said was
needed for an action to lie.) Some cases refer to confusion:
like trademark law, passing off is concerned with the
misappropriation of goodwill, and this may result from
confusion being sown in the marketplace. However, the
courts have tended to insist that deception should be present.

In JIF Lord Oliver said that the plaintiff “must demonstrate that
he suffers ... damage by reason of the erroneous belief
engendered by [the defendant’s] misrepresentation that the
source of [the defendant’s] goods is the same as [the
plaintiff’s]”.

The Court of Appeal applied this reasoning to extended
passing off situations in CONSORZIO DEL PROSCIUTTO DI
PARMA v MARKS & SPENCER10 and TAITTINGER SA v ALBEV
LTD11 (the Elderflower champagne case), and in the ROHO
case Jacob J took the same approach, rejecting a passing off
claim where the appropriation of goodwill was not deceptive.
In HARRODS LTD v HARRODIAN SCHOOL LTD12 Millett LJ stated
that the elements of a passing off – goodwill, deception and
damage, and dealt with the dilution of Harrods’ reputation by
the school’s use of the name (it occupied premises that had
once been Harrods’ staff sports club), holding that there was
no passing off. In the Elderflower champagne case, by
contrast, dilution of the designation ‘champagne’ did amount
to passing off.

Misrepresentation by trader in course of trade

Lord Oliver’s first requirement was that there should be a
misrepresentation in the course of trade, and indeed this
misrepresentation is precisely what the courts are providing a
remedy for (the other conditions being jurisdictional, that is
enabling the courts to become involved rather than giving rise
to a claim). Such a representation is, however, rarely
expressly made. It may take the form of the defendant using
indicia identical or similar to the complainants’, as in JIF it may
take the form of the defendant substituting another product
for the claimant’s, hoping the customer will not notice13. The
nature of the product may be misrepresented, as in the drinks

10[1991] RPC 351
11[1993] FSR 641 (CA)
12[1996] RPC 69 (CA)
13BOVRIL v BODEGA, (1916) 33 RPC 153
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cases. The tort has become even wider in its scope in recent
years:

The tort is no longer anchored, as in its nineteenth-century
formulation, to the name or trade mark of a product or
business. It is wide enough to encompass other descriptive
material, such as slogans or visual images, which radio,
television or newspaper advertising can lead the market to
associate with a plaintiff’s product, provided always that such
descriptive material has become part of the goodwill of the
product. And the test is whether the product has derived
from the advertising a distinctive character which the market
recognises”14.

A representation may amount to passing off even though it is
an accurate description of the goods; REDDAWAY v BANHAM
concerned “Camel Hair Belting”, which accurately described
the product but which the market understood as meaning the
plaintiff’s goods. But the court did not prevent the defendant
describing his goods as camel hair – it only stopped him
describing them in a confusing manner. Innocent
misrepresentation may still be actionable.

The principle extends to traders representing “seconds” as
goods of the manufacturer’s usual quality15 and to passing
off one’s business as another’s, or as being connected or
associated with another’s (OFFICE CLEANING SERVICES LTD v
WESTMINSTER WINDOWS AND GENERAL CLEANERS LTD16). The
plaintiff’s reputation and goodwill may also be damaged if
prospective customers are shown photographs of the
plaintiff’s products by the defendant so as to suggest that
they are the defendant’s, as form of reverse passing off:
BRISTOL CONSERVATORIES LTD v CONSERVATORIES CUSTOM
BUILT LTD17. The right to sue for passing off has also been
extended to charities: see BRITISH DIABETIC ASSOCIATION v
THE DIABETIC SOCIETY18.

The misrepresentation need not be active. It may arise from
the defendant’s silence, as in LAW SOCIETY OF ENGLAND &
WALES v GRIFFITHS19.

Licensing and merchandising

At the outer limits of the passing off action lie cases involving
licensing arrangements and character merchandising. Where
the parties share a common field of activity, it is not a radical
step to characterise certain activities as passing off, but if
there is no common field it becomes more difficult, though a
common field is not a requirement (though in this country it
once was): see M cCULLOCH v LEWIS A MAY (PRODUCE

14Per Lord Scarman in CADBURY SCHWEPPES PTY LTD v THE PUB SQUASH CO LTD [1981] RPC 429
15SPALDING v GAMAGE (see note 4, supra), and COLGATE-PALMOLIVE v MARKWELL FINANCE
[1989] RPC 497
16(1946) 63 RPC 39
17[1989] RPC 455
18[1996] FSRI. See also SOCIETY OF ACCOUNTANTS AND AUDITORS v GOODWAY [1907] 1 Ch 459
19[1995] RPC 16
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DISTRIBUTORS) LTD (the Uncle Mac case)20. Thus, HARRODS
LTD v THE HARRODIAN SCHOOL LTD was decided in the
plaintiff’s favour: and see LYNGSTAD v ANNABAS21 (Abba),
LEGO v LEGO M LEMELSTRICH LTD22.

If the parties are in different fields, some connection between
them in the public mind must be shown. The courts may
consider that the public will infer that there is a licensing
arrangement in place, as in MIRAGE STUDIOS v COUNTER-FEAT
CLOTHING23 (the Ninja Turtles case) but sometimes a
licensing arrangement will be such an unlikely possibility that
no reasonable person would believe it could exist:
STRINGFELLOW v McCAIN FOODS (GB) LTD24.

A claim based on inferred licensing is more likely to succeed
where there is an established licensing business, where the
public believes the licensor exercises quality control over the
licensees, and the “new” goods represent a plausible
extension of the brand or would expect it to be used on a
wide range of goods.

This area also covers endorsement and character
merchandising. The English courts have been very reluctant
to decide that there was an appropriate business in which
product endorsement was likely, or that an inference should
be drawn that an endorsement was being given. See the ABBA
case and TAVENER RUTLEDGE v TREXSPALM LTD25 (Kojakpops).

In character merchandising situations, the courts will look for
four elements:

Public inference of a licensing connection. The courts have
been reluctant to find one: WOMBLES v WOMBLES SKIPS26,
ABBA, TAVENER RUTLEDGE. They do recognise that the public
understands how brand owners may licence their property:
see the NINJA TURTLES case, so far the only successful
character merchandising claim in English passing off law (and it
was only an interlocutory decision).

Quality control. The courts have considered that the
proprietor of the brand stands behind the goods, and this
guarantee of quality persuades the purchaser to buy them.
The public must assume that there is some such control.

The misrepresentation must be material to the purchaser. The
sign must be used as an indication of origin or quality, not just
as a decorative icon.

It must cause damage. In NINJA TURTLES the court considered
this requirement was satisfied.

20[1947] 2 All ER 845
21[1977] FSR 62
22[1983] FSR 155
23Note 9, supra
24[1984] RPC 501, 525 (CA)
25[1977] RPC 275
26[1977] RPC 99
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Australian cases take the matter much further. Several of them
are discussed in NINJA TURTLES. See HOGAN v PACIFIC
DUNLOP27, CHILDRENS TV WORKSHOP v WOOLWORTH
(Sesame Street)28, FIDO DIDO v VENTURE STORES29.

3. Plaintiff has sufficient goodwill in “get up”.

The basis of all passing off actions is the protection of
goodwill – “the attractive force that brings in custom”30.  There
are no property rights in say a trade name or mark to protect
by passing off (the Trade Marks Act, of course, offers a way
to create property in them). Goodwill “has no existence
independent of the business to which it relates. It is local in
character and divisible; if the business is carried on in several
countries a separate goodwill attaches to it in each. So when
the business is abandoned in one country in which it has
acquired a goodwill, the goodwill in that country perishes with
it although the business may continue to be carried on in
other countries”. But note AD LIB v GRANVILLE 31 where the
goodwill lived on after the demise of the business.

Goodwill is not the same as mere reputation. A reputation is
converted into goodwill be a trade presence in a particular
jurisdiction, and is limited to that jurisdiction. There must be a
business or trading presence in this country – a “spill-over”
reputation (from advertising or visitors returning from abroad)
is not enough. See ANHEUSER-BUSCH INC. v BUDEJOVICKY
BUDVAR NP32 – “the Budweiser case”; contrast it with
BERNADIN v PAVILION PROPERTIES LIMITED, the Crazy Horse
Saloon case33. Goodwill may also be localised within the
jurisdiction34.

The reputation must belong to the plaintiff exclusively, or may
be shared with a limited number of others: J BOLLINGER v
COSTA BRAVA WINE CO LIMITED35 – “the Spanish Champagne
Case” – where twelve champagne producers were allowed to
prevent the sale of “Champagne”. This case has now been
followed in cases involving sherry36, scotch whisky, and
(most recently) elderflower champagne TATTINGER v ALBEV37.
There is no need for the public to associate the goodwill with
one particular trader, or specific traders; they only have to
identify the product as having a particular source, which may

27(1989) 14 1PR 398
28[1969] RPC 218
29(1988) 16 IPR 365
30IRC v MULLERS MARGARINE [1901] AC 217
31[1972] Lord Diplock in STAR INDUSTRIAL COY LIMITED v YAP KWEE KOR [1975] FSR 256
32[1984] FSR 413
33[1967] RPC 581
34See CHELSEA MAN v CHELSEA GIRL [1987] RPC 189
35[1960] 1 All ER 561
36 VINE PRODUCTS v MACKENZIE [1967] FSR 402, [1969] RPCI
37 [1993] 2 CMLR 741
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be unnamed38.  A detailed knowledge of the names of
Champagne houses or sherry producers is unnecessary.

Goodwill may be generated through pre-launch activities,
although the courts have only reluctantly accepted this39.
How long it might take to reach critical mass depends on the
circumstances40.

This is more easily shown with invented words or “fancy
names”. Traders are well-advised to avoid descriptive names:
the British Diabetic Association case turned on the similarity of
the words ‘Association’ and ‘Society’. It also allows the shape
of containers to be covered: RECKITT & COLMAN (PRODUCTS)
LTD v BORDEN INC41.

Although it is goodwill that the action protects, it is embodied
in some sort of indicia used by the Complainant and which
distinguished his goods or services in the public mind. It will
normally be a logo, mark or name, or product “get-up”, but
could arise through public association of the Complainant with
a particular character in, say, a TV programme, film or
book42. Distinctiveness is of crucial importance, as in
trademark law.

The courts will be slow to intervene to protect a descriptive
trade name; OFFICE CLEANING SERVICES v WESTMINSTER
WINDOWS AND GENERAL CLEANERS LTD43, and see ANTEC
INTERNATIONAL LTD v SOUTH WESTERN CHICKS LTD44 (“Farm
Fluid” was nevertheless sufficiently distinctive to give rise to a
possibility of confusion). Geographical names may acquire
secondary meanings. In WHITSTABLE OYSTER FISHERY CO v

HAYLING FISHERIES LIMITED45 the defendant was permitted to
describe oysters which reached maturity at Whitstable as
Whitstable Oysters. In WOTHERSPOON v CURRIE46 where the
plaintiff had made his Glenfield Starch at Glenfield but moved
his factory, he could still prevent the defendant calling his
starch which he made in Glenfield by the same name. The
same is true of non-geographical names, such as the “Camel-
Hair Belting” in REDDAWAY v BANHAM. The expression,
though an apt description of the plaintiff’s goods, had come in
the marketplace to identify such goods originating from the
plaintiff only.

Generic use (as in trademark law) will destroy distinctiveness.
Some goods may be so novel – they may even have patent

38EDGE v NICHOLLS [1911] AC 693
39See ELIDA GIBBS v COLGATE PALMOLIVE [1983] FSR 95, MY KINDA TOWN v DR PEPPER'S STORE
CO [1984] FSR 289, and MARCUS PUBLISHING PLC v HUTTON WILD COMMUNICATIONS LTD
[1990] RPC 576 (CA)
40See STANNARD v REAY [1967] FSR 140
41Note 5, supra
42See, for example, SHAW BROTHERS v GOLDEN HARVEST [1972] RPC 559
43Note 16, supra . See also FURNITURE LAND v HARRIS [1989], FSR 536
44[1998] FSR 738
45(1901) 18 RPC 434
46[1872] LR 4
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protection – that there may be no other convenient name for
them, which is what happened with oven chips. (M cCAIN
INTERNATIONAL v COUNTRY FAIR FOODS47).

Where it is the “get-up” of the product that is claimed as
distinctive, the complainant may have problems. The courts
will consider the whole of the get up: he cannot pick and
choose elements. Many of those elements will be common in
the trade – the problem (if problem it is) of “look alike”
products in supermarkets. Finally, the fact that however
similar the packaging appears, the brand name is different, will
often clinch the argument.

The defendant’s actions must be likely to and/or have
actually caused deception

There is no need to prove fraud, meaning intention to pass
off; but if there is no fraud, it is not necessary that the parties
are competitors – all that is needed is sufficient similarity so
traders or members of public think the goods or services are
from same source. DEREK McCULLOCH v LEWIS A MAY
(PRODUCE DISTRIBUTIONS) LIMITED48:  and see MIRAGE
STUDIOS v COUNTER-FEAT CLOTHING49.

The persons deceived if there is to be a passing off must
constitute a substantial part of the common consuming public.
Who this may be will vary from case to case: it may be
children (LYONS MAID v TREBOR50), it may be the very
nervous (HOFFMAN-LAROCHE v DDSA PHARMACEUTICALS
LTD51), it may be the housewife in a hurry (JIF), or it may be
the moron in a hurry (MORNING STAR v EXPRESS
NEWSPAPERS52).

Damage

The plaintiff must have suffered or be likely to suffer damage
or injury to his business or goodwill. Inconvenience or
annoyance is not enough.

Once evidence is established of deception or likely deception,
injury to reputation or goodwill is readily presumed (but see
the Elderflower Champagne case, TAITTINGER v ALBEV53

where at first instance the court held that the damages were
insufficient to support the action). In classical passing off
cases, custom is diverted and injury naturally follows.

Lack of reputation in UK means no damage can be suffered
(the BUDWEISER case).

47[1981] RPC 69. See also MY KINDA TOWN v SOLL [1983] RPC 407 (Chicago P1729) and CANADIAN
SHREDDED WHEAT v KELLOGG [1938] All ER 618
48Note 20, supra
49Note 9, supra
50[1967] FSR 146. See also TOPPS COMPANY INC. v TOM HANNAH (AGENCIES) LTD (The Times ,
14th February 2000)
51[1969] FSR 391, [1972] RPC 1
52[1979] FSR 113
53Note 11, supra
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The type of business with which the plaintiff’s is confused
may be material. In STRINGFELLOW v McCAIN FOODS (GB)
LIMITED54 no damage to nightclub (falling attendances, etc.)
was found to result from sales of Stringfellows chips.

The need for a common field of activity has been stated in
several cases: however, practices such as character
merchandising may well render this obsolete (MIRAGE
STUDIOS v COUNTER-FEAT CLOTHING LTD55, the Ninja Turtles
case).

Damage may be measured by direct loss of sales if the parties
are in direct competition. If the wrong consists in dilution of
the complainant’s mark, direct loss of sales will not be an
issue: the complainant is seeking compensation for the loss of
value of his goodwill. In the HARRODIAN SCHOOL case Millett
LJ cast doubt on this head of damage, saying:

... erosion of the distinctiveness of a brand name which
occurs by reason of its degeneration into common use as a
generic term is not necessarily dependent on confusion at all.
The danger that if the defendant’s product was not called
champagne then al sparkling wines would eventually come to
be called champagne would still exist even if no-one was
deceived into thinking that such wine really was champagne. I
have an intellectual difficult in accepting the concept that the
law insists upon the presence of both confusion and damage
and yet recognises as sufficient a head of damage which does
not depend on confusion.

Damage may also arise from the inferiority of the defendant’s
goods, from injurious association and from the loss of a
licensing opportunity (as in LEGO).

Enabling Others to Pass Off the Defendant’s Goods

The tort extends to the situation where the defendant supplies
goods to someone else, who then passes them off as
another’s. When a manufacturer sells to a wholesaler, or a
wholesaler supplies a retailer, the chances are that there is no
deception because the buyer is familiar with the various
goods on the market; passing off occurs when they are sold
to inexpert consumers, and the manufacturer who originally
applied the misleading get up is liable.

This rule applies even where the actual passing off takes place
overseas. In two cases, suppliers of whisky to South America
where it was mixed with local spirits and sold as Scotch were
successfully sued by Scotch distillers. In one case (JOHN
WALKER & SONS LIMITED v HENRY OST & CO LIMITED56) bottles
and labels were also supplied, to complete the deception; but
in the other case, though this extra feature was absent, the
action still succeeded.

54[1984] RPC 501
55Note 9, supra
56[1970] RPC 489
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A passing off action may also lie against a defendant who puts
into circulation an instrument of fraud such as a fake Rolls-
Royce motor car: ROLLS-ROYCE v DODD57.  In MARKS &
SPENCER PLC AND OTHERS v ONE IN A MILLION LTD58 the
principle was applied to stock-piling of Internet domain names.
The defendants did not intend to use the domain names to
pass themselves off as the plaintiffs, but they were willing to
sell them to others who might do so.

Defence

A person may use their own name (but not a nickname: BIBA
GROUP v BIBA BOUTIQUE59) as a trade name for the business
(provided it does no more than confuse) but may not use it as
a trade mark if the effect would be to deceive (PARKER KNOLL v
KNOLL INTERNATIONAL60). People must be allowed to trade
under their own names, but have no absolute right to use
them as brands. What this amounts to is saying that honest
use may cause confusion but the person whose name causes
the confusion cannot be blamed for that. Honest concurrent
use may provide a defence: WATERMAN v CBS61.

2. MALICIOUS FALSEHOOD

The tort of malicious falsehood is committed where a
statement is made that is both untrue and made maliciously. If
the requirements of the Defamation Act 1952, section 3(1),
are fulfilled, the Plaintiff does not have to allege or prove
special damage:62 but if the requirements of this section are
not made out, the Plaintiff has to allege and prove that he has
sustained actual financial loss and that such loss must have
been caused by the malicious falsehood.63

Where statements are confined to the property of the Plaintiff
and his commercial interests, rather than his personal
reputation and good name, the case is one of malicious
falsehood and not libel.64 The same facts may support an
action for libel and for malicious falsehood, in which case it is
not an abuse to prosecute the malicious falsehood rather than
the libel.65

In JAYBEAM LIMITED THE ABRU ALUMINIUM LIMITED66 the
Plaintiff took action for malicious falsehood where threats of a

57[1981] FSR 517
58[1999] FSR 1
59[1986] RPC 479
60[1962] RPC 265
61[1993] EMLR 27
62RJ REUTER v MUHLENS [l1953] 70 RPC 102 and 23
63BRADY v EXPRESS NEWSPAPERS PLC [1994] The Times 31st December
64CHC SOFTWARE CARE LIMITED v HOPKINS & WOOD [1993] FSR 241
65JOYCE v SENGUPTA [1993] 1 All ER 897
66[1976] RPC 308
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copyright infringement were being made. The claim was also
based on unlawful interference with the Plaintiff’s business.

If the Defendant intends to justify his remarks, no
interlocutory injunction will normally be granted.67 By
contrast, where a threats action is brought, an interlocutory
injunction would normally be available, but normal practice in
defamation claims is not to grant such an injunction. If,
however, the Court is satisfied on the evidence that the
statements are untrue and are made maliciously, it may grant
an interlocutory injunction.68

Malice

The statements must be made mala fide – that is to say, with a
dishonest motive.69 If the Plaintiff can prove that the
Defendant knew that the statements were untrue, that is
strong evidence of malice and whether the Defendant
intended to profit from the action is irrelevant. On the other
hand, if the Defendant believed the statement to be true but
made it for the purpose of injuring the plaintiff, this would also
be considered malicious.70

Falsehood

The Defendant must make a false statement about the goods
of the Plaintiff.71 The falsehood must be of such substance
that a reasonable man would take it as a serious claim,72 so
minor falsehoods are not actionable.

In CHALLENDER v ROYLE73 the Defendant threatened the
Plaintiff with an action for infringement of his patent. The Act
complained of fell within the scope of the patent monopoly,
but the Defendant knew that the patent was invalid. The
statement was clearly malicious, and as for its truthfulness,
Cotton LJ said:

“I cannot see how, if a patent is invalid, there can be any act
done in infringement of a legal right when the legal right
depends only on the validity of that patent.”

but infringement and invalidity are separate issues, and it is at
least arguable that a right one is granted is valid until it is taken
off the Register. [This appears to apply to registered designs
and trade marks but perhaps not to patents].

A true statement is never actionable as a malicious falsehood.
It does not matter how harmful it may be to the Plaintiff.

67POLYDOR LIMITED v HARLEQUIN RECORD SHOPS LIMITED [1980] FSR 26, and MAINMET
HOLDINGS PLC v AUSTIN [1991] FSR 538
68KAYE v ROBERTSON [1991] FSR 62
69GREERS LIMITED v PEARMAN & CORDER LIMITED (1922) 39 RPC 406
70WILTS UNITED DIARY v THOMAS ROBINSON & SONS COMPANY LIMITED [1957] RPC 220
71TIMOTHY WHITE v GUSTAV MELLIN [1895] AC 154
72DE BEERS ABRASIVE PRODUCTS LIMITED v INTERNATIONAL GENERAL ELECTRIC COMPANY OF
NEW YORK [1975] FSR 323
73[1887] 4 RPC 363
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Moreover, the onus of proof that the statement is untrue is
on the Plaintiff.

In MACDONALDS HAMBURGERS LIMITED v BURGER KING (UK)
LIMITED74 the Defendants engaged in comparative advertising.
The Court held that it would not interfere to restrain what
amounted to hyperbolic puffing about the virtues of its own
product, although it seems that in the case of more
sophisticated products statements about competitors’ goods
will be examined more closely by the Courts to ensure that
they are scrupulously correct.75 In CABLE & WIRELESS v BT76

Jacob J expressed the view that malicious falsehood adds little
if anything to a trademark infringement claim in a comparative
advertising case.

Damage

Before the Defamation Act 1952, the Plaintiff had to prove
that special damage had been suffered. The tort of malicious
falsehood was therefore largely restricted to matters that
directly concerned either the property or the business of the
Plaintiff.77 Under Section 3 of the 1952 Act, there is no
requirement to prove special damage if the statement in
question was:

� calculated to cause pecuniary damage to the Plaintiff or
published in a writing or other permanent form: or

� was calculated to cause pecuniary damage to the Plaintiff
in respect of any office, profession, calling, trade or
business, held or carried on by him at the time of the
publication.

� The use of the words “calculated to cause” does not add
to the mens rea of the offence. It may be established by
the objective test of being likely to cause.78

� Where the requirements of section 3 are not made out
the Plaintiff must allege and prove that he has sustained
actual financial loss, and that such loss was caused by
the malicious falsehood.79

74[1986] FSR 45
75CIBA-GEIGY PLC v PARKE DAVIS & COMPANY LIMITED [1994] FSR 8
76[1998] FSR 383, 385, and see BA v RYANAIR (High Court, 5 December 2000) in which Jacob J
reiterated this view
77HADDAN v LOTT (1845) 15 CB 411, 139 ER 484
78CUSTOMGLASS BOATS LIMITED v SALTHOUSE BROTHERS LIMITED [1976] RPC 589 (New Zealand)
79BRADY v EXPRESS NEWSPAPERS PLC, note 63 supra
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