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AO 120 (Rev. 08/10)

TO: Mail Stop 8 RT ON THE
’ Director of the U.S. Patent and Trademark Office FILING OR D MINATION OF AN
P.O. Box 1450 ACTION REGA G A PATENT OR
Alexandria, VA 22313-1450 TRAD éRK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court acti @ s been
filed in the U.S. District Court Eastern District of New York -- BROOKLYN following
[ Trademarks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
15-CV-1399 3/18/2015 Eastern District of New York -- BROOKLY
PLAINTIFF DEFENDANT O
Riley et al Hannibal et al °
r
PATENT OR DATE OF PATENT @
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 See Order. é
<
2
®Q/\‘
’ Q
, T
5 N
K o
<
In the above—entitled case, the following p@(}{/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment O Kﬁ/g [ Cross Bill [ Other Pleading
<
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK g&fD@% OF PATENT OR TRADEMARK
1 °
-
2
O
3 ’
4
@ In the above—entitled case, the following decision has been rendered or judgement issued:
DECISIQN/ JUDGEMENT
%\/
® 1\
CLERK (BY) DEPUTY CLERK DATE
Douglas C. Palmer 3\4 L. Hong 3/30/2015
2

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director

Copy 2—

Upon filing document adding ps&ew, mail this copy to Director Copy 4—Case file copy

O
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O@
UNITED STATES DISTRICT COURT @
EASTERN DISTRICT OF NEW YOREK @ \Z'
EDWARD T. RILEY. SR and O
BLACKSTREET ENTERTAINMENT, ®@
INC (BLACKSTREET), \,?
Civil Action No. \,ﬁ
Plaintiffs, %
Vs
MEMORANDUM OF LAW
IN SUPPORT OF ORDER
TO SHOW CATUSE FOR
PRELIMINARY INJUNCTION
AND TEMPORARY
é RESTRAINING ORDER
CHAUNCEY HANNIBA 18
individuat and rcprascntahvc@a}cﬂy,
DOE CORPORATION, 1-10, @
JOHN and JANE DOE, 1-15, S
Defendants. /P)\g’
Lowell Sidney, Esq., an atgormey duly admit ractice law before the Courts of the

state of New York, affirms the following statements are ﬁi@dex penalties of perjury:

I am counse! for Plaintiffs in the above entitled action, ahd respectfilly move this Court
to issue an order enjoining defendant Chauncey Hannibal (“l—lannib&%m using the
Trademark “Blackstreet™ or otherwise holdmg timself out as the owner of Blackstreet until a

final disposition of the merits of the above eatitled action or in the alternative enjoin defendant

()‘ from any further interference with Plaintifi”s ability to use the mark that he has first use priority.,

\)

‘@ I am proceeding by Order to Show Cause rather than by notice of motion because my

*

clien been unable to contract with any vendor or perform any services under the Blacksireet
name while Jépnibal holds himself out as the owner of the Trademark without undue

interference fro dg?e dant and his representatives. The inability to enter into contracts has and

O
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will continue to cause Plaintiff harm. Specifically, Plaintiff is seeking to ct to perform
scrvices on the Tom Joyner cruise, but will be unable to so long as Hannibal ht&i;ﬁimseif OuE &8

the owner of Blackstreet as defendant’s representatives at CEG has sent a “cease an@@t letter

to the Tom Joyner vendor. ,(?

I have made the following altempis to contact my oppenent and inform them that T am%
seeking a temporary restraining order: I emailed a letter to Michael Schweiger of Central : OO
Entertainment Group (“CEG”) on March 17, 2015 that [ would be appearing on ‘@

March 18, 2015 on this @rder to Show Cause. Annexed hereto as Exhibit *A™ is a copy of the
tetter and email mcssage%ﬂchw&igar has previously held himself oul as Hannibal’s
representative and he is our ﬂn&r)\@tact relating to this matter. We are unaware whether
Hanmbal has counsel. &9@ X

In addition, I also cmailed a cmm;e,s@lter to attomey Austin Padgett of Troutman
Sanders in Atlanta, on March 17, 2015 that | wo appearing on March 18, 2015 on this
Order to Show Cause {Sce Exhibit “A™). My cliems‘%ﬁwmﬂstan{i M. Padgett is the
attormey of record for Mr. Hannibal in the pending petition Q.canceﬂatiﬁn of defendant

@

Hannibal’s registrations helore the TTAB. O

FA AL ALLEGATIONS IN SUPPORT OF
ORDER TO SHOW CALSE

/§ Unless the preliminary injunction and temporary restraining order are issued, Plaint:{f

Q

() will suffer immediate and irreparable injury as demonstrated below.

Q

% The Complaint and Affidavit of Edward Riley, Sr. (*Riley”} attached hereto (Exhibits

*

"'B“"{ " respectively) set forth the specific factual allegations made against Defendants and
spec:iﬁual§ Eibai. As detailed below, Plaintiffs will adequately prove the four [actor test

necessary for th 1o issue a preliminary injunction.

“o
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Riley is the creator and original owner of Blackstieet, sn R & B St grou p that was
created in or around 1992, Riley wrole and produced all of the music for the gf&l\;? As aresult
af his efforts, Blacksireel entered contracts with record labels and performed at a vw%f
venues. (%?

In 1992 Riley filed his application for the Trademark to Blackstreet under Trademark
2075927, Riley held the mark in good standing for many years.

In or around 2007 Riley hired Hannibal to assist him with the day to day affairs of his
Company. Hannibal w?(res;mnsible for many ol the afTairs ol Riley’s Company, inciuding
receipt of mail and mmpiéé@af appropriate paperwork, Specifically, Hannibal was charged
with the renewal of the B]ackstr%mdemark.

Because of his position of tru%?e@ confidence, Riley believed that Hanmbal would fulfill
his obligation and at the very least, inform hifipthat the renewal documentation from the USPTO
for the Trademark had arrived in the mail In faa%ﬂba! assured Riley thai same was
completed. (?\4\

Contrary to Hannibal’s asserfion, he failed to inform | f}r that the frademark renewal
registration had arrived in the mail. Instead, Hannibal allowed the @?tmﬁm\ to be
administratively cancelled and he then filed an application for registrai;%ci'the same
Trademark under his own name using the date that Riley filed his original application [or the

mark in December, 1992 as the purported first usc in commerce, which was a false statement by

@ %Bﬁcause Hannibal was employed by Riley, and because he was placed in a position of
trust and @ﬁ{i&ncej Riley had no knowledge that the Trademark was not properly renewed and

that Hannibal mproperly applied {or the regstration to convert same to his own use.

%



Case 1:15-cv-01399-ENV-RER Document 5-1 Filed Ogé{ng Page 4 of 25 PagelD #: 70

S

Soon after fraudulently applying for the Trademark, Hannibal be lding himself put
as ithe ovwmer of Blackstreet. Recently, Riley has been unable to do business us‘t{%lacksu'eet
because of the fack of ownership of the Trademark without the continued iﬂterferenc%l

Harmibal and his representatives. In fact, the issue was hghlighted on a recent “Jimmy Ki \14\

Live”, in which Hannibal alleged that Riley bad no rights to Blackstreet.

Moreover, the fraudulent taking of the Trademark by Hannibal has affected Riley’s
ability to enter into contracts and perform services as Blackstreet. Riley is desirous of entenng
into a contract with the Fom Joyner Cruise {o perform services, but the vendor has advised Riley
that they cannot retain hiné@ﬂnuibal continues to hold himself out to be the owner of the
Blackstreet Trademark. ﬂddition@E Hannibal’s representative, CEG, has recently sent Tom
Joyner's representatives a cease andg\e@ letter, stating that Riley cannot hold himself out or
perform as “Blackstreet”. Attached hereto ae’:Exhibit “I¥* is said correspondence from CEG.
Furthermore, attached hereto as Exhibit “E” 1s ﬂ'@ﬁ!m&ﬂt&tiﬂﬂ regarding the Trademark,
which proves Riley as the rightful owner given that Rﬂﬁ}zﬁﬁrst use priority in the mark.

Based on the foregoing, Plaintiff will certainly be ab@ prove the four critena necessary
to abtain a preliminary injunction, First, if the injunction 18 not gr%, Plaintiff will sufler
serious and immediate harm, If Hanntbal is permitted to “own™ the Trﬁmark and hold himself

é /§ out to be the exclusive owner of Blackstreet, Riley cannot perform any service under this namc.
® (} Essentially no vendor will do business with him. [n addition to the massive loss of revenue,
@&@e;« will have no ability to promote the group or re-build the brand. By the time this Iitigation
is ved, the brand will essentially be dead. Unless Riley can perform services while the

sctian EQ@din g, therg will be no viable entity once the case is resolved.
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@ &urk under his own name. This i3 a fraud upon both the USPTO and Plaintiff Riley and 1s
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Second, the harm will not be taken care of adequately by winning‘t& seal theend. As
stated, if Riley is essentially barred from performing until the case is resolved, I{%'and dies. At
the end of the case he will have no viable marketability and decades of potential rw@@uﬂ

acquired goodwill will be lost. The fotal value of said services are too speculative to awa\.r/?a?

trial, thus the remedy awarded will never be adequate. O

Further, Plaintiffs do not reasonably believe that Hannibal has, or will have the assets to
pay any significant award that may be issued. At present, damages are six figures and will grow
significantly over time ?Riley loses more and more opportunities. As indicated in the
Complaint, Hannibal has gé@}; used Riley’s funds to evade TRS andits and other required
payments, and Riley believes that&nnihal has very little, if any, assets. Unless his situation
radically changes, Riley believes tha%ﬂ::ai will have no viable assets to attach to a judgment,
Therefore any judgment that Riley is awai\'{n@vill not be recovered from Hanmbal, An
injunction is the only way to ensure that Riley c&f@ st salvage the Trademark and continue 1o
make money while rebuilding the brand itself. (?\4\

The facts prove that Riley will win the case. As dem s;trated above and pursuant to
Riley’s affidavit, he was the onginal owner of the Trademark aﬂdg}.@lsing the Trademark at all
relevant times. It also is net in dispute that Hannibal was employed by Kiley and was
responsible for renewing the Trademark on Riley’s behalf. Hannibal then allowed the

Trademark to be administratively cancelled by the USPTO and he then applied to convert the

furthes in clear breach of Hannibal's fiduciary duty to Riley. There is no doubt that Riley wili be
able to?c&&a‘t he i3 the rightfill owner of the Trademark Blackstreet by way of {irst use

priority as re g@i in the official files and records of the USPTO.

W,
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@@fﬂ.’ry Kreme Doughmut Corp. v, Sarellite Donuts, Inc., 725 F. Supp.2d 389 (SD.INY. 2010).
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Hannibal will likely arpuc that he will be harmed if he cannot use the Trademark. Sinee
Riley 1s the rightful owner of the Trademark, we disagree. Nevertheless, 'Plaini"sﬁ‘ \jﬁrmt socking
for the court to determine that Riley is the owner of the Trademark af this stage of the-lpgation,

only that the Trademark is in dispute. This will free both parties to argue ownership, and s

permit each to do business under the mark until the case 1s resolved. Each may suffer some ha_r%

in nol being the legal owner of the Trademark, but the harm will be minimal. In contrast, if
Hannibal, or for that matler Riley, is declared the owner of the Trademark now, the harm to the
other will be severe. Rigqy is simply seeking to maintain a status quo that permits him {o enter
into contracts and pmperlé®the mark, without any further interference from Hannibal and/or

his representatives, until this Gasﬂéyfur the cancellation proceedings before the TTAB are

resolved. &9@ X

Far the foregoing reasons, the court S@ﬂd grant the preliminary injunction.

THE COURT HAS AUTHORITY Tl'.}- T I THE INJUNCTION
In the Second Circuit, to obtain a preliminary mjuﬂﬂQa party mist &) show irreparable
harm and b) either, 1} a likelihood of success on the merits, or 2) sg%@eml}r seTious questions
going to the merits to make them a fair ground [or litigation and a bala;&t&f hardships tipping
decidedly toward a party requesting preliminary refief, ¢) that the balance of hardships tips in

favor of Plaintiff, d) that the public interest would not be disserved by issuance of an injunction.

@ «Eistrict Courts within the Second Circuit have frequently granted preliminary injunctions

whet th ]@ties have & dispute over a Trademark. Generally, Trademark cases involve the
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alleged use of a party’s “mark”, H i3 rare that the case involved the allegé%ﬁ of a partics i

rightful Trademark. \2:0 ¥
In Marks Oreardization, Inc. v, Joles, 784 I .Supp.2d 322 (S D.N.Y. 2011) the%ﬁﬂ"

sought a preliminary injunction seeking to bar Defendant from using the name “Guordon C # 1

Plaintiff purchased Gordon Carpet from the prior owner and was using the name in conjunction O 1

with a new name for this store. The Defendant, a former general of Gordon Carpet, sought to ’ OO

open a new store under the Gordon Carpet name. The Plamntiff sought a preliminary injunclion ‘@ 3

in an effort to bar the Defendant from using the name.
The court granted Q@iunﬂtiun: holding that Plaintiff had met the standard under 0
prevailing Second Circuit law. ‘ﬂ)@lding for Plaintiff, the court determined that Plaintiff had a
likelihood of siccess on the merits daspﬁ} not holding a specific trademark for the name.
Instead, the new owner purchased the gﬂudwiﬁ)ﬁcm the old owner, which included the name.
This was sufficient {0 prove ownership. In addh@’(?fleterminfng the various Trademark g
infringements, the Court determined that the Dﬁfendanfgé,ﬁin bad faith, capitalizing on the _ 1
confusion of the name Geordon Carpots. O. ;
Moreowver, the Court determined that the Plaintiff had adcq@@f proven irreparable
harm, a balance of the hardships 1n favor of Defendant and that the publi¢ interest would not be t

affected if Defendants were unable to use the name. Thus, the Defendant was thus enjoined from b

using the name Gordon Carpets until such time as the itigation was complete. :

s

(Sﬁi}’t’. 2010} the Plaintiff sought to enjoin a franchisee ffom using its name or distributing its

Similarly, in Krispy Kreme Donghnut Corp. v. Satellite Donuis, inc., 725 F. Supp.2d 389 i

product. court granted the injunction, holding that the franchisee’s use of the trademark was

unlawful and%ﬂ, and therefore the franchisor bad a substantial likelihood of success on ¢

%

“o
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= From;: <k pwe bisidney s eoms @ \2.

= Date: March 17, 2015 at 2:28:57 P EDT

= Tar "ausin padosit@iroutmanzandsrs corg’ <ausinpadaeh@ironmansandars. com>, "mil::hﬁn:—.!@f@&i&cﬂ"
=michaslflosgialent.com=

> Subject: Urgent - Blackstrest @

= (?
= Genflemen: .(?

-

= Fiease find atfached the staiutory nofice reguired before 1 may fite for injunctive refief against your client, ﬂhauncﬂ%

Hannibal. Should you have difficulty viewing it, please do nof hasitate to contact me on my celf (317} 9712413,
- °

Thanks.,
: = OO

= Lowell Sidney &2
h="1 .

0\’><

S
63%7
%

o

?
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LOWELL J. SIDNEY D ..
Attomey at Law \2 o
244 Filth Avenue, Suite Q278

New York, New York 10001 ® %
Phone: (917) 971-2413 %

Email: Lowcll@Sidneylaw com

March 16, 2115 O

V1A E-MATL austinpadzetti@irogmansanders.com

and michael@_c;gtalem.f@ln

Trourman Sanders ®
600 Poachiree Stree, NE Suite
Atlanla, GA 30308

Attn: Austin Padgett %

Central Entertainement Group \2
251 W 39% Sireeet, 7 Tloor O
New York, New York 10018 ® @

Attn:  Michael Schweiger
Re: Edward Riley v. Eﬁhﬂ\g Iannibal

Dear Sirs:
[ )

Please be advised that this office represents Edward Riley, Sr.reg claims against your
client, Chauncey Hannibal. We intend on filing a Complaint and Ordey P Show Cause seeking
a Preliminary Injunction in the Eastern District of New York Federal Coufit. We will be
appearing in the Clerk’s office to file the Complaint at 9:30 a.m. on Wednesday, March 18,
2015, We will then go to the Motion Support Office to fHe the Order to Show Cause, at which
time we anticipate being assigned a judge to examine the motion. Per Eastern District rules, we
are required to provide notice to our adversary the day prior Lo filing. As you are Hannibal’s
lnown representatives, we are hereby placing vou on notice.

ase call me if vou have any questions.
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UNITED STATES DISTRICT COURT Y
EASTERN DISTRICT OF NEW YORK @

N4
EDWARD T. RILEY, SR. and ‘/)®
BLACKSTREET ENTERTAINMENT, 6)
INC.(BLACKSTREET), \,?
Civil Action No.

Plaintiffs, \’?%

A °
COMPLAINT O
CHAUNCEY HANNIBAL, in his O
individual and representative capacity, ‘@
DOE CORPORATION, 1-10,

JOHN and JANE DOE1-15,

7

%
Plaintiffs, Edward T. Ig@ Sr. (Riley™), and Blacksireet Entertainment, Inc.

(“Blackstreet™) {collectively “Plainﬁﬁ‘s’?\gy: and through their attorney, Lowell J. Sidney, Esqg..

allege as follows: ® @

JURISDICTION A@?ENUE:

1. This Court has jurisdiction in this matter pursuan 8 US.CA. § 2201, 15 ULS.CA.
§1051, 15 US.C.A. §1116(a), 15 US.C.A. §1121 and thi$ @uﬂ’s pendant and ancillary
jurisdiclion fo entertain state law based claims for relief that arise Emm@ same fact situation set

forth herein below.,

_ \/§ 2. Venue is proper in the Eastern District of New York pursuant to 28 11.8.C. §1391(b)2).

@ PARTIES:

)

@\?Pk&mjﬂ’h Edward T. Riley afk/a “Teddy Riley” is actively doing business in the State of

New Y‘::R@@(?
¢
%

“o

<
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4. Plaintilf, Blackstreei Entcrtainment, Inc. is a corperatc entity ized and existing

under the laws of the Commonwealth of Virginia. ‘2 O

5. Defendant, Chauncey Hannibal a/k/a Chaunci Black (“Hannibal™) is, upon i_n%ﬁ{m

6. Hannibal regularly performs business in the State of New York.

and belief, a resident of the State of Georgia. ’(%
®

7. Defendants Doe Corporations 1-10 are sued fictitiously herein as Plaintiffs are not
presently aware of their true names, addresses and city and states of their residence. Plaintiffs
will supplement these ﬁiégi_ﬂgs with the true names after ascertainment during the discovery
process if not befere. ® O

8. Defendants John and Jan%xﬁg 1-10 are sued fictitiously herein as Plaindiffs are not
presently aware of their true names, a@c\gﬁs, city and states of their residence. Plaintiff’ will
supplement these pleadings with the true mm?@ier ascertainment of same during the discovery
process if not before, (5)

COMMON NUCLEUS OF O FACT:

9.  Plaintiff Riley is the originator and creative genius behind the group Blackstreet which
was started as an R&B male singing group that performed mus@%:ﬂmmqitions that were
primarily wrote, arranged and produced by Plaintiff Riley in 1991 and beyond.

10, These musical compositions were performed by the group with the first creative
exploitation entitled “Baby Be Mine” which was included on the “CB4” Soundirack and released

GMthe first project of the group. This was followed by the group Blackstreet being picked up by

a maﬂé{éwrding label.

S
63%?
%.
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11. Afier release of the initial single that was included on the “«CB4 8pundirack, Plaintiff
Riley ﬁs apptoached by John McClain who indicated a desire to sign the gﬂﬁéyjﬂ Interscope
Records. ® @

12. Plaintiff Riley then signed the group Blackstreet to his label which was “Liﬁfg@n
Records” and registered the trademark for Blackstreet, as well as forming the corporate entity fo O

Blackstreet. O
13, Plaintiff Riley and Interscope President & CEO, Jimmy lovine, were then and conlinue O‘@
now as the sole owners gRall the master tapes and recordings of Blackstreet.
14. Defendant Hanni z@lﬂs never been an owner of any Master recordings or intellectual
property of Blackstreet at any Um@
15.  Asaresult of the deaepﬁve@(d fraudulent trade practices of Hannibal, the frademark
for Blackstreet untimely expired. O@
16. At all relevant times, Riley was th@é?ﬁ owner of all Blackstreet trademarks,
copyrights and intellectual property consistent with palﬁ 13 herein.
17. At certain relevant times, Hannibal was employed §Riiey and Blackstrect.

18. At certain relevant times, Hamnibal was in a position Gg}@g and confidence for Riley

?

19. At certain relevant times. Defendant Hannibal was handling the day to day business

and Blackstreet relating to his business affairs.

aspects of Blackstrest while Plaintiff Riley was engaged with other artists and recording projects.
®® 20. While Hamibal was serving in this capacity for Blackstrect and Riley, the renewal

dc%énts for the Blackstreet Trademark was sent to Riley at his place of business.

5
Q @\/?
3
%

“o

<
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@

21. Defendant Hannibal, who had becn hired by Riley to handle adh%tratiw matters on
Plaintiffs’ behalf, received these the renewal documents, but knowingly al]-::swe{]&\;)ﬁntii‘f Riley's
initial registration of his trademark to expire. ®@
22,  Defendant Hannibal failed to inform Riley of the receipt of the renewal docume%i
23.  The knowing failure of Hannibal to notify Plaintiff of receipt of the renewal dncmnentso
preciuded Riley from being able to file the required reports with the USPTO in a timely manner, ’ OO
resulting in the administrative mlhﬁﬂﬂ of Plamtiff Riley’s Trademark. ‘@
24. Defendant Hagﬁihal then insidiously and surreptitiously filed his own Trademark
registration in order to pilfi ,@al and fraudulently convert assets and intellectual property rights
belonging to the Plaintiff Riley l@iﬁ own personal name and usage in violation of 15 U.S.C.
1115(b)(13,(3) and (6). ®/)) )
25. Defendant Hannibal told Plaintiff R{R  that he was going to add him to the illegal and
frandulently filed trademark registration but nave@\y§0 as evidenced by the second trademark
registration [led by defendant Hannibal, (?\4\
26. In an effort to cover up the illegal and fraudulent :ﬂemark registrations, defendant
Hamzibal then sought to have Plaintiff Riley enter a contract for B]g?@mm.
27. Hannibal had no intention of adding Plaintiff Riley to the tradeiark registration that he
é \/ﬁ had fraudulently procured. Instead, he only wanted to utilize the corporate enlily to further
®() justify the theft thai had taken place in order (o obtain rights to the copyrighl and intellectual
®€Qparty rights of the Plaintiff to convert to his own usage.
%' Plaintiff Riley continued to lend money and make paymenis to Hannibal (and on his
behalﬂ?@ @munt of approximately ninety thousand dollars ($90,000) relative to said actions.

To date, said unf%,%s remain outstanding, due and owing.

“o

<
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20, Hannibal was using the Virginia corporate entity to commingle s and secrel assets
away [rom the purview of state child support authorities and tax officials from ?ﬁégl& which he
was legally obligated for. ®@

30. Hannibal’s actions caused an egregious tax liability for the Virginia Cﬂrpﬂratc(gg'ﬁ{
the full extent of which will not be known until a complele certified andit and accounting hﬂ:nO
been performed of all financial records of the corporate entity that has been in the exclusive ’
possession and control of defendant Hannibal,

31. Tnhaneffortto Z&ﬂinue his cover up his illegal activities and commingling of funds with
the corporate entity, defen Hannibal and his co-conspirators allowed the Virginia Corporate
entity, Plaintiff Blackstreet Errter@ment, Inc. to expire by failing to file the required annual
report and pay the fees associated there@h. ,

32.  Plaintiff Riley then moved fc:rw@ to reclaim the corporate entity, appoinied new
officers and had the corporate entity reinstated a%ﬁeﬂ by the documents filed with Virginia
Corporation autherities and officials. (?/p

33. As a result of Hannibal’s actions, Riley and B Emtreet have been impermissibly
impeded in their efforts to do business and in some mstances,%le to do business, secure
contracts and continue to operate. @

€O |

DECLARATORY JUD NT:

®® 4. Plaintiffs repeat, reallege and incorporate by reference paragraphs 17 through “33™ as

if?!ﬁ()i}et forth herein verbatim and further complains of the Defendants, each and all of them as

follows,

S
63%?
%.
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@appﬁcaﬁnns for registration with the USPTO.
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35. This declaratory judgment action is brought for the purpose of mining a question

ol an actual controversy belween the parties as more clearly delineated heréé &aw in this

complaint. ®@

Registration Number 2075927 many years prior to the application by defendant Hannibal.

36. Riley applied to register the trademark for Blackstrest on 12/09/1992 and was \%\
®

37. As a result of defendant Hannibal’s status as an “insider” of Plaintilf Riley’s
organization, said defendant was able to destroy the trademark renewal documents that the
USPTO had sent thmugffbhe United States Postal Service o the Plaintiff which was illegally
imtercepted by defendant Hsm@)(a_l)\

38. Afier the adminisirative lation of Plaintiff’s wrademark, defendant Hannibal then
surreptitionsly applied for his own rc@h\gﬂun and acguired Registration No 3877629 on or

about, 11/16/2010 and Registration No 41 4{)\%{1)% about 05/08/2012,

39. That it is clear that Plaintiff Riley had priﬂi(%gymc of the Blackstreet Trademark [rom
his initial use in commerce back in 1992 which preclu @w frandulent acguisition of the
trademark by defendant Hannibal. * O

40, It is further clear and withoul guestion, that the acqmsiii@ of the trademarks by

defendant Hannibal were through inappropriate access to insider information as an employee of

the Plaintiff, procured through theft, fraud and deceit upon both the Plaintiff and through his

%. , That prior first use is a viable and appropriate basis for the declaration of judgment and

cancellation of the fraudulently acquired trademarks relied upon herein by the defendants

pursuant t§‘@(¢c.ﬁ. 1501 (D), et seq.
\
@,
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42. That the continued usage and reliance by defendants upon the S ulently acquired
trademarks the defendants are now impermissibly interfering with the cﬂntf&)céﬁl rights and
abligations of the Plaintiffs in a number of instances, causing substantial confusion @@ minds
of the public and damaging the good name and reputation of the Plaintiffs herein sucl\:%?a
declaratory judgment on the issue of first use priorily and canceHation of the trademarks rels O
upon by the defendants is an appropriate remedy sought by Plaintiffs in this matter pursuant to : O
28 U.S.C.A. §2201, 15 U.S.C.A § 1501 (D), et seq. and 15 U.8.C. §1115(b)}(1).(3). O\@
<§ COUNT 1.

ISQE@CE OF PRELIMINARY INJUNCTION:

43, Plaintiffs repeat, rcalleg@ld incorporate by reference paragraphs “17 through “427 as

if fully set forth herein verbatim and r complains of the Defendants, each and al] of them as
follows. O@

44, Plaintifls seck injunctive relief in this r%pmsuant to 15 US.C.A. 1116 and Fed R
Civ. P 65 as delineated and set forth herein below. (?\/b\

45, Since Plaintiff Riley can conclusively show that hQ:is a clear right to prior first use of
the trademark at issue herein based on the files and records Df%JSPTD, the likelihood of

?

é \/ﬁ 46. ‘'That the actions of the defendants herein have caused and are continuing to cause

success ot the merits 15 without question in this matter.

®() irrepatable harm and damage to the Plaintiffs, their reputations and all good will established
Q&gglde:r their names creative activities and business relationships.
>’ That in any balancing of the hardships in this matter would tili heavily in favor of

granting t@"ggmnﬁw relief requested herein by Plaintiffs.

%
¢
%

“o

<
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48. Plaintifls have no adequate remedy at law available o them ‘regently to cause the

delandants to cease and desist with their continued interference with the Plaint‘igf\%huslnm and

contractual relationships and activitics. ® @
COUNT 111 (%?
TRADEMARK INFRINGEMENT %

49, Plaintiffs repeat, reallege and incorporate by reference paragraphs 17 through “48"
as if fully set forth herein verbatim and further complains uf the Defendants, each and all of them
as follows. <§

30. Plaintiff lea}é;®itd for and paid the required fees for the original registration of
the trademark to Blackstreet an x@ the owner of same at all relevant times.

51.  Asaresult of his unlawful @. as enumerated in detail above, Hannibal permitted the
frade mark to expire. \/\)

52, Thereafter, Hannibal unlawfully an@]%nﬁvely sought the rights to Blackstreet
under his own name. "? /p

53, Hannibal’s actions demonstrate a willful, intentl .l and malicious intent to trade on
the goodwill associated with Plaintiffs® federally registered 1razQ@k to Plaintiffs’ great and

Q

54.  As a resuit of Hammibal’s unlawful, deceptive and improper acts, Plaintiffs have

irreparable injury.

suffered and Hkely will continue to suffer irreparable damages, which at present exceed

®&§ﬂﬂ,ﬂﬂﬂ and likely will exceed well over $1,000,000 in the future.

* As a result of same Plaintiffs have and will continue to suffer damages and are seeking

actual g@gs lost profits, interest, costs and allorneys’ fees under 13 U.S.C. Scctions 1114,

1116 and 111
an (?¢
@,
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<

O



Case 1:15-cv-01399-ENV-RER Document 5-1 Filed 03431)35 Page 18 of 25 PagelD #: 84

2

Q
COUNT )
D

COMMON LAW TRADEMARK INFRINGEMENT ‘2 o
AND UNFAIR COMPETITION ®

56. Plaintiffs repeat, reallege and incorporate by refcrence paragraphs “17 thmuglﬁ%?as if
fully set forth herein verbatim and further complains of the Defendants, each and all of the;ja@

O

follows. .

o

57. Defendants’ acts constitute common law (rademark infringement and unfair O \@
competition, and have created and will continue to create a likelihood of conlusion to the

irreparable injury to P]mﬁi% unless restrained by the Court, Plaintiffs have no adequate remedy

S

58. Defendants acted with fu?@uwledge of Plaintiffs’ use of and statutory and common

at law.

law right to use the trademark Blackstree @ngingl}f cansing damage 1o Plaintiffs.

59.  Hannibal’s actions demonstrate a wiﬁh%gntentmnal and malicious intent to trade on
the goodwill associated with Plaintiffs’ federally r@\:&?eﬂ trademark to Plaintiffs” great and
irreparable injury. %

60. As a result of Hannibal’s unlawful, deceptive and @pmpar acls, Plaintiffs bave
suffered and likely will continue to suffer irreparable damages, z%ch at present exceed
$500,000 and likely will exceed well over $1,000,0000 in the Future.

\/ﬁ 61.  As aresult of same Plaintiffs have and will continue to suffer damages and are seeking

Q

%acmal damages, lost profits, interest, costs and attorneys’ fees.

)

D
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Q
COUNT VY ®®
BREACH OF FIDUCIARY DUTY \ZO

62. Plaintiffs repeat, reallege and incorporate by reference paragraphs “1” thro 61" as

if fullv set forth herein verbatim and further complains of the Defendants, each and all Gi{i}lﬁz\

follows.
®
63.  From approximately late 2007 to mid 2010, Hapnibal was employed by Plaintiffs. Q@ O
64. During Hannibal’s employment, he was placed in a position of trust in confidence, ‘@

where he was respnnsib%(fﬂr many aspects of the day to day affairs of Plaintiffs.

65, Hammibal was c@ compensated by Plaintiffs during the entire tenure of his
employment. @

66. Based upon Hannibal’s posifion with Plaintiffs, he was placed in a position to examine
all mail, renew contracts and ensure that P@@s rights were fully protected. Plaintiffs relicd
apon Hannibal to perform these services in the bc%est of the Plaintiffs.

67.  T[larmibal, as an emplovec of Plaintiffs, was that Riley held the trademark for
Blackstreet and was actively using said trademark 10 further Plaintiffs’ business.

68.  In furtherance of his employment, Hannibal received ﬂcng@l/@/;mentaﬁnn necessary to
renew the application for Plaintiffs’ trademark for Blackstreet.

69.  Hannibal knowingly permitted the trademark to expire.

()\ 70.  Hannibal knowingly failed to notify Riley that the trademark was expiring or that

®@m¢w&1 was required.
%' After the expiration of the renewal, without Plaintiffs’ knowledge or consent,
Hannib‘z?%naﬂced Blackstreet under his own name.

72 Hmﬁ%ﬁad&mark&d Blackstreet to gain economic advantage for himself.

“o

<
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84. Hannibal knowingly failed to notily Riley of the impen%xpimﬂnn_ of the
trademark or the [act that he had impermissibly applied for the trademark, in aﬁé\%ﬁ to decetve

Riley and the USPTO.

85. In taking these actions, Hannibal committed a [raud upon Plaintiffs and in fa\ﬁa%

disclose the truth, he also perpetrated a fraud upon the USPTO.

86. As a result of Hannibal's unlawful, deceptive and improper acts. Plaintiffs have
suffered and lkely will continue to suffer irreparable damages, which at present exceed
$300,000 and likely wﬂlé&xcced well over $1,000,000 in the future.

87. Asarcsultof e@ainliﬁ"s have and will continue to suffer damages and are seeking
actual damagcs, lost profits, inlere@coﬁts and attorneys’ fees.

@EQUN’]‘ VI
TORTIOU S/[NTERFERENCE

88.  Plaintiffs repeat. reallege and incorpo reference paragraphs “17 through “877

as if fully set [orth herein verbatin and further mmplai\ﬁ? Defendants, each and all of them

as follows,
[ ]

o

89, Plaintill had & contract with Himmy lovine, Dr. Dre to app@%a function in February
2015,

90. That Defendant impenmissibly interfered with Plaintiff’s contract as referenced above.

91. In addition, Defendant’s agent has recently sent a Cease and Desist Letter to another

%&ss partner of the Plaintiff, (where Plaintiff is slated to appear on the “Tom Joyner Cruise™)

n a\@sher attempl to impermissibly interferc with Plaintil’s business and contractual

relatiunsh@@;?ubﬁgaﬁﬂns,
4,
O

e
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92. Plaintiff aisc witncssed, as did most of America, a recent pe ce on the “Jimmy
Kimmel Show™ where defendant performed and literally diminished the “gnod{rjﬁ’ of the brand
by putting on subpar performance that was seen by millions of viewers. ®,6)

93. Plainufl has other shows, performances and oblgations which the defen
impermissibly seek to inlerfere with caustng further damage 1o the Plaintiff. O

94. That defendant premises his impermissible interference on a federal registration that he )

was not otherwise entitled to acquire given that Plaintiff had first use of the “mark™ in guestion

and said regisirations r?{ed on by the defendant are presently being challenged for cancellation

in a pending proceeding belpe the I'rademark Trial and Appeal Board (TTAB) in TTAB Case
No. 920-59057, %

95. That the defendant’s inturfm‘e@is’dnne out of malice and ill will and further bascd on
the fraudulent acquisition of a registration a@t forth in the preceding paragraph.

96. Plaintitf has been and continues to be dﬂﬁ\g@ by the actions of the delendant which is
the sole and proximate cause thereof, \’?‘4\

WHEREFORE, Plaintiffs pray for judgment against the Q{endanls herein as follows:

[ That process issue accordingly to law; and OO

2. Inpunclive Relief to preclude the Defendant from any furthér interference with the

business activities of the Plaintiff: and

La

3. Damages in an amount not less than one million ($1,000,000) dollars; and

s

Da QBILK}IC}}"HQ New York
' h 17,2015

4. Any and afl such other relief that this Court deem just and proper.

L.owell Sidney, Esq.
244 Filth Avenue, Suite Q278
New York, New York 10001

Q
&
\/%?\/P (917) 9712413
O
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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OFF NEW YORK O

EDOWARD T RILEY. SKR. and ®@
BEACKSTREET ENTERTAENMENT, \’?
INCIBLACK STREET). (?/P
Civil Action No, O
Plaintiffs,

Vs OO
AFFIDAVIT OF 02
EDWARD T. RILEY, SR.

CHAUNCEY HANNIBAL, in his

individual and /@proxentative  copacity,
DOE {:ﬁﬂpﬁm«%_ B-10,
JOHN and JANE D {l)\:

Dei’cng{?}h
< 0\2’

STATE OF NEW YORK o@ @

COUNTY OF KINGS S5
Ldward T, Riley. mokes the following a%:iﬂn ursder the penakies of

pRTfury, ¢ Q

P Edward T, Rilev. ns plaininf} in the above-entit %tim. respectiubly
move this court W order delfendants 1o show causs why they should not be enjoined
from using the Trademark Blackstreet until the final disposition of the merits in the
sbove-catithed action andror precluding defendants unwarranted interference with
Plamtft's usage of the murk in question.
5
Q s -tk
5 B &
) b
&,
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Unless this order i5 dssued. | will conmtinue 1o suffer %&diate amd

irreparable injure, loss and damage i thas 1 wilf be unable 10 wse the Tr%ﬂ.:

Blackstreet in which | am the rightful owner of) (E?

In 991 1 ercated the R & B male singing group Blackstreet, in which | was %

e

the kead singer,  In 1992 [ lawfully filed the application and paid the required fees
to register the trademark “Blachstreet” and was issued Trademtark number
SOTAO2T, é

I or around Eﬂl)’/ﬁ@nd;mﬁ Chauneey Hannibal ("Hannibal™) bocame employed
by me and acred oy rgsgsgtm. [ placed Hannibal in a position of trust wnd
confidence in which he was %ﬁi?le for nany aspects of my business.

In or around 2008 the Btﬂ\\i@u: Trademark was scheduted For repewal,
angd Hannibal was handling certain aspec@s(ém}' administrative affairs including
handling tncoming mail, "?4\

Hannibal, upon information and belivf, imerwpn:@.hr mail from the USPTO
reparding for the renewal of the registration, Therealfter, Q@ihﬂi assurcd me That
the renewal was completed and that the Trademark was properiy‘registens,

Unibreknownst to me, Jlannibal hed failed 10 inform me of the repewal mail
receivad from the USPTO which addressed renewatl of the Trademark, causing me
o lose nghts to the Trademark 1o Blackstreet by way of an administrative

ancellation.

%
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From: michael@cegtalent.com [maito:michasl@cegtalent.com] %

Sent: Monday, February 09, 2015 2:42 PM

To: Info \2 ’

Ce: Chauncey Black; ryan@cegtalent.com /\)
Subject: Blackstreet ®

Be advised that the show being advertised at the Kings Theater March 28 featuring EL&CKSTH@‘%?

is being miss advertised. 4\
Blackstreet ™ (Below ) is owned by Chauncey Hannibal Black and the official group consists of the O
ariginal members of Blackstreet, Chauncey, Lavi, Mark and Eric. °

o

Teddy Reiily can parform as individuai but not collectively as "Blackstreet” O @

Please immediate refrain from any and all advertising that infringes on my clients rights.

&
9,
S

Michael Schweiger @ @
Central Entertainment Group @
251w 39t 5t 7 Flaor \2

MNew York, MY 10018 o

212-9271-21490 ®
Michael@ceptalent.com @
witn cegtalant.com (53?

S
63%?
%
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