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INTRODUCTION

The United States continues to struggle with how best to protect Native
American traditional knowledge, genetic resources, and folklore. While some have
suggested that existing intellectual property laws provide the proper framework for
protecting Native American rights, others call for comprehensive federal legislation of
a different nature. The federal legislature’s response has been to enact several pieces
of legislation intended to address different facets of the problem. The Indian Arts and
Crafts Act of 1990 (“IACA”) is one measure that Congress has taken to protect Native

American rights to their name and, arguably, their culture and their heritage.

The nature of the rights established by IACA is unclear. The IACA statute
declares itself a “truth in advertising” law, although consumers have no cause of
action under the Act. One scholar believes that IACA really is about the preservation
of Native American culture itself, despite its facial purpose of regulating commercial
speech.'! Another has suggested that perhaps IACA creates a new property right in
“Indian-ness,” vesting that right in the people the Act defines as Indians.¥ Only one
appellate court has considered the question; the Seventh Circuit has read the Act and
its associated regulations to effectively create trademark rights in the use of the word

“Indian” and in the names of Indian tribes.*

This article suggests that an affirmative grant of rights is not the most coherent
way to preserve the integrity of Native American arts and crafts and to prevent

fraudulent marketing, and further argues that understanding IACA to affirmatively



create trademarks in tribe names and in the word Indian is problematic. In Part I, this
article reviews the history of IACA and identifies authorities that view IACA as
creating trademark-like rights. Part II considers the consequences of statutorily
creating trademark rights in this group of terms and vesting the power to enforce those
rights in particular groups of people. Part III of this article identifies obstacles that
might arise if these trademark protections instead were sought through existing
trademark law, concluding that trademark law might not be the most effective avenue
to meet [ACA’s policy goals. Finally, Part IV suggests that, by shifting focus from
the accrual of rights to the elimination of fraudulent marketing, the genuine Native

American arts and crafts industries ultimately will benefit.
L. IACA: The Trademark Misfit

A. Understanding the IACA’s history and provisions

The value of Native American culture as acknowledged by the marketability
of traditional arts and crafts has been the subject of United States federal law since
1935.% The purposes of the Indian Arts and Crafts Board (“the Board”)™, created in
that year, were to “(1) promote the market for Indian arts and crafts, and (2) prevent
fakes from entering the market.”®® The Board was charged with conducting market
research and other activities that were “of a supportive nature.”™ Although the 1935
Act made it a crime to sell arts and crafts misleadingly labeled as Indian products, ! it
imposed only small penalties™ and its structure made enforcement difficult if not
impossible. Specifically, the 1935 Act required “willful” intent, and no prosecutions

were brought under the Act.!'"

The market for Indian arts and crafts products grew steadily through the

twentieth



century. By 1985, the federal government estimated that the total sales of Indian
jewelry and crafts to be between $400 million and $800 million

annually."™ Fraudulently-marketed products accounted for 10-20% of that

total,l'" resulting in losses of up to $160 million annually to the authentic Indian arts
and crafts producers. The states most greatly affected began to enact their own fraud

statutes to combat the imitation products.t!

The Indian Arts and Crafts Act of 1990 (IACA) was enacted in direct response to
these developments and put “teeth” into the 1935 Act.!¥ In addition to making it a
felony to knowingly misrepresent products as “Indian” or “Native

American”™ TACA authorizes civil actions “against a person who . . . offers or
displays for sale or sells a good . . . in a manner that falsely suggests it is Indian
produced [or] an Indian product."® The Board also may refer complaints about goods
falsely designated as “Indian” to the FBL,"" may recommend to the Attorney General
that criminal proceedings be instituted, and may call on the Secretary of the Interior to

commence a civil action against the offender.!!

[ACA also authorizes the Board to create and register trademarks for Indian arts and
crafts products.'® The Board may, according to the statute, register these trademarks
1n its own name or in the name of individual Indians, Indian tribes, and Indian arts and
crafts organizations.?® With respect to government-owned trademarks, the Board
may establish standards and regulations, may set up a licensing scheme, and may
assign these trademarks to others.*! Unfortunately this provision of IACA is
incompatible with the Lanham Act, which governs U.S. trademarks and trademark
registration.”* Under the Lanham Act, the registering party either must be using the

mark as a commercial source identifier or must have a bona fide intent to use the



mark.! Therefore the Board cannot validly establish trademarks on another’s behalf

or in another’s name.

[ACA also, and controversially, defines the Act’s key terms, including a definition of
who qualifies as an “Indian” under the statute. “Indian tribe” for IACA’s purposes,
includes only includes federally-recognized and state-recognized tribes, ¥ and an
“Indian”®! is anyone who is a member of a recognized tribe.?? Not only does this
definition conflict with the definitions of “Indian” and “Native American” in other
federal law, but the arbitrary restriction imposed by the definition means that an
individual who is full-blooded Native American cannot sell arts and crafts as “Indian-
made” unless that individual also is enrolled in a tribe.?” The cultural implication of
this legal development is significant, with some artists turning away from their crafts
and some galleries and museums closing their doors in fear of criminal prosecution or

civil action.'®

Also included within IACA is a provision instructing the Board to draft regulations to
flesh out the new statute.® The regulations were finalized in late 1996 and include
the “unqualified use” provision, which states that “the unqualified use of the term
‘Indian’ or . . . of the name of an Indian tribe . . . in connection with an art or craft
product is interpreted to mean . . . that the art or craft product is an Indian

product.”°

The plain language of this regulation suggests that the “unqualified use”
of these protected words is equivalent to “falsely suggesting” that the goods are

Indian-made, a violation of the IACA statute.2!

IACA was changed in 2000 when the legislature adopted the Indian Arts and Crafts
Enforcement Act of 2000.2% The 2000 amendment expressly confirms that Indian
arts and crafts organizations and individual Indians all are authorized to bring suit

against any seller who falsely suggests that goods are of Indian origin.”**! Thus a



lawsuit claiming that a producer “falsely suggests” a relation to an Indian tribe may
move forward even without the support of the Indian tribe itself. These private
plaintiffs may seek injunctions as well as damages and may recover treble damages or
“in the case of each aggrieved individual Indian, Indian tribe, or Indian arts and crafts
organization not less than $1000 for each day on which the offer or display for sale or
sale continues.”* Punitive damages and attorneys fees also are available under the

statute.?!
B. IACA creates trademark rights?

In Native American Arts, Inc. v. Waldron,B® the Seventh Circuit considered IACA and
the interaction between the statute, the “unqualified use” regulation, and the private
civil cause of action created by the amendment.®*? In that case, an Indian arts and
crafts organization had brought suit against a seller of Indian-type arts and crafts,
seeking to vindicate its rights to the term “Indian” under IACA B8 At issue was the
role and purpose of the “unqualified use” regulation, which the plaintiff claimed ought
to have been included in the jury instructions. Judge Posner, writing for the court,
observed that “[i]n effect, the regulation makes ‘Indian’ the trademark denoting
products made by Indians . . . . The Seventh Circuit went on to hold that the
regulation did not compel the district court to give a jury instruction with identical
wording,™ although the “unqualified use” regulation may or may not be

controlling.*

Despite the regulation’s narrow purpose as cited by the Waldron court, Judge Posner’s
language already has been quoted in support of the proposition that “the Indian Arts
and Crafts Act and its implementing regulation” create trademark-like rights and
trademark-like causes of action.*) In practice, sellers also have viewed the regulation

as instructive and have re-positioned their product marketing in response, to avoid the



unqualified use of the mark “Indian” as a source identifier."**! Furthermore, the
regulation is not the only hint that IACA ought to be understood as creating trademark
rights. One commentator has read IACA to statutorily prescribe secondary meaning, a
trademark concept, to Native American tribe names.”** Similarities between IACA’s
language and the Lanham Act terminology also have led the Northern District of
[linois to draw from the Lanham Act’s trademark provisions in interpreting IACA’s

provisions.!

II. The Misfit Makes Mischief: IACA Trademark Rights Create Problems

Whether the underlying goal of IACA is to protect Native American culture, to
protect jobs on Indian reservations,”® or to protect consumers from false
advertising,*? the trademark-like rights created by IACA are different in kind from
other statutorily-created trademarks. For example, the trademark “Olympic” also was
created by statute.*®! The Olympic mark has passed constitutional muster despite its
origin in the legislature, and the statutory wording has provided much greater

protection to “Olympic” than to trademarks arising solely under the Lanham Act.[*!

The trademark protection granted to “Olympic” indicates that Congress knows how to
protect a particular trademark through legislation. In contrast, [ACA does not
expressly create trademark rights by reference to the Lanham Act, but rather creates
the functional equivalent of trademark rights and then vests those rights into certain
ethnic populations (or some subset of those populations). IACA’s failure to explicitly
operate within the Lanham Act as well as its tying of rights to particular groups of
people creates three distinct conflicts. First, the grant of “special” trademark-like
rights to groups of citizens creates a conflict with the international trademark

regime. Second, the creation of trademark-like rights in Native American tribe names

creates conflict with the domestic trademark regime. Third, the creation of trademark-



like rights in the terms “Indian” and “Native American” are particularly problematic

considering that ownership of these marks can never vest in any one group of people.

A. [IACA Trademark Rights and the International Trademark Regime

The interplay of trademark protections between various sovereign states is an
area of increasing focus. The trade agreement known commonly as
TRIPSEY “provides for the international protection and enforcement of intellectual
property rights.”™ Broadly, the TRIPS agreement aims to provide “adequate
standards and principles concerning the availability, scope and use of trade-related
intellectual property rights”* Specifically, TRIPS obligates each Member State to
“accord the nationals of other Members treatment no less favourable than that it

accords to its own nationals with regard to the protection of intellectual property.”

The United States Patent and Trademark Office (USPTO) has cited this
provision as one justification for its failure to provide any specialized, positive
treatment of Native American source indicators, including tribe names.®* Likewise,
the effective grant of trademark rights through IACA and its regulation may very well
violate TRIPS. By providing trademark protection to particular groups without
requiring those groups to demonstrate that they have, indeed, acquired these rights in
the particular source-identifying marks, the IACA allows for preferential treatment of
particular nationals: Native Americans and Native American tribes. The IACA makes
absolutely no provision for the protection of indigenous groups outside the United
States. Thus, these special trademark rights, which accrue without the rightholders’
effort or knowledge, are not extended to the nationals of other members under the

TRIPS agreement.

Furthermore, the IACA allows statutory damages to those who claim rights in these

special statutorily-protected source indicators, and monetary awards for infringement



can be extremely high. The threat of treble damages and attorneys fees alone can be a
motive for settlement, giving these particular asserters of trademark rights additional
leverage at all stages of litigation. These statutory remedies created by the IACA are
completely at odds with the remedies available for other US trademark

violations. Unlike the strict liability scheme set out in IACA, the Lanham Act only
allows treble damages and attorneys’ fees where there has been

an intentional infringement.>>! Therefore, this special class of trademark rights-
holders not only is excepted from proving the validity of the rights they assert, but
also is entitled to receive much greater monetary awards from the US legal system. A
related concern is that the possibility of statutory damages provides a disincentive for
would-be infringers, thus creating a bubble of protection around this class of

trademark rights-holders.

A second possible conflict with international trademark rights arises from the Paris
Convention®® and concerns the circumstances under which a Member sovereign state
may refuse a foreign registration. Under the Paris Convention, one Member may only
deny trademark registration to another Member under three circumstances: (1) where
the mark would infringe the rights of third parties within the non-registering country;
(2) where the mark lacks distinctiveness and therefore cannot be a source identifier;
and (3) where the mark is “contrary to morality or public order and, in particular, of

such a nature as to deceive the public.”?”

The IACA codifies the rights of third parties, being the rights of Native Americans
(defined as tribe members) and the rights of Native American tribes. However, the
International Trademark Association claims that the Paris Convention “implies, but
does not specifically require, that the infringed “rights” of third parties [that might

justify refusal of foreign registration] must be trademark rights rather than rights



acquired by virtue of legislative fiat.”™® Thus the IACA, regardless of whether it
actually creates trademark rights, might not justify refusal of a foreign trademark
registration that conflicted with IACA’s mandate. For example, if a foreign
registration for “Indian Maid” for handcrafted jewelry was presented to, and accepted
by, the USPTO, the validly-registered trademark would nonetheless infringe on the
trademark rights created by IACA.

Refusal to register a foreign mark also may be based on Section B(3) of the Paris
Convention, but here, again, the IACA may conflict. Specifically, the PTO may
refuse to register a mark that is “of such a nature as to deceive the public.” As noted,
[ACA provides a narrow definition of who may be an “Indian” where goods are
marked at authentic Indian goods. Under IACA’s definition, some marks might not
be deceptive yet still violate the statute. For example, arts and crafts made in India
could fairly be trademarked as “Indian,” provided that the claimant could demonstrate
that the mark incorporating this descriptor actually served as a source identifier. This
trademark would not be deceptive, but U.S. registration still would bring the mark into

direct conflict with the trademark rights created by IACA.

Another example is a foreign registration for “Indian Maid” for arts and crafts where a
Native American actually is producing the goods, but that individual is not an
“Indian” under IACA’s statutory definition. Because IACA’s definition artificially
restricts who may claim rights in “Indian,” a Native American may satisfy the
common understanding of Indian without meeting the statutory definition. Again, the
foreign registration should be accepted by the USPTO because the mark is not
deceptive, but a domestic registration for this mark would be in direct conflict with

the trademark rights created by TACA.



One commentator has suggested that the geographic origin provisions of the
TRIPS agreement provide an alternative for granting intellectual property-type rights
in “Indian” and Indian tribe names as source identifiers.”” Under this theory, Native
American descriptors conceivably could be protected because they also come from a
particular place. Unlike the “flora and fauna” that are cited as “inextricably tied to a
specific geographic location,”'® however, Native American arts and crafts may be
produced by people all over the country and all over the world. Although some
aspects of Native American intellectual property may be fixed to a particular location,
native arts and crafts are entirely mobile and to apply a geographic origin protection

would stretch the definition of the term.

In addition to violating TRIPS and the Paris Convention, any reading of the
IACA and its regulations that creates trademark rights is problematic in other
respects. The nature of these problems and their remedy turns on whether the
trademark right is said to exist in the name of a federally-recognized or state-
recognized tribe or, alternatively, whether the trademark right exists in the term

“Indian” itself, when used to describe arts and crafts products.

B. Domestic disturbance I: IACA Trademark Rights in Tribe Names

Assuming that [ACA and its regulations create trademark rights in federally-
recognized and state-recognized tribe names and that these trademark rights
automatically vest with the tribes, such an addition to our domestic trademark scheme
is problematic for several reasons. First, had Congress intended to create statutorily
proscribed trademarks for each tribe, Congress would have had no need to incorporate
a separate provision of IACA that could, hypothetically, create these
trademarks. Thus the regulation that effectively creates trademarks'®! is in direct

conflict with the scheme of IACA as a whole./2



In addition to this obvious conflict, the creation of statutorily-proscribed
trademarks for Indian tribes sets up the wrong incentives. If the tribes already have
trademark protection and can go after infringers merely because they have violated the
intrinsic trademark rights that the tribe has in that tribe’s name, then tribes have one
less reason to register their trademarks or to set up certification marks. Registration
imposes costs in the form of filing fees, time, and attorneys’ fees. If a tribe may
enforce trademark rights without having laid out these costs, then the tribe is much
less likely to pursue registration. Furthermore, the certification trademark opportunity
suggested by several commentators and offered through the IACA mandates a very
proactive role for the tribe-owner of that mark. A tribe seeking to avoid investing this
effort might do so by relying solely on the trademark-type rights that accrue through
IACA and the unqualified use regulation.

Registration of Native American tribe names as trademarks with respect to arts
and crafts provides several important benefits to the tribes. Only products bearing
registered marks benefit from the counterfeiting laws that allow customs to stop
fraudulently-marked products at the nation’s door.!®! Considering that most of the
estimated $160 million in fake Native American products are imports,““keeping these
products out of United States commerce entirely would be an ideal

solution. Trademark registration can prevent these imports altogether.

Registration also assures that Native American tribes will be able to assert their
trademark rights in other nations that have signed on to TRIPS. Because each
Member nation must honor the marks registered by other nations, 1! tribes who
register their marks are assured international protections that otherwise are
unavailable. As the market for Native American products continues to grow beyond

the United States, ! and as tribes become concerned about protecting their names



globally, registration is the only tool that can guarantee rights outside the United
States. Finally, trademark registration puts producers in other countries on notice that
the tribe name is protected by trademark. Unlike the IACA provisions, trademark
registration provides benefits that comprehensively protect the Native American

rightsholder.

C. Domestic Disturbance II: IACA Trademark Rights in “Indian”

Understanding IACA to create trademark rights in the words “Indian” and
“Native American” is problematic in ways that are entirely different from creating
trademark rights in the names of Indian tribes. This is so because, while the owner of
the Native American tribe name trademark rights ostensibly is the tribe itself, [ACA
does not clarify what entity might own the trademark rights to the word “Indian.” The
[ACA defines Indian as any member of a recognized tribe, but this definition has
proven to be underinclusive and extremely controversial. Because ownership of the
trademark rights to the “Indian” mark may not vest in one group, the mark may never

be registered as a certification mark and, indeed, may never be registered at all.

The Lanham Act assumes that every trademark has an exclusive owner. This
assumption is clear from the registration requirement that the registrant/applicant be
the “owner” of the mark and the requirement that the registrant either confirm that “no
other person have the right to use such mark™ or provide detailed information about
the concurrent uses of that mark.'Z Collective and certification marks, which do not
require a “commercial or industrial” establishment/owner, the potential users of the
mark must be part of a defined group and meet that group’s qualifications.’®® Because
there is no one definition and no one set of standards for a designator of ethnicity for
Native Americans, such a group never can constitutionally be formed and “Indian”

never can be a registered trademark designating products made by Indians.



The IACA recognizes that there is no one owner of the “Indian” trademark
rights for arts and crafts, and it therefore allows enforcement of trademark rights by
any individual Indian, any Indian tribe, and any Indian arts and crafts
organization. This allocation of rights to many parties creates two related
problems. First, because damages are statutory and the Indian claimant need not show
harm as part of a claim, then presumably every individual Indian, Indian tribe, and
arts and crafts organization has a separate and equal cause of action against each
individual who uses the words “Indian” or “Native American” without meeting the
statutory requirements. Thus far, no defendant has had to answer subsequent claims
filed by more than one rights-holder. However the possibility exists that an
unknowing defendant™® could be held accountable for countless monetary claims

arising out of a single sale.

A second inequity that arises out of the lack of specified ownership in the
trademark rights that IACA vests in “Indian” is evident by the case law that is
developing under this statute. A number of cases have been brought under
IACA,"™ but only one plaintiff has been asserting its rights under the statute and only
one law firm has been bringing these claims. This retail plaintiff is not who Congress
might have imagined would be protected by IACA. Specifically, this plaintiff is not
an Indian tribe struggling to compete in the market, and this plaintiff is not a
craftsman working against lower-cost imports. Rather, this plaintiff is a sophisticated
retailer of Indian-made products that happens to be certified as an Indian arts and
crafts organization by an Indian tribe, and this plaintiff has brought claims against
huge retailers that happen to carry mass-produced products of the Native American

motif, !



The rights created by IACA can be construed as creating “private attorneys
general,” and the attendant abuses that accompany private enforcement of federal law
are evident here. Specifically, one plaintiff and one law firm have received a windfall
of epic proportions under IACA, giving rise to the specter of professional plaintiffs
and predatory attorneys.”#! If “Indian” trademark rights, and IACA itself are, as has
been suggested, ultimately about “fairnesss,”™! then perhaps the gains from IACA
lawsuits ought to flow to all Native Americans, rather than one particularly suave

organization.

The notion of vesting ownership of trademark rights in only those people and
groups who meet the statutory definition of “Indian” raises entirely separate concerns
regarding freedom of speech and questions about the connection between trademark
rights and identity. The notion of what “Indian” even means may be very personal
and individual, and certainly many people consider themselves Indian regardless of
tribal affiliation.”™ Many individuals who self-identify as Native American are not
“Indians” under the statute.”” These “unlabeled” Native Americans have not
somehow forfeited their constitutional right to claim their own heritage, yet they have
not been given the affirmative trademark rights available to those that fall within the

definition.

1. Mooting the Misfit: Can “Indian” Trademark Rights Fit Within Existing
Trademark Law?

Legal thinkers have suggested a number of different solutions for the problem
of protecting Native American rights generally and the problem of IACA
specifically. The concern for indigenous peoples’ rights is not an issue unique to the
United States, and ultimately an internationally-proscribed Sui generis protection may

be the only answer.” In the meantime, the trademark-rights understanding of IACA



creates a myriad of concerns, begging the question: to what extent do existing

trademark laws already provide trademark protection to these terms?

Individual Native American tribes can (and sometimes do) trademark their names for
the purpose of selling arts and crafts and related products. As noted, however, the
term “Indian” for such products cannot exist as a valid trademark because the total
group of Native Americans defies a single definition, and thus a grant of ownership in
the term “Indian” to one group likely would exclude others with valid, though
separate, claims to ownership of that mark. This subsection will analyze the potential
issues that may arise when attempting to protect Native American tribe names through
trademark law, and ultimately concludes that trademark law is not the best framework

to protect these rights.

A. Existence of a Valid Trademark under the Lanham Act

An Indian tribe seeking relief for the unauthorized use of a tribe name in
which that tribe claims trademark rights first must demonstrate the existence of a valid
trademark or service mark.” Section 45 of the Lanham Act defines a protectable
trademark as “any word, name, symbol, or device . . . used by a person . . . to identify
and distinguish his or her goods . . . from those manufactured or sold by others and to
indicate the source of the goods.” To be protectable, the Indian tribe name must be

(1) of the proper subject matter; (2) distinctive; and (3) used in commerce.

Under the proper subject matter requirement, any aspect of a commercial product that
may carry meaning can be eligible for trademark protection,”™ although word marks
and logos were the first categories of source identifiers to be protected as
trademarks.” Today, source identifiers including color,®” packaging, and

design®! all may be protected marks under the doctrine of trade dress. This

expanding notion of what may be a protected trademark (or trade dress) suggests that



Native American tribes may even possibly seek trademark protection of their
traditional designs, patterns, and imagery.®® At a minimum, tribe names such as
“Hopi” and “Navajo” are word marks that fall into the most traditional trademark

category and thus are the proper subject matter for trademark protection.

Second, a Native American tribe must prove that the subject mark is
distinctive®®! when used in conjunction with Indian-motif arts and crafts
products. This analysis may be problematic for some Native American claimants, and
three possible roadblocks arise particularly in the context of common tribe
names. First, a mark only has inherent distinctiveness if that mark is arbitrary,
fanciful, or suggestive.®¥ An Indian tribe may argue that its own name is just that;
Indian tribe names only have entered our vocabulary because the names were coined
by the Native Americans, and these names do not originate from the English

language.

Although the term “Hopi” used to sell arts and crafts is not arbitrary,® the term itself
could be viewed as fanciful® because the word “Hopi” initially had no meaning other
than the meaning given by the Native Americans themselves. Some tribe names, such
as the Schaghticoke tribe of Connecticut,™ still may be so foreign to the American
consumer that the term continues to qualify as fanciful. Tribe names such as “Hopi”
and “Navajo” do have contemporary meanings, however, because these terms have
worked their way into the English language.™ Although tribe names once might
have been fanciful, this characterization no longer applies. The contemporary
meaning of a word is the relevant meaning, and many Indian tribe names no longer

can be considered fanciful 2%

A thin line separates, analytically, suggestive marks from descriptive marks,

although suggestive marks are inherently distinctive while descriptive marks are



not.” Common Native American tribe names more likely would be characterized as
descriptive terms. Many names of Native American tribes now have dictionary
meanings,” and the common uses of these words include use as descriptors of
products made by those groups. Also, a mark is suggestive if it “requires imagination,
thought, or perception to reach a conclusion as to the nature of the goods.”®* The use
of the word “Navajo” alone, as a commercial mark, would not immediately lead a
consumer to assume that the product being described was an arts and crafts product,
but little imagination would be required to conclude that the product was something

handmade and of a Native American motif.

Competitor need and use also is relevant to the descriptive/suggestive
analysis.”¥ If other companies would find the mark useful in marketing products,
then the mark probably is descriptive.2* Here, the word Navajo clearly has value to
any producer who seeks to market arts and crafts products created in the Navajo
style. Terms that actually are used by competitors in describing their own products
probably are descriptive terms.”?! Indeed, the word “Navajo” already is subject to
widespread use by competitors who seek to market arts and crafts that are designed in

this style.

The “personal-name rule”™® also may have application to Native American
tribe names. The personal-name rule embodies the generalization that personal names
are, by nature, descriptive rather than suggestive trademarks.®™ However, the
personal name rule only is codified in the Lanham Act to prevent trademark
registration of a name that is “primarily merely a surname”™! and a tribe name is
unlike a surname that is carried by many unrelated individuals. Also, as the Seventh
Circuit has pointed out, the personal name rule only ought to apply where the

rationale underlying the rule is coherent. The rationale behind the personal-name rule



is that courts have been reluctant to grant protection that would result in individuals
being unable to use their own names in their own businesses.” This rationale has no

application in the context of tribe names.

Assuming that common Indian tribe names are found to be descriptive terms,
they will be protected as trademarks only upon a showing of secondary
meaning."® Secondary meaning means that the mark “must denote to the consumer
‘a single thing coming from a single source.””™™! Secondary meaning is a question of
fact that may be proven directly through surveys or may be proven through
circumstantial evidence such as manner of advertising, volume of sales, and length of
use on the market."® This requirement may become problematic for some Native
American tribes, most notably the tribes with which the American consumer is less
familiar. Tribes that have achieved notoriety will have less difficulty establishing that
their tribe names represent “a single thing coming from a single source,” as most
consumers would immediately understand a product marketed as “Navajo blanket” as
a product coming from, and only from, the Navajo tribe. Tribes such as the
Schaghticoke tribe, however, will be hard-pressed to establish secondary meaning; to

these tribes, the designation of tribe name as inherently distinctive will be critical.

Tribes that are particularly well known also may struggle to prove that their
tribe names have not become generic, because generic marks are not entitled to any
trademark protection."®! Courts have formulated the test for genericness in several
different ways,"®! but the underlying question is whether the trademark primarily
indicates to the consumer who made the product or primarily indicates the exact
nature of the product. In the “Navajo blanket” example, genericness could pose a real

obstacle to a tribe seeking protection. Specifically, would consumers more likely



think that the blanket was madeby Navajo Indians or would consumers more likely

think that the blanket was made in the Navajo style?

An Indian tribe seeking to prove the existence and ownership of a valid
trademark also must show first use in commerce, defined in the Lanham Act as “the
bona fide use of a mark in the ordinary course of trade, and not merely made to
reserve the right in a mark.”"®! Some Indian claimants may be able to prove that their
tribes have used their tribe names commercially in a manner that is “deliberate and
continuous, not sporadic, casual, or transitory.”"%! Not all uses by Indian tribes of
their names may be sufficient to establish trademark rights in those names, however,
particularly where a tribe has not, itself, marketed any arts and crafts products to the
public. In fact, some tribes would prefer not to commoditize their names and their
cultural products at all, and these tribes likely cannot show any commercial use of

those names.

In such cases, the doctrines of surrogate use and analogous use may fill in the
gaps. Analogous use supports trademark validity where the “use is of the nature and
extent as to create public identification of the target term” with the claimant’s
particular product."® An Indian tribe name with which consumers are familiar,
therefore, may have an association with products created in the style of that tribe even
without the tribe actually selling arts and crafts. Where individual tribe members have
used the tribe name as a source identifier, surrogate use may provide the tribe itself

with a claim to ownership in the name as a mark."%!

To maintain trademark protection, the Native American claimant also has an
ongoing duty to use the tribe name and to control the use of that name by third
parties."®™ Thus, the Native American tribe who seeks traditional protection in

trademark law is obligated to continue its own use and to police others’ uses,



including uses by individual tribe members. “Naked licensing,” a grant of permission
to use a mark without the imposition of quality control measures, could signify a loss
of control.!*® Products marketed by members of any Native American tribe likely
will be of varying quality and could include craft products that are mass-produced and
craft products that are substandard or not produced in the traditional manner of that
tribe. Such standardization of tribe products may be beyond the tribe’s ability or

desire.
B. Trademark Infringement: Not Always a Clear Case

Assuming that a Native American claimant can establish a valid mark, the
claimant still must state a claim against the competitor who has somehow impinged
on those rights. Trademark infringement claims provide some relief for some tribes,

although infringing uses still may be permitted under the doctrine of fair use.

Under section 43(a) of the Lanham Act, a user is liable for infringement when that
party’s use “is likely to cause confusion . . . as to the affiliation, connection, or
association . . . or as to the origin, sponsorship, or approval of his or her

goods.”™ The circuits all have developed similar multi-factor tests for assessing the
likelihood of confusion,™# although the underlying test for whether a competitor has
unfairly infringed on the tribe’s trademark rights inevitably is whether the
competitor’s use increases the chance that “an appreciable number of ordinarily
prudent purchasers will be misled, or indeed simply confused, as to the source of the

goods in question.”t!

The likelihood of confusion determination generally is one of fact™* and the outcome
of the analysis will depend on the particular tribe name at issue and the particular type

of arts and crafts product that the competitors are marketing. Several factors in this



analysis, however, ought generally to weigh in favor of the Indian tribe claimant. For
example, marks generally are compared to show the similarities between the two
marks™! and similarities between the goods and services marketed by the two
claimants.! % A competitor’s use of the term “Navajo” for blankets essentially would
mirror the Navajo tribe’s use of the term “Navajo” for hand-woven blankets, both in
terms of the . Similarly, the competitor’s intent to confuse™™ is relevant and,

s.lH8 Many competitors

arguably, ought to be a required factor in the analysi
intentionally brand their products with tribe names like “Navajo” primarily with the

intent to confuse; it is this bad faith that prompted the IACA statute in the first place.

Native American tribes face an additional hurdle when using trademark infringement
suits to vindicate rights: the defendant can claim fair use as a defense to that
defendant’s use of a trademark. One aspect of the fair use doctrine recognizes that the
descriptive aspect of a mark may be used by competitors to describe their own
products without infringement.'*?! So, if a competitor produces a “Navajo-style”
blanket, the producer may use the word “Navajo” in its descriptive sense to explain its
own product. Further, the producer would be hard-pressed to explain the nature of its
product without using that descriptor. This defense is most problematic where tribes
have achieved notoriety, because small, relatively unknown tribes like the

Schaghticoke probably could argue that its tribe name is not descriptive to begin with.

A separate cause of action under which a Native American tribe might bring a claim,
dilution refers to “the lessening of the capacity of a famous mark to identify and
distinguish goods.”™ To succeed on such a claim, a Native American tribe must
establish that (1) the mark is famous, and (2) that the mark has suffered actual
dilution, most commonly in the form of tarnishing or blurring.!'*1 As a threshold

requirement, only famous marks would receive protection under the dilution statute,



but the most well-known Native American tribe names are the ones most often
misappropriated by competitors. At a minimum, a tribe must be using its name in

commerce in a multi-state area before dilution protection would be permitted.'22

I'V. Mincing the Misfit: Trademark Law Discarded in Favor of False Advertising

Trademark causes of action ultimately may not always yield results consistent
with the policies behind IACA and with our intrinsic sense that Native American arts
and crafts always ought to be protected from competition by cheap imitations. Native
American tribes and individual Native Americans may be better off relying on false

advertising under the Lanham Act.

A federal claim for false advertising arises under the Lanham Act but does not
require ownership of a valid trademark as a prerequisite for rights.!2! Rather, a

Native American tribe or producer must prove:

“(1) a false statement of fact by the defendant in a commercial advertisement
about its own or another’s product; (2) the statement actually deceived or has
the tendency to deceive a substantial segment of its audience; (3) the deception
is material, in that it is likely to influence the purchasing decision; (4) the
defendant caused its false statement to enter interstate commerce; and (5) the
plaintiff has been or is likely to be injured as a result of the false statement,
either by direct diversion of sales from itself to defendant or by a loss of

goodwill associated with its products.”*4

Despite the apparent complexity of the false advertising provision, this cause of action
ultimately is much more consistent and useful than the trademark lens through which

courts and commentators have begun to view IACA and Native Americans’ claims to



their names. By enforcing Native Americans’ rights through false advertising claims
rather than through trademark claims, many of the concerns created by the trademark
paradigm evaporate. Notably, the international concerns arising from TRIPS and
from the Paris Convention disappear entirely merely by shedding any analogy to
trademark rights. When the practical problem is viewed as the fraudulent misuse of a
descriptor (“Navajo” for blankets that are cheap imitations) rather than the vindication
of intellectual property rights held by an ethnic group, the legal question becomes

much more straightforward.

False designations of arts and crafts products as “Native American,” “Navajo,”
or even of the Schaghticoke tribe all are actionable under the federal cause of action
for false advertising as set forth above. A false statement need not be factually false;
a statement that could be true but that nonetheless is misleading still will be
actionable"*! and a statement also can be literally false by necessary
implication."2® A competitor who argues that “Navajo blanket” merely refers to the
blanket’s style rather than the blanket’s origin, therefore, also will face the argument
that the statement is misleading, even if technically true. The deception requirement
does not invoke any confusion analysis, rather a Native American plaintiff merely
must demonstrate that the statement was deceptive and influenced the purchasing
decision. Finally, the injury requirement is understood broadly enough that “lost
goodwill” constitutes injury, and surely the loss of goodwill results when a “duped”

consumer is unsatisfied with an inferior product that it believed was genuine.

A false advertising claim is available to anyone who “is or is likely to be
damaged” by the false advertising, and a claimant’s status as a direct competitor gives
rise to a reasonable belief that the claimant stands in such a position."*? Unlike

trademark law, which vests ownership and the right to litigate a trademark in one



entity, this open-ended standing requirement more closely approximates IACA’s grant
of trademark rights to all concerned individuals who meet the statutory

requirements. The false advertising harm requirement, while conceptually narrower
than IACA, actually would prevent some of the challenges imposed by IACA

itself. By restricting potential plaintiffs to actual competitors, and providing realistic

measures of damages, the cause of action is less susceptible to abuse.

Third, the existence of a false advertising claim does not create disincentives
that lessen the possibility that tribes will register their own trademarks. Unlike the
IACA’s apparent creation of absolute trademark rights, the false advertising cause of
action exists entirely outside the trademark system, and registration remains the only

way for a Native American tribe to seek affirmative rights.

Finally, by focusing on the competitor’s fraud rather than the plaintiff’s rights,
no “owner” of the rights need exist at all. TACA’s statutory definition of “Indian” no
longer is relevant. In each false advertising claim, the particular plaintiff will bear the
burden of showing status as a competitor. A plaintiff with no demonstrable “Indian-
ness” will not be able to state a claim for false advertising, but courts judging such
claims will be free to determine whether a claimed Native American plaintiff has a

sufficiently strong showing of harm from imposters.

CONCLUSION

Commentators, claimants and courts all have been quick to conclude that
IACA creates affirmative, trademark-like rights in the use of “Native American” and
other terms. Yet if these rights do exist, they clash with the existing trademark system
on several levels. Further, an analysis of these words as they might be treated within

the trademark system demonstrates that trademark law does not provide consistent



protection and, in the case of “Indian” itself, provides no protection at all. By
changing focus from the vindication of affirmative rights to a focus on stopping fraud
and misrepresentation, however, a coherent alternative emerges. It’s time that we
dispensed with the trademark notion altogether and seek a more straightforward and
coherent legal doctrine under which to protect the Native American arts and crafts

industry, and the federal false advertising claim provides a much better legal fit.
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