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The Sunlight Incandescont Gas Lamp Company, Ld. v. The Incandescent
Gas Light Company, Ld., and others,

I¥ THE HicH COURT OF JUSTICE.--QUREEN'S BENCH DIVISION.
Before MRr. JUSTICE WILLS.
July 19th, 20th, 21st, 22nd, and 23rd, 1897,

THE SUNLIGHT INCANDESCENT GaAs LaMP CoOMPANY, LD. v. THE [NCAN-

DESCENT GA8 LicET COoMPANY, LD., AND OTHERS,

Patent.—Construction.—Anticipation.—Infringement.—Action dismissed.—
Costs.— Patents, &e. Act, 1883, Section 29 (6).

In 1886, a patent was granted fo R, for “ Improvemenis relating to the pro-
% duction of lght by the incandescence of vefractory malterinls.” The palent
was intended to meel the difficulty in the transmission of Welshach meinties
after ignition, and the Specification stated ¥ that the difficully might be overcome
“ by dipping the mantle after dgrition info o liguid which would thoroughly
“ menetraie the interstices of the material, and wowld afierwards sel fo such a
“ degree of hardness as fo protect the material from danger of breakage in
“ packing or handling, and which could afterwards be removed withoud
“ mechanical infury fo the mantles and without leaving any oljectionabie
“ pegidue.”” It then stated that a satisfactory method consisted in dipping fito
a hot solution of volatile hydrocarbon mized with paraffin wazx or paraffin
alone, and describedd the process for paralfin. Then it continued,  Other
“ malerials may be employed as long as they set hard at ordinary lempora-
“ tures, and &e. &e' The claims were (1) the trea/ment of the mantles after
ignition by immersion in o Nouid wrich will afferwards set and will hurn
away without prejudicial resulls to the mantles for the purposes set forth
(2) the use of paraffin substantially as described in the ireatment eclavined
under the first claim. An aclion for infringement having been brought on
this patent by the 8. Company against the 1. Company, alleging infringement
by the use of collodion with various solvents, the defences velied on at the trinl
were (1) that the Pateniees were not the true and first inventors, the invention
having been communicated to them by W.; (2) non-infringemeni ; (3) want of
wiility ; (4) want of novelty by reason of aniicipution by an {nvention of
Bright in the year 1848 for stiffening the wicks of lamps by dipping in waz,
and by the importation <nfo this country of Clamond’s magnesian beaskels
coated, for strengthening purposes, with dextrine or collodion, and the
subsequent burning of them; (8) expirvation of the potent by non-payment
af fees.

Held, that, according to the proper construction of the Specification, it did nof
claim any selting except that effecled by cooling ; thal the invention was nof
anficipated by Bright, and that the importation and buriing of Clamond’s
baskets, coated as mentivned, was nof a publication of Clamond’s process,
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although, if it had been, Clamond’s process would have conslituted an anticipa-
tion ; that the alleged communication of the invention by W. was not estab-
lished ; that wiility was established ; that the use of collodion was not an
infringement, since the selling of collodion is not by cooling but by evaporation.
The action was accordingly dismissed, the Defendants having given lo them the
general eosts of the action, but the Plaintiffs having the costs of the issue of
validity except as to its expiration. A Certificate of validily was granted,

Section 29 (sub-section 6) of the Patenls, &c. Act, 1883, does not lake away
the jurisdiction of the Court to give the costs of the issue of validity to an
unsuccessful Plainliff.

On the 1st of September 1886, Letters Patent (No. 11,161 of 1886) were
granted to Frederick Lawrence Rawson and William Stepney Rawson for
an invention *Improvemenis relating to the production of light by the
“ incandescence of refractory materials.”

The Complete Specification, ag amended (by leave of the Comptroller given
on the 18th of September 1895), was as follows :—*This invention relates to
“ improvements in the manufacture of mantles and apparatus connected with
“ the production of light by means of incandescence of refractory materials
“ known as the Welsbach Incandescence Light.

“ It-is-found—that—it-is-of -the-ubmest—importenoe that—the—mantlos-whiek
“ gre-to-be-rendered—incandesocent—by-the-Bunsen—burner-should-be-as-regular
“ gs-possible-in-their-eontonr—and-elso—shonld-be—slishtly-eontenl-in—shapese
“ as-to-aHow-the-flame-to-play—evenl-upon—theirsarface:

¢ Thieis-effected-by-stretehinc—them-apor—a—pletinum-mundril-previont—to
“ ignition-and-eftor-lighting- them from—above-and-slowing-them-to-smenlder
“ down-stowh-we-play-a-blowpipeflnme—us mwith graduelly tnoreastug
« foree-po-an-to-sompel-thembo-take the-exaetshiape-of-the-mandril-which-mey
“ be-previously-mounlded-to-any-desiredform-

¢ By -these-mesns-the-mantles-are-alse-raised-to-thein-foll-efficioney-at-onee
« whieh-would—otherwise—require—four—or—five—hours—burning-over—the—usual
“ Bunsenflamer

“ The—-mentles--having—thus—been-given-their—proper—shape—at—n—hizher
“ temperature—then theywil—afterwards—be-saised-to-are-less-—tikely-bo-lose
“ their-shepe-and-thepefore-their-efieieney:

“ Tho-platinam{oil-should-be-of Sust-suificient-thiekness—to—teep—its—shane
“ which-een-always be-renewed -bysmeoothing oub-upeon-e-former. —Theheat-of
 the-blow-pipe-will-in-this-wazbe- more-eastkept-up-and—not-tost—by-the
“ agoline-oftho—metal— Tho-mantlos—mur-be-stretched-and-treated—uapon-the
“ mandril-either-before-orafter-they-ave-attuched-to-tho-npright-which-supports
“ them-tn-thefiniehed-lomp: '

« Difficulty has been found heretofore in the transport of these mantles
“ without breakage and various methods have been proposed. This difficulty
“ may be overcome by dipping the mantle after ignition into a liguid which
« will thoroughly penstrate the peres interstices of the material and will after-
“ wards set to such a degree of hardness as to protect the material from danger
“ of breakage in packing or handling and which can afterwards be removed
“ without mechanical injury to the mantles or without leaving any objection-
“ able regidue.

“ We have found that a very satisfactory method consists in dipping the cone
“into a hot solution of volatile hydrocarbon mixed with paraffin wax or of
“ paraffin alone ; by this means the mantle is covered with a thin coating of
“ wax which becomes sufficiently hard on cooling to allow of packing and
“ handling without fear of breakage. The paraffin being capable of burning away
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* without any residue except carbon, which will always be burned completely
“away by the flame of the Bunsen burner. It is quite easy to ignite the
“ manile from the top previous to placing it into position over the burner
“ and allowing it to burn down, which it does somewhat after the fashion
“of a candle and leaves no residue prejudicial to the light giving properties
“ of the mantles.

“If preferred the mantle can be ignited when fixed in its position over the
“ burner before lighting the gas at th: mouth of the burner.

“ We prefer to use a high boiling point paraffin such as ozokerit and dip the
“ mantle into it while at a high temperature. By these means only a small
“ guantity is Isft on the mantle, but quite sufficient to protect it satisfactorily.

“ We may also afterwards suspend the dipped mauatles in a hot air bath and
“ remove all unnecessary paraffin which adheres between the meshes of the net,
“ this runag slowly to the bottom of the mantle where it can be taken off by
‘ absorption with blotting paper or by like means.

“ We find the following a sunitable plan for combining the paraffin with the
“ mantle, The paraffin is kept at a suitable temperature in a glass cylinder
“ resting in a metal cylinder closely fitting it and containing oil which can be
“ raised to a high temperature without giving off vapour,

* The mantle is then dipped into the paraffin and being slowly withdrawn the
“ greater part of the paratfin runs off and the only part holding an excess of
“ paraffin is the lower edge. This excess iz best removed by wiping with a
“ warm piece ef glaga down which the paraffin will run, While the lower edge
* ig still pliable and before the paraffin has hardened we find it advisable to
“ give the requisite shape to the mantle by carefully moulding it over the
¢ rounded end of z glass test tube of the right dimensions. Thus the mantle
“ aggumes a perfectly rounded ghape when the pamfﬁn gety hard.

“ We find that quite snfficient parafﬁn then remains in the pores infer s‘tices
“ of the netting to protect it from injary.

“ Wo-find-elso—this-method-of-treatment-to—be-of-sorviee in-the—preparation

“ pf-mantles-previons-to-iznition-but--after-they-have-been-improzauted—~fora
« deﬁm%—shﬁ?e—may—be—qveﬁ—ﬁhem—br—d&pﬁmﬂ%hem*whﬂe—eﬁeadeé—we%«&

“ former—and—weo--find—that-—-in- buening-the—-peratin—servos- the—purpese—of

hemnm—te%n—éh&t—bhme—méhe&%—dmém&e%eby—eﬂswwm
“ grmmetty-and-consequent-inerense-of—tight-whon—the-pantle- ts-g-laeed-eve#
“ the-baraer:

“ Other materiale may be employed as long as they set hard at ordinary
“ temperatures and burn away without mechanical destruction to the mantle
% and without leaving any residute which would injure the light giving properties
“ of the mantle, but we find that paraffin which can be obtained very pure is
“ the least sticky and leaves less residue than any of the others.

“ It also serves to protect the mantle from dunst, which is of great harm to it
“ for the dust which may adbere to the paraffin wax is entirely carried away
“ when the paraffin is burnt.

“ Instend-of-the-nenat-mode-of-attachment-by-suspending-the -mantle{from
¢ fwo—fixed—points-whick-silows— eélﬂe&ﬂ&ele}&ble—a*%emeﬁs--&ﬂd—-ee&seqaeat
“ danger-of-breakage-oi—the—mentle-it-is—preferred—to--abbash~it—to—three —op
“ meﬁe-pem%s—symmeme&%—p%&eed»—-p%&eeel—reﬁﬁd—&—m#_éa—-seeme—gfe&%eﬁ
19 £ 2

“ &Uemeﬁfeet—%hﬂ«e&s&y+ul&$m&mqwﬁeﬁs—mﬂeﬁed—mmh—ﬁhe—ﬂele

“ airele-of-a—thick hemat-the-top-of-the-mantledenvine-the-ends—free—so -au—to
“ formene—abtachment—end—two—or—more—obher—plotinnm—wires—are—passed
“ ponnd-thisrine-of plotinam-wwire-so-as-toform-the-obher-attnehmeonts;-tn-this

* way-po-steedros-pri-npon-the-feasilo-sabstunec-of the muntle:

1665 5mm2 303
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“ %MW%MM@&H—@M slotted-—on-ite
¥ npper-side-with-threesr-more—paies-of--slobs—slose—tozether—and sy mmebri-
e&%—ﬁmdmd%ewwd—mde—e&ewh—t&-&dmﬁ—%he%wes—bm&teé
“ together:
“ %ese-wes-&i*&--p&ssed—m%e -one-tlob-then-ronnd—the-rins-sapport-and-over
“ agnin-threwch-the-other-slot-after-whieh--the-wires-mayr-be-cat-Sush-with-the
“ euts&de—%mg;wﬁhe&t—fe&w—&%em—&ad—s&—&—m --attachment—is

“ pee&ﬁen—ef—the—m&n%le—

sipport-{or-the-ehimuer-sarries-a—serow-attashment-for-the

“ w&&appe&#eﬂ%he—m&&&e%é—%&mmie&ed—te-m&ke—th&s—&tmehmeﬂ%

G E%&Wé%&lﬁﬂﬂ%&%ﬁ%&ﬂ%&%&%eﬂ%&am
 the-mantle- in-addition-to-the -ashel-vertionl movement-so—as—to-—onuse -the
¢ lottor-to—heng-exactlvertioally-over-tho--buraer-withont-bending-the-wire
“ suppert—This-meyr-bhe-done-bystpmpinga-vieee-of- b?&%kpl-ﬁ%&-—l—&(&e—-smﬂ

* sorrngations-elose-to-each-other-andtarae ocnoush-to-reccive-the-wire-sapporh

“ eﬂ&eﬂé—ef—the—p}&%e—bana—me%ted te—ene—eﬁ—the—maﬂe%y—s&;apms-aﬁd-’ahe
ﬁ%&ﬁﬁ&?&-—ﬁﬂ—theve%heﬁeﬂd-—bemm— regateted—byr-a—thamb—sorew——The—wize

—inserted-into-that semi- eirerlar-corrasation whickh cpablesthe
m&nﬂe—#&——hﬁﬂﬂ;e*&eﬂﬁ—m—the-ﬂ%—peﬁﬂea——%e—sﬁvmu—ef the—plate
W%W“%&M-—%%—MB—M%

“ sarew—isloesened—which-wonltdJead—e-the-breakase—of the mantle—on-the
“ top-of the-burner:

# The-usunl-gaHeryis-dispensed-with-on-pecount-of Hs-interforence-with-the

“ Heht-tmmediatelr-below-the burner-and-a-sapport-of asskelebon-a-nature s

it possible-is-emplered-

“ W e-find-the—pastbion—of—the—ehimuer—to—be-—of——srest—importanes—and
it whereas—it-hoas—-been-the sustom-to-plaee-ibso-that its—lewer-edze-is—one—or
% two-inehes-below-the-tep-ef- the-burner-the- gallery-shonld--be-sonstrueted-so
“ thet—the—ohimner—ie—sapported—with—ite—edee—Hush—swith—the—top—ef—the

“ Phis-inereases-the-temperatare-of—the—burner-so-that-an—inerease-of{rom

% it is-hish-but-in-sll-cases-a-substentinl nerense-takes—place:

“ Wo-prefer—to-nse-below-the—ehimper—s—glnss—ring—separated- from--the

“ ghimnoy-br-about—Lth-of-en—ineh— FThis-ring—does-nob-interfore—with-the

kﬁh&—&ﬂd—-p%&%ﬂ%s—-&aj-*&ee&éeﬁ%&l—&ae%we—eﬁth&m&uﬁe- by--matehes—or

%&f&m—b@mﬂ—p&ﬁhed—ag&mst—}t-m—the%et—eﬁ—hwh%mm&h&la

Js-perforated- wibh-holes-of a-snitable

Hae—te—&llew%he—ﬂ&meef—a—-m&teh -gP--tasor—-bo—tenite—the-lempwithout—the
“ peeessibi—ot-pashine-it-far-enonszh-to-endanyzerthe-mantle:

i The burner-has-aomnll-pin-inserted—just-above-the-sheulder—upon-whieh
“ the-gatlery-rests-and-a-slot-ie-out-in—the—ring—in-the—gollery—eneireling—the

¢ burner-80-thet-bya-soeb-of-bayonetjeint-the-burner-end-zellerean-be-fiemly
“ loeked-together-and-thus-cusare-a-firm-suapport-forthe—glass—work-above—as
“ well—&s—mdx%y-m—p&ekfﬂn—feﬂmvelhn&

¢ Ag-it—is—very—important—that—the—Hameshould dssne—exaetly vertieally

¢ from-the-burner-and—as—t—iv—foand—that—a—eonsiderable—proportion—-of—gas
“ fgtines-nre-so-eonstneted-that—whenthe burneris—serewed—upon-the-nipple
¥ itis-not-exae ortiaal-and-therefore—onases—the—Hame toissue—atherwise
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“ Shun-vertienllyr-it-is—preferred-to-attach-to-the-gas-nipple-a—ball- and-seeket

% er-other form—of-joint—which--ean- be—éa-med—se—-th&%—iéanmpple—is—e&&eﬂf

“ yerbioal — ib-is-then-fiemly-serewed-into-this-pesition—nnd the—burner-with-its
“ muntle-sad-glass—work-is-serewed-on-to-thisnivple instead of the originel-gas
i W%M&ﬁ%&iﬁ%%ﬁh%w%ﬂﬁ%%
“ falle +

“ Apy--subsequent--movement-of—the—sas--bracket—or—arm-—-ean—beteasily
“ aorreeted--by-looseningthe--serew—of-tho-jeint-and resettine -the-apperatis
“ vertieally:

“ %‘—‘eijlz;m-neysét—iswfewed—t&-ase—#h&t—is—eaﬂed—fmsted—ﬁ&ss—&&«bei&g
“ the-hest-adapted-to-diffuse-and-modify the-intense-licht with-a-minimnm—of
“ ahsorpricn——The--redection—from—the—baek—of the--ehimner—targely—eom-
% vensetesior-the-abserption-in-front-so—thet—thetotal Joss—does—not—execed
% U-lh-persent-of-the lizhb-passinz-throngzh a-slain-oless-ohimnpey.

“ DESCRIPTION O THE- DRAWINGS:

“ Higure-i-ie-a-sectionel-elevation-of-the-gatlerysupporting-the-ehimnoy-the

“ latter-restingwpon-threa—serewsA-A-in-sach-a-mennerthat-its-lower—edge
« ig-Level-with—the-sop—of-the— bme&—-B—-&s—éh&—u}&s&—H&‘L—a&d—v&Hhe
“ Ekeletﬂﬂ—eeﬁ&bhfeﬂﬂh-’ﬁ-h-keh %he—l&mp—is—pfe{-'embly—h¢hted-

H F«}“a-se-—l-—m—ar—seeﬂeﬁ -on—the—tine-X—X—Fisare—-showinz-ene-—spring

helde%—l&—fe%—%he%p%wht—&np—e%—eﬁ-the—mnt—le—-—@iﬂs holder-is-tightened-on
¢ thenorisht-by-memns-of-the-sererwI — ‘—‘-is-bhe-—}m-wh}eh--eﬂk-—te*e%hef-#he

¢ buener-and-satlery—while-Gis-the- alet—éh—ye&mkbwhieh-%he—‘pi&-ﬁaases-whea—%he
“ gpllerr-is-shpped-on-bo-the-barper:

“ E}%Shﬁ%—&ﬁ%hH&%hﬁd—ﬁf—f&%ﬂiﬂ“—%hH?fﬁ“——hﬂHeP%h
“ eorrpgations-a-the-sprinz-plate-D-ro-as-to-allow-of-horizontal-adjustment-of
“ %he—apﬂmhé-

“ Eisupe-4—shows-a-bell-end-seeket-joint—{or—supportiuz—the—baraer—The
“ burner-is-serewed-on—to-the-bhread-H. —The- thread-J-mey-be-of-any-suitable

“ m -on-exigtine fttings:
“ f—K—w%h—a.—hele—m-the—eeﬂ%fe—thfeﬂxh-whieh—the -Za6-pastesis
pl-&eed—betweeﬂ—the—b&l%&ad%he-seeket -66- th&t—byﬁah‘ﬁemﬂx-the—seyew-ef—the
i5-prede-trbo-oherigid-eapportfor- thednm p-the-moveable ball

L ﬁesaaa-bemg—se%-&t-&aj-—feqaﬁed—aﬂa}e—mth —the—lower—part—to—ensarethe

35

0

45

“ burper-betag-vertion

“ To- we*d—%he—-hkehheeé—ef—%he—meveme&%—ef—%he—b&# b3 Jower—sarinee s
“ graoved-so-thab-the-sompression-ef-the-eap-may-ennse-th-to-hold-more-firmly

“ to-the-washer-whieh-punetratos-the-rosesses-of-the-groaves:

¢ Fisure-b-is-e-vertiopl-seetion end—Yigure-§-is-a-plan-showing fo-twice-the
¥ pwbrral-sesle-bire-arrengementstor—attashins—the—mentle—bo--the-top-of-the
¢ support-- M is-the-ring to.which the hood-is attashed —Its—ends are twisted

M&&bhemtﬁiﬁ&&m—&&mmd—hﬁaﬂwe&&m
6 Hﬂug—%ﬁﬁn&%ﬂ%ﬁeaﬁsmm—wﬁ&é—_@m&sep&m&m

“ geeuved-in-t-strHar-wors

“ Having now partlcularly deseribed and ascertained the nature of -our sa.1d
# jnvention and In what manner the same ig to be performed we declare that
“ what we claim is :—

¥ 1—The-mmethod—of—treating—the—mentles—of refrastory muterials-with—a
“ blow-pipe-leme-sabstontioty-as-deseribed
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“ 9. 1, The treatment of the mantles after ignition by immersion in a liquid

* which will afterwards sét and will burn away without prejudicial results to
the mantles for the purposes set forth.

“ 3. 2. The use of paraffin substantially as described in the treatment claimed
under the seeend first claim,

“ 4 The-process of-shuarinz—the—mentles--before—ignition—byimmersion—n
“ —&mﬁw-e#-ethet-iqmd wh;ehq»}ll-&ﬁewa*ds—se%—&a-bsmnﬂ&ll—-&s—deaeﬂ%ed—
% 5 The—method-of—attachment-of the-—mentle-to—the- H‘%Hmh%—ﬂﬁ-)?%ﬁ-ﬂ&b—
“ staptinlly-ne-deseribed:

“ 6—The—method- et—f&ﬁtehmm—she—ﬁnﬁ%-te—%he—m&u%y-s&bsé&ﬂm#y—&s
“ desertheds

¢ F-The-eombination--of-a- abamep—ef—this—el&ssrw*th—a.—ual-}er—y -sheh-as-with
# saﬂrm% -the-chimper- se—th&t»i#s—}e%ev—end—}s—a%m&teh—&t—ehe-sm&—leve}
“ ga-the-torof-the barner-sabstertintlas-deseribed:

« & The-methed-ci-attachment of-the-zellery-to-the-burner substentially-as
deserthed:

“ 0:—The—use-ef-a—bell-and-secket—or—other—adjustablejoint-te-earr - tho -

“ burper—se %&HFBWG&MS%&W%M—FG%M&E&B&&HT-&S
“ degeribed:"

On the 1lth of November 1895, The Sunlight Incandescent Gas Lamp
Company, Ld., in whom the said Leiters Patent were alleged to have become
vested, commenced an action in the Chancery Division of the High Court,
which was subsequently transferred to the Queen’s Bench Division, against The
Incandescent Gas Light Company, Ld., and Julius Moeller, George de la Poer
Beresfurd, Charles Jones, Fred Willicans, and E. Pemberton Pigott, {or
infringement of the said Letters Patent, claiming the ususl relief. The
Plaintiffs, by their Statement of Claim, alleged (1) that they were the registered
proprietors of the said Letters Patent of which the said F. L, Rrwson and
W. S. Rawson were the first and true inventors; (2) the amendment of the
Complete Specification ; {3) that the said Letters Patent were good and :
valid ; (4) that the Defendant Company was registered in England, and that the
Defendant J. Moeller was mapaging director and the other Defendants were
directors of the Defendant Company ; and (5) that the Defendants had infringed
the said Letiers Patent in the manner set forth in the Particulars of Breaches.
The Particulars of Breaches allezed that the Delendant Company and the
Defendant J. Moeller had infringed the said Letters Patent by manufacturing,
using, selling, and offering for sale mantles for incandescent gas lighting
treated after ignition by immersion in a liquid which would afterwards set and
burn away without prejudicial results to the mantles, for the purposes set forth
in the Complete Specification of the sald Letters Patent, and in infringement
of the first claim thereof as amended ; and, in particuiar, alleged the sale of
twelve mantles by the Defendant Company on or about the 15th of November
1895, which had been treated in the manner set forth, and alleged infringe-
ment by the Defendants other 1han the Company by ordering or causing to be
manufactured, soId or offered for sale by the Defendant Company such mantles
as aforesaid.

“The Defendants, b} their Amended Defence, alleged (1) that the Plamtlﬂ"s
were uot the proprietors of the said Letters Patent; (2) thatthe said Letters
Patent were the property of the ‘Defendant Companywthe- Defendants in proof -
thereof referred to paragrapir ¥ of an agreement, of the 31st of March 1884,
Letween The Welsbach Ineandescent Light Company, Ld. (the predecessorsin
title of the Defendant Company), of the one-part and O. K. Woodhouse and
F. L. Rawson of the other part, and to an agreement between the same parties
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cancelling the said agreement, and dated the lst of January 1887 ; (3) non-
infringement ; {4) that the said F. L. Rawson and W. 8. Rawsor were net, nor
wag either of them, the first and fzun inventors of the said alleged invention;
{5) want of novelty; (6) want of proper subject-matter; (7) want of utility ;
(%) that the final Specification described an invention larger than and different
to that deseribed in the Provisional Specification ; (9) that the final Specification
did not sufficiently describe the nature of the said alleged invention, nor the
manner in which it was to be performed ; (10} the determination of the said
Letters Patent on the Ist of September 1896, by non-payment of fees. By their
Particulars of Objections, as re-amended, the Defendants stated the following
objections :—(1) That the said F. L. Rawson and W. 8. Rawson were not, nor
wag either of them, the first and true inventors of the said alleged invention ;
{2) that the said alleged invention was not new, and had been published prior
to the date of the said patent by the deposit in the Patent Office of the Specifi-
cations of the following patents :—Biright, No. 12,305 of 1848, page 3, lineg 24
to 30 ; Ifmray, No. 2110 of 1880, page 2, lines 32 to 86, page 4, lines 49 to 32;
Imray, No. 2300 of 1882, page 2, lines 2) to 28 ; and had also been published
prior to the date of the said patent—(A) By the public use of paraffin wax and
shellac for the stiffening of incandescent mantles after the method described
in the Bpecification of the said patent by the Defendant Fred Witliams in the
month of August 1886 at 6, Jeffrey Square, in the City of London ; (B) by the
importation into this realm by The Welsbach Incandescent Light Company, Ld.,
from Austria, in the months of June, July, and August 15386, of mantles for
incandescent gas lighting stiffened and strengthened by (1) a coating of
collodion, (2} a coating of shellac, (3) a coating of caoutchoue, and by the public
nger of mantles so stiffened and strengthened by the said Welsbach Incan-
descence Light Company, Ld.,.during the said months : (C) by the exhibition
and full degeription of the said mantles referred to in paragraph (B) by one
Ferdinand Sattler at 6, Jeffrey Square, St. Mary Axe, E.C., the premises of The
Welsbach fncandescent Light Company, Ld., in the month of Auogust 1886 ;
(DY by the introduction into this conntry by the Defendant Frederick
Williams, and by the posscssion here by the sald Frederick Williams and The
Welsback Incandescent Company, Ld., of mantles burned off and toughened in
the month of February 1886 ; (1) appliances of the nature of hoods or mantles
for wse i producing light by incandescence were manufactered by Charles
Clamond, of Parig, at Paris, and were continuously, from the year 1882 down
to the date of the Plaintiffs’ patent, strengthened by being coated with (a)
collodion, (b) dextrine, (¢) stearine. Such appliances in the nature of hoods or
mantles so strengthened were imported intothisrealm byand on behalf of Charies
Clamond by Louis Gudman, by Golfier, Servier, and by the French Clamond
Company, and by Gerson Trier, and publicly exhibited, explained, burnt off, and
nged at {«) The Gaa Exhibition, held at the Crystal Palace, Sydenham, in the years
1882-3, (3) in the months of June July,and August, 1886,at 34, Bastcheap,in the City
of London, by Puggard and Galschiol and others; (y) in the months of June,
July, and August, 1836, at 34, Eastcheap, in the City of London, at the premises
of Gerson Trier; (3)in the winter of 1883-84 at the officen of The (Feneral
Gas Heoting and Lighting Apparatus Company, 66, St. Paul Street, London, N. ;
(séi in the months of May, June, July, August, and September, 1883, at the old
offices of The Souih Metropolitan Gas Company, Surrey Canal Bridge, 0ld
Kent Road ; (¢) in-the months of June, July, and August, 1886, at 153, Cannon
Street, in the City of London, at the premises of Henry Green and Sons.
The said alleged invention had zlso been published in this realm by the public
general use of paraffin wax and other similar substances for the stiffening of
cotton for use in lamps and for the stiffening of other fabrics ; (3) alleged want
of subject-matter ; {4) alleged want of utility; (5) the final Specification
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of the said alleged invention, as disclaimed, described one larger than
und different to that described in the Provisional Specification; (6) the
final 8pecification did not, if the first clause of the amended Specification
covered the method of stiffening mantles used by the Defendants, sufficiently
describe the nature of the same or the manner in which the same was te be
performed.

In an affidavit made by Julius Moeller on an interlocutory motion for un
injunction, he said :—¢ Shortly after the date of the said patent a process of
“ gtrengthening incandescent mantles was invented in Vienmna, which consisted
“ of obtaining a strengthening fabric of nitrocellulose upon and between the
“ fibres of the mantle, and this iz the process and the only process which has
“ heen used by the Defendant Company.” In answer to interrogatories, he
stated, “ The process of strengthening incandescent mantles, referred to in the
“said affidavit, consists in dipping the mantles after ignition inte a cold
“ golution composed of a wixture of soluble gancotton, acetone, absolute
“ alcohol, ether, Canada balsam, and methylated spivits. The superfluous
“ Liquid is allowed to drain off the maniles as they are lifted out of the liquid,
¢ and -the mantles are subsequently dried in a hot-air bath.”

The ninth paragraph of the agreement of the 31st March 18¢6, referred to
in the Defenee, was as follows :—** The contractors shall be at liberty to patent
“in their own name all improvements invented by ithe contractors or their
% workmen. in the apparatus, appliances, and materials for the production of the
# gaid incandescence light during the existence of this agreement, and shall, if
“ called upon during that period by the Company, grant licences to the
% Clorapany to manufacture, use, or sell the apparatus, appliances, or maerials
“ govered by such putents, receiving for such licences a royalty from the
“ Company of 10 per cent. upon the price of each article made under or in
¢ accordance with any such improvements &c.”

The agreement was cancelled on the lst of January 1887,

The passage from Bright's Specification relied on in the Parliculars of
Objections was asg follows :—* Sometimes I stiffen the woven wicks of the
“ ordinary manufacture by inserting into them paper cases, formed as aforesaid
“ and gnmmed on the outside, or by dipping them (not partially but wholly)
* in wax, or in any other suitable stiffening matter. I am aware that flat and
“ golid round wicks have been before stiffened throughout, but hollow cylin-
& drical wicks, such as those required for argand lamps, have never, to the
“ hegt of my knowledge, been before manufactured in a stiffened state ready
* for use.”

This was the trial of the action.

Bousfield, Q.C., Roger Wallace, Q.C., and C. E. E. Jenkinsg, Q.C. (instructed
by Maddisons) appeared for the Plaintiffs; Mowlton, Q.C., Terrell, Q.C,
and 4. J. Walter (instructed by Faithfull and Owen) appeared for the
Defendants.

Bousfield, Q.C., for the Plaintiff's, after stating the nature of the action.—
Your Lordship will huve in your recollection two prior cases tried before you
in reference to incandescent mantles.® The first patent of importance in
incandescent lighting was Welshach's patent of 1835, which was shortly
foliowed by his second patent. In 1885, Welshach was engaged in pushing the
invention in this couniry. in partnership with a Mr. Williams. Then The
Welsbach Incandescent Gas Light Company was started. 1t met with great
practical difficulties, one of the chief being the difficulty of transporting the

* NorE—The e were The Incandescent Gus Light Cempuny, Ld. v. The Do Mare Ineandeseent
Gas Light System, Ld., and the same v. Phe Sualight Incandescent Gas Lamp Co., Ld., reported
in 13 R.P.C., pages 301, 355, and 333 respectively.
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mantles owing to their brittleness. The patent of 1885 stopped at the unburnt-
off mantle, and the only direction was to place it on the burner and light it.
They had to send people round to the houses to burn off the manties. On the
3lst of March 1880, the Company entered into an agreement with Woodhouse
and Rawson, under which they were to make experiments for perfecting the
invention. F. L. Kawson was » partner, and was assisted in his experiments
by W. 8. Rawson. They are the Patentees. Whoodhouse and Rawson were to
have the sole right of manufacturing mantles and of taking out patents for
improvements which they might make. The Company were to have the right
of using them on paying a certain voyalty. It is alleged that the invention
was anficipated, and that Williams was the true and first inventor., The
method now employed with the mantles is to dip them, after burning off, in a
golution which sets, o as to make them more or less elastic and transportable
bodies, When they are lit the stuff in which (hey are dipped burnu off, and
leaves the mantle ready for use. Welsbach and others were working round
this subject before the Rawsons found the solution of the difficulty. The
whole invention is contained in the ¥rovisional Specification in the paragraph
beginning *¢ Difficulty has been found, & 7 In working it out, they found
that paraffin, or a solution ef it, in a hydrocarbon was the best method, and we
have the broad claim for dipping into a liguid which will penetrate and set, and
the narrow one for dipping into paraffin. The Defendantis use collodion, but that
exactly answers the description. Coming to the defences, the first defence isthat
the Plaintiffsare not proprietors. [Mowlfon, Q.C.—Astothat I shall nottroubleyou.]
Then the Defendants, in answer ®to interrogatories, have get up that Willigms
was the first and true inventor. The fact that the patent has expired by reason
of non-payment of fees does noi affect the claim to royalties on the
mantles that have been made, which under the agreement are 10 per cent., or,
ab any rate, to an account up to that time. The Defendants were entitled to it
on those terms, and the claim back from September 1896 for some years would
be very large. [The agreement of the 31st of March 1896 was then referred
to.] In the beginning of 1887 this agreement was cancelled, and a new incan-
descent company formed, which did not succeed. In 1892 a committee, of
which Rawson was one, was appointed, and they drew up a scheme of
re-construction, which was carried out. Ahbout 1892 Woodkouse and Bawson,
then the owners of the patent, went into liquidation, and the liguidator, in
1893, applied for leave to bring an action on the paitent against the Welsbach
Company, but leave was refused. The patent was then purchased by F. L.
Rawson, and was ultimately sold to the Plaintiffa, In Avgust 1886, the Eawsons
were working under this agreement. On the lst of September 1888, they
applied for the patent. They were working in communication with Williams,
who was managing director of the Company. It is contended, that on the
cancellation of the agreement the patent somehow became the property of the
Defendants. I am unable to suggest how that can be. [Moulton, Q.C.—I will
not say that it is immaterial, but it is not our defence.] Then the alleged
anticipations are not serious. I shall not treat them ag serions at present.
Coming to the patent, it is said that the invention is not in the Provigional
Specification, but it is there described at page 1, lines 21 to 26, in an absolutely
gatisfactory manner.® The hot air bath is of some importance, as the Defendants
follow us in that. The Complete Specification ig at the commencement the same
.ag the Provisional. [Specification read.] Paraffin is soluble in volatile hydro-
carbon. If you dissolve paraffin in benzine, for example, you can mix those
things in any proportion ; but supposing you had, for instance, one of puraffin
and one of benzine at & temperature of 70 or 80 degrees, that wounld be 2

* This paragraph is repeated in the Complete Speoification, aniep. 6565, 1. 41,
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clear golution. Tf you let it fall to 40 or 30 degrees (the figures are only
illnstrative), you would have a flocculent mass of paraffin floating about in if.
The result differs from a clear fluid to a solid according to the proportions.
[ Welsbach mantles burnt off and dipped in a solution of paraffin in benzine
were then produced, and afterwards lit.] 1t is sufficiently strong for transit.
You can do it in various ways. You can take a solution of dextrine and water,
or ghellae, or an india-rubber solution, or beeswax, or spermacetti, or a large
number of things of that sort ; you can dissclve in a hydrocarbon like benzine
or benzoline, or you can take such solvents as ether or acetone, or things of
that kind. What has turned out to be the best in practice, and what both the
Plaintiffs and Defendants use, ig sargical collodion. It does not matier, to our
case, that collodion is better, but the invention is summed up in the passage 1
read. You are to dip this mantle into a lignid which wili set hard at ordinary
temperatures, and burn away without mechanical destronetion to the mantle,
and without leaving any residue which would injure its light-giving properties.
If it is desired, [ will put one of the Eawsons into the box on the question of the
true inventor ; but I leave it to the other side to make their case that Williams
wag the inventor, and that the patent was anticipated. Some of the Particulars
of Objections are only given by recent amendments. [2{A),(B), (C) were then
read.] Williams was managing director of the Company, but now he says
that he publicly used things which everybody must have known the Company
would want to take out a patent for, 1f is a case that needs explanation.

The following witnesses were then called for the Plaintiffs:—Dr. Otfo
Hehner, Sir William Crookes, Professor Vividn Lewes, and W. 8. Rawson,

Moulton, Q.C., for the Defendants.—We do not object to the invention
claimed in Claim 2, because if the question were about it we should not be here.
I do not say it is good. It has so little utility that it has never been used ; but
our case is that, if the first claim is to be treated as a broad claim for treating
mantles by something which is in a fiuid state when the mantles are heated,
and then becomes hard, toughening and stiffening the mantles, and which can
be burnt off without injuring the mantles, it has every possible fault.
{WILLS, J.-—-Is not the question whether this is a patent for an essentially novel
conception, showing one way how to do it ?] That is the first answer to the
patent—that it is not of {hat nature; but there is the further answer that,
if it ig to be taken in that breadth, it was not novel; also it would fail for
want of utility and for want of sufficient dirvections as to what would do or
what would not do. [WILLS, J.—Is that not necessarily the case with a patent
of that description ?] I do not think the law has gone so far as that, bhut I
say that, on a fair reading of the Specification, that is not its meaning. The object
was a known object, which had been attained before by means of a class of
subsianceg indicated in the Specification and of the type of the paraffins. If
confined to that, we have never infringed. Before 1 go to the documents, I
will state what the public knowledge was at the date of the patent. Of course,
stiffening things by dipping into fluids was common ; but Bright, in 1848, gave
a way of stiffening wicks for transit by dipping into melted wax. Of course,
I do not say Bright was thinking of incandescence. [WILLS, J.—Ido notthink
the thing necessarily has anything to do with incandescence. There is a very
vaiuable and frail thing, and he is seeking to make it portable.] That i really
it, but you must stiffen with something that will not interfere with the sub-
sequent use. Bright was a direct user of the same broad general idea. Then,
in the two fmray inventions, communicated by Clamond, the idea is to put a
thing into a combustible case, so the idea of strengthening by something which
burnt away was not novel. Then we shall prove (lamond made and sent to
England to an exhibition at the Crystal Palace his delicate magnesian bapkets
dipped into a solution of dextrine, and also into stearine, and also inlo
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collodion, and they were burnt off in user here. The Specification must be
read in the light of this knowledge. We shall also show that Dr. Welsbuch, in
Austria, had been experimenting on methods of preserving by dipping into
fluids, and I will show that this was hrought to the knowledge of one of the
inventors. The idea was not novel ; what was wanted was something that
would work practically. If you send oul the mantles unburnt, there are a
certain number of breakages in burning off by unskilled persons; unless the
number of breakages in transport is less than the nnmber of such breakages,
there is no sufficient utility ay a commercial thing. What was found out by
the Rawsons was worse than what Dr, Welsbach had suggested, The idea, if it
were a patentable one, was imported by Williams. Then, referring to the
Specification, the idea is that of nsing a fasible wax-like substance ; there is
no suggestion of setting by evaporation or otherwise than by cooling. They
say, “a hot golution of volatile hydrocarbon mixed with paraffin wax.” My
evidence will be that paraffin wax may be softened by being melted with a
certain proportion of volatile hydrocarbon, That will set on cooling. “A hot
“golution " shows that melting was intended. It must be a small quantity of
hydrocarbon with a larger quantity of the paraffin wax. No one would ever
think of getting rid of a volatile hydrocarbon by cooling ; in order to separate
the series you have to heat. No one would say that the hydrocarbon would
go off on cooling ; the Patentees meant something, whether the paraffin alone
or the mixture, which sets on cooling. The high-boiling point paraffin meant
% paraffin that was very hard when cooled. The hot-air bath iz to keep it flnid.
It it were a question of evaporation, the hot air would make it set. Then the
other materials which may be employed must “set hard at ordinary tem-
“ peratures.” In the claim, the “liguid which will afterwards set”™ must
be read with that enlarging paragraph, which says “set hard at ordinary tempera-
tures.” Therefore, they mean something which can be melted, but which,
when allowed to cool, sets, Then let us see what the Patentees’ dutiesare. The
Patentees have shown a method of using a well-known class of substances, but it
is said they included all substances which, for whatever cause, get; it may bhe
by evaporation, by dipping into another liquid, or in many ways. What
knowledge have they given to the public to enable them to use these other
substances ? 'The successful one i quite outside their type. No further infor-
mation is required if it is 4 mere question of melting; but, if not, it iz a
guestion of the idiogyncracies of all the different flnids. For instance, gelatine
will not do ; it breaks up the mantle in burning off. It might be made to do,
but that is experiment and invention. Take also collodion; in drying, the
mantle shrivels up and is rendered uselegs. If it be a question of strength, it
is a question of experiment, Bir William Crookes says he would add castor-oil
to make it flexible. How are the public to know that flexibility is required to
counteract the contraction? It is only after long experiment that we have
found a fluid of practical value., They say they like paraffin because it is less
sticky ; we have succeeded with collodion with acetone in if, and adding
(Canada balsam, which is very sticky. There is a clear and satisfactory inter-
pretation of the patent with sufficient directions for it. Why should one
include all these things which require experiment? They introduce a new
class of difficulties which they have not touched. if Claim 7 i to be supported,
it must refer to things of the type of paraffin or paraffin waz. If it be extended
beyond that, you are going inte realms in which the inventors made no
discovery, and into an invention in the use of which they never succeeded ;
and it is saying merely “I claim that which succeeds,” defining it, not by
anything which can be recognised without experiment, but by the results of
experiment. Bright only differs in that his invention was applied to wicks
instead of mantles, /laewson’s evidence establighed publication by himself in
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his works by showing these things when they were disecovered. | Bousfield, Q.C.—
You will have to amend to bring that forward.] No; the Defendants are
entitled to rely on any admission by the Patentee ; Germ Milling Company,
Ld. v. Bobinson, 3 R.P.C. 254 and 599,

The following witnesses were then called for the Defendants :—Professor.

Dewar, Messrs. Ballontyne, Clamond, H. Talbot, A. Turpin, L. Gudman,
G. Trier, D, J, Williams, W, J. Muore, ¥, Williams, J. Imray, J. Swinburne,
J. Moeller, K, Nioustaedt, L. Golfier, and C. Potlier,

¥, L. Rawson was also called for the Plaintiffs io give rebuiting evidence,
and for the same purpese W. S. Rawson was recalled.

Morulton, Q.C.—1 start by going to Bright’s Specifications, which describes the
method of stiffening woven wicks and sending them about in such a way that
they might not lose their shape—stiffening them by dipping them in wax,
That was in 1348, Bright's was not a paper anticipation, but the evidence
shows that it was habitually used. Therefore, the idea of stiffening by dipping
into a substance which was easily fusible and became fluid, even for things in
which the stiffening was afterwards burnt out, wag old. The patent is an
application of the same device for the same purpose, namely, to prevent
deformation in transit. I am not driven to say that there was no invention in
stiffening mantles. To get a fluid to do for mantles may be the subject of
invention—that is, the selection of that which will give success in the new
cireumustances. But there was no novelty in the general idea of choosing for
stiffening a fusible gabstance that was combustible. Next I come to Clamond,
who invenied the ingenious magnesian bhasket. He first tried paper cases, and
then strengthening by dipping into a combustible fluid. He used dexirine and
collodion. The evidence shows that from 1882 to 1886 he was sending into
England baskets so strengthened. [The evidence of Clamond, Talbot, Golfier,
and Potfier was then referred to.] [Bousfield, Q.C.—1It is not contested that
Clamand dipped these things in France, and some were gent here,] Then the
description is, that there was in burning a little smoke, and then an incan-
descent light, 'We have, therefore, got the user of this invention in England ;
Neilson v. Belts, LR. 5 H.L. 1, and Goodeve, page 52. Suppuae a person took
out a patent for dipping Clamond baskeis in dextrine or collodion, he would
restrain Clamond from doing what he had done; but there is no sounder
principle in patent law than that no man can, by a patent, take away from a
person the right to conlinue what he has been doing. If this be shown to be
the effect, the patent must ¢psv facto be bad. Tt was not merely in an experi-
mental ptage, but was perfected. (larmond was using the invention in England
for the purpose of his business. Sending articles made aeccording to a patented
process into Kngland is wser in England. FEilmslie v. Boursier, LR, % Eq. 217,
and Von Heyden v. Neustadf, L.R. 14 Ch.D. 230, have established that, In
Neilson v. Befts, it was a question of infringement by uger in England. Here
the function was protection during transport with capability of being burni off,
go there was user of the invention throughout. It is met a question of
publication, but of public use. There may be public use of the invention even
if there i8 a secret process. I have got two prior users, Bright and Clamond ; it
is impossible to say the general idea could be novel. Then did the Patentees
ever claim such a thing as the general right to stiffen by dipping into a fluid ?
I have to deal now with the constrnction of the Specification. This case is exactly
like The Automatic Weighing Machine v. Knaght, 6 R.P.C. 297, 1i was there
keld you could not claim a machine by its function, and, since machines worked
by the penny in the slot were known before, you could not generally claim
weighing machines by that, or claim the whole of a type because you werse the
inventor of one of that type. Just so here. The strangthening of things by

dipping is old. They want to do it to mantles; they cannot claim every.
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method of doing it. [WILLS, J—They thought they had a new idea and
claimed everything, on the view that they showed one way of doing itand were
entitled to the whole of it.] The thing does not depend on incandescence,
gimply on its being a fragile body. The real faet is, they did not know of
Bright or Clamond. If the patent includes us, there is not novelty, and the
patent is bad. Nothing but the broad claim can help the Patentees on the question
of infringement. With usthe liquid never sets. We have a thing which always
remaing lignid until one of the constituents passes away, when it leaves a
toughened flexible residue. 'They must say that anything which will ieave a
strengthening layer is within their claim, As another defence, we could insist
on a more limited construction of the Specification. What the Patentees were
thinking of was using substances solid at ordinary temperatures. Onr stuff
ie not solid at ordinary tomperatures, and enly becomes solid when the liguid
pagses away. The means they use to keep the material soft would, if evapo-
ration were relied on, make it hard, I snbmit that, on the construction, they
are confined to liguids which set on ecooling. Coming back to Claim 1, if it
receives the broad interpretation it is bad, because they never invented
anything but the use of paraffin. No one could tell what liquid would
succeed, or what solution wounld do. Collodion would not do, and there is no
knowledge disclosed by the Specification as to how to make it do. Hxperiment
wag necessary before getting to the invention. There is no direction enabling a
person to use the invention except in the case of fusible things which set hard
on cooling. The Specification casts on the public the burden of experiment,
and is bad ; Rex v. Wheeler, 2 B. and Ald. 345. Tnless there iz a practicaliy
puccessful way, there is no real utility. Paraffin has never been used. Welshach had
the idea ; in 1880, he wag experimenting to find something practically useful.
Williams told Paget of this invention before the date of the patent, and he
certainly was not wrong in telling anything he got from Welsbach. The
communication, not confidential, by a man in England to another prevents a
patent being taken out. [Bousfield, Q.C.—This is not pleaded.] IRaiwson says
he made no secret of it. [ WILLS, J.—I think the fair construction is that that
was confined to the works.] We have proved that Willigms brought two
toughened mantles into England. I submit that the idea in its breadth was not
novel. That the practice of dipping things to stiffen and make them bear
transport-was known ; that the first ¢laim is invalid ; and that, if it is limited
to ligquids of the type of paraffin wax or which vary by means of temperature,
we do not infringe,

Bousfield, Q.C., in reply.—Your Lordship has relieved me from going into
the case of communication of this idea by Williams. We say, however, that
there was no idea at all of this invention in Vienna before a mantle imbedded
in parafin was sent from England to Beriin. That was the first thing, and
from there the idea went to Vienna. The point has merely become a maiter of
prejudice now. So also as to the two mantles alleged to be brought over by
Williams. 1t comes to nothing without publication or communication. The
case iz now reduced to small iimits. It was of immense importance to find
gome method of transport. We were get to work, under the agreement, to solve
it. Four mechanical means were devised. Pagel himself, in July 1886, took
out a patent for one of these. No questions as to the practicability of paraflin
were put to the expert witnesses ; it was only raised by Moeller’s evidence at the
end of the Defendants’ case. Williams had not got the patent before him when he
tried it. The evidence of the fawsons shows that it was a practical success.
Hundreds of snch mantles were gold to customers. There are cases, ag in the
“ Incandescent ” case last year, when it is open to give a broad or a narrow
interpretation to a claim, When that is 8o, the Court is influenced by the state
of the art, Hers the claim is clear, There are several points in ii; first, the
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mantles are to be dipped ; secondly, it is to be done after ignition ; thirdly, it
is into a liquid which will set hard ; fourthly, it is to be a liquid which will
not hurt the mantle and wili burn off without leaving any residue. The firat
claim is a broad claim based on the absolate novelty of the idea. Then the
second claim is for a specific substance, paraffin. The real question as to the
first claim is whether it can be sustained, having regard to the knowledge at
the time. Bright's was merely the idea of starching a wick with paraffin,
The only link with ours is that both inventions huve to do with lamps. The
functions of a lamp and a mantle have nothing to do with the matter, Our
mantles are dipped after ignition. The invention is limited to Welsbach
mantles, and the process is altogether inapplicable to wicks. Bright has no
relevance at all. Then the invention was not obvious to thoge who were
working at the subject. Paget tried mechanical means, but directly the idea
of paraflin waa suggested to him, he could find numbers of substances. The
real invention was the idea. Welsbach tried to toughen the original mantle,
One would naturazlliy have thought that these delicate mantles would not stand
dipping. It is admitted now that collodion would do if sufficiently diluted ;
that flexible collodion, diluted with ether, will work very well. In the face of
that, it is impossible to say that thers is any difficalty ; of course, you may
have to experiment to get the best result. Then it ig said that Clamond is an
anticipation ; because an article made abroad by a patented process and imported
into this country is an infringement of the patent. That is a long way off this case.
The doctrine was carried furthest in Von Heyden v. Neustadt, L.R. 14 Ch.D. 230,
Goodeve, page 485, This case goes further than Neilson v. Betts and shows the vice
of applying the prineciple of infringement to a question of ant101pat.10n The
substance was old, but the patent was for a new process of making it. The
importation of the article made abroad by the patented process was held to be
an infringement, otherwise the Patentee would not get the whole benefit of
higinvention. Bat you cannot turn that round. The importation of an article
made by a process may reveal nothing of the process by which it is made.
Unless the process were revealed by the article, there would be no anticipation
of a subsequent patent taken in this country for the process, and there is no
case soying that there would be anticipation, As to the Olemoend baskets that
were sent over here, the evidence shows that they revealed nothing as to the
process—nothing of it became part of the stock of public knowledge. There
wag a brown glaze on the baskets that looked like a coat of paint, but did not
fill up the interstices. Nobody could tell what it was, how it was put on, or
that it was put to strengthen. There is ne foundation for the proposition of
law as to anticipation, [WILLS, J.—It is also put that you could not prevent
a man doing what he had been in the hahit of doing. Zerrell, Q.C., referred to
the sixth section of the Statute of Momopolies.] Supposing the article sent
here were made by a secret process abroad, and somebody went over and dis-
covered it and patented it, that iz a meritorious thing, and T am inclined to
think he could stop people from importing the things; Kdgeberry v. Stephens,
1 Web, P.C. 5. The point here is a novel one; but [ am not concerned really
with it, because this Specification does not purport to stop Clamond from doing
what he had doue, It is confined to Welsbachk mantles; it is merely a stage in
Welsbach’'s invention, and Clemond has no relevance. Then it is said that,
outside paraffin, experiment is necegsary. 'That goes to validity, but not to
limiting the construction. The first claim is clear. [WiLLs, J-If you have
a new idea and have shown a practical way, and that covers all ways of
doing it, that involves covering things you want experiment for.] Then I
will not argue that peint. The infringements of Hdison’s telephone trans-
mitter took forms which had not occurred to him. He only had the one form,
[WiILLS, /.—The man who shows how successfully to put his new large idea into
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practical operation: gets protection for other means of attaining the same ends
which have not occurred to him. There is the question, though, whether ii is
a claim limited to wax-like subatances.] The Specification is open to the
bruader construction. The words are perfectily appropriate. The deseription
ag to paraffin is necessarily confined to a particular kind of setting, but the
particular example ought not to govern the meaning of the word * set.” The
particular kind of setting evidently does not realiy affect the essence of the
invention. The evidence of Professor Crockes shows that the word “set” ig
familiar in connesction with collodion. It is not equivalent in the Specification
to cooling. A solution of paratlin wax in a volatile hydrocarbon sets by
volatilisation as well as cooling, Collodion gets at ordinary temperatures, Take
the cark out of the bottle and it will set. A 20 per cent, solution of paraffin
wax is liquid at ordinary temperatures, but pour it out and it will set by
evaporation of the hydrocarbon. It issaid we want velatility because we want
fluidity ; but that is not so, for the alternative suggestion is taking a high boiling
point ozokerit, so they are not depending on volatility for fizidity in that case.
‘When you use the solution of paraffin, the setting is not complete nntil the
golvent has evaporated. The constroction is not limited by the particular
example. Outside the example there is nothing to limit the gensrality of the
languuge as to seiting. The words **set hard at ordinary temperatures” may
be put in because these mantles are intended to travel; anything that would
soften much in summer would not do,

WiLLs, J—The frat and most important question in this case, as in most
other patent cages that T have had to deal with, is the construction of the
Specification, and che claim which it contains, Now, ag to what the snbject of
the patent is there is no room for doubt. It is for improvements in the manu-
facture of mantles connected with the production of light by the Welshach
process—that is to say, it relates to improvements in the consiruction of
Welsbach mantles, Then it goes on to explain that difficulties have been found
in the transport of these mantles without breakage, and varions methods have
been proposed. Then it is said how the difficulty may be overcome * Dby
“ dipping the mantle after ignition "—that is, in the state in which it would
be used, and when it is in its frallest condition—*into a liguid which will
“ thoroughly penetrate the interstices of the material, and will afterwards set
“ to such a degree of hardness as to protect the material from danger of
* breakage in packing or handling, and which can afterwards be removed
“ without leaving any oljectionable residue,” Then it proceeds to deseribe
what the Patentees say is a very satisfactory method, and that is what I
may call the paraffin or wax method. For the present moment I do not go
into those details. Then it proceeds to say that other materials may be
employed so long as they get hard at ordinary temperatures, and burn without
injuring the mantle and without leaving any objectionable residue. The
Patentees find that paraffin is the least sticky, and is better than any others,
Then comes the claim, which is, first: * The treatment of the mantles after
“ ignition by immersion in a liguid which will afterwards get and will bura
““ away without prejudicial results to the mantles for the purposes set forth,”
And, secondly, “ The use of paraffin substantially as described in the treatment
“ claimed under the first claim.”

Now, to my mind it is obvious that the Patentees considered that they had
got hold of a new idea, and one which was so far novel that it would give
them the bhenefit of the principle which has been applied to certain classes
of patents embodying new ideas, namely, that having shown one suceessful
method of accomplishing the object, the Patentees were entitled to protection
against all methods by which that same object, whatever it was, could be
accomplished. I think it is quite clear that that was the Patentees’ view,
and that that is the view upon which the patent has been framed.
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But then comes an extremely important question. To my mind it is the
question in this case, and that is, how far the generality of the claim extends.
Now, it is quite clear that the Patentees, in terms, claim that it shall extend to
the treatment of mantles after ignition by immersion in a liguid which will
afterwards set. Now, there are two kinds of setting which appear to me to be
essentially distinguishable in their chemical and physical properties and
nature ; and it is also clear, I think, that the expression “get ™ had been uged,
and was commonly used, with respect to both of them. If, therefore, there is
nothing in the rest of the Specification to limit the expression *setting ' to one
class of setting, it would be general undoubtedly ; and the real question, to my
mind, is one upon which I have heard very able arguments indeed on both
gides, but which seems to me, I confess, the more 1 consider it, tolerably clear,
The question is—Is there in the Specification an indication that the Patentees
meant to limit it to substances which I may characterise generally as of the
wax or parafiin type? Now, the esgential differences between the two appear
to me to be these—that, with regard to substances of that type, the setting which
is to be effected is a setting by reduction of temperature. They are substances
which dissoive in a sofvent liquid at a considerable temperature, and they then
afterwards set by cooling, which ig, as I understand it, 2 molecular change due
to lowered temperature, It is one in which I think, notwithstanding what has
been eaid by Mr. Bousfield, who ig, in the small matters which bear upon it,
supported by what he quoted from the witnesses—it is one in which, to my
mind, evaporation plays so subsidiary a part that it may be neglected. That is
not the real thing that does the work. On the other hand, the setting, where
the term is applied to suek substances as collodion and similar sabstances, is
one in which the setting is effected by evaporation, and in which lowered
temperature plays no part ; or, if it plays any part at all, it is to retard and not
to assist the operation of setting. Therefore, there are, ag it seems to me, these
essential differences between the two classes of setting,

Now, when I come to investigate the question of whether, within the limita-
tion on page 4 of the Specification, there is to be found a limitation of the
setting to the former process, I am not unmindful of the fact that, under a
patent of this kind, one which is framed upon a new idea, or a new principle
which has been carried out by one way, it is not a sufficient answer to say that
the only way pointed out indicates only one particular kind of setting,
although, of course, it is a circumstance to be taken into consideration, when
one is endeavouring to ascertain in the best way one can what is in the mind of
the Patentee and what he has conveyed to the public in what he has written,
But it seems to me the key, on this point, to the interpretation of this Specifica-
tion i8 to be found in the words at line 47 :—% Other materials may be employed
“ go long as they set hard at ordinary temperatures.” Now, I really cannot
bring myself to doubt, especially looking at the illustration which went before,
that what the Patentees meant when they speak of “selting hard at ordinary
“ temperatures ” was that they were to be dealt with at a higher temperature,
and that they were then to get upon arriving at that ordinary temperature. 1
cannot conceive why the reference to ordinary temperatures should have been
introduced, except to stamp that idea info the patent. Now, it follows that, in
my opinien, the Patentees did not intend to claim, and have not claimed, any
getting, except that which is effected by the operation of cooling ; and that
alone seems to me to be the key to the whole thing, I think I cannot put what
oceurs t0 me better than by saying that, supposing it turned out that eollodion
wag an impracticable substance, of which no use could be made—supposing
the patent had been attacked on that ground, and supposing it had been said,
“ Yon have embraced by your claim something which is utterly impracticable,
% and, therefore, your patent is bad,” 1 think that the Patentees would have
had a perfect answer, They would have said, “We have shown youw in our
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“ illestration nothing except the kind of setting in which cooling is the real
* and substantial agent by which the operation is effected ; and, in the enlarged
“ part of our deacription of our process, we have told you that we reler to other
“ pubstances which will, like wax, set at ordinary temperatures.” Now,as I
understand, there is a wide field of gubstances over which the Patentees had a
right to range, and over which they had a right to claim the beneficial
operation of the construection to which I have alluded, namely, that, having
embodied a new idea in their patent, and having shown a practicable method
of attaining the object in question, they were entitled to extend it to other
things besides those which were substantially mentioned ; because it is plain
that shellac and dextrine and a number of other substances which have been
mentioned and discussed in this case stand substantially on the same footing,
and it would give the Patentees a wide field over which they might claim the
beneficial operation of the principle to which I have alluded. I do not think
it is any uge my gaying more upon this question of construction, Those seem
to me to be the guiding lines, and I only add this, that I doubt very much
indeed whether a claim so wide as to include every method of dealing with the
operation of getting by any liquid, no matter what it was or how it operated,
would be sustained, T doubt whether that would not be pushing the principle
a great deal too far; as it seems to me, that even that principle ought to
be confined o substances or operations which present some analogy with the
process which is described and which is specifically claimed. Tt appears to me
that these essential differences which I have pointed out between the two
prucesses prevent the one from having the necessary analogy to the other, and
would limit it in ease the widest application was given to the patent; but, for
the reasons I have given, I think that the proper construction of the Specification
ig tho narrower one which I have indicated.

Now, the patent has been attacked upon the ground of anticipation. I am
against the Defendants upon, I think, all the anticipations. I agree with Mr.
Bousfield that the notion of dipping one of the Welsbach skeletons, with its
extraordinary fragility of structure and its earthy comstitution, into these
melted substances for these purposes can hardly be said to bave been antici-
pated by the dipping of a cotton wick for a moderator lamp into a solution
of wax, It seems to me that the things are too far apart, and that the
application of this thing to the Welsbach mantle, although it is for the same
purpose, namely, of strengthening it in order to enable it withont change of
form or substance to undergo transport, is, as it seems to me, miles off the
other ; and I should be very sorry if I felt it my duty to upset a meritorious
patent on the ground of such an anticipation as that, It seems to me to be
a great deal too far off what has been done in this case, and that the
application of something like it to the circumstances of this case involved
go much of invention and independent thought and consideration that it may
very well stand, notwithstanding the anticipation of the idea in the romgh,
not merely by this patent of Bright's, but by a thousand things which are
done in common life and in common operations—not excluding the starching
of shirts, to which Mr., Bousfield referred. Of course, it is not burnt off the
ghirts afterwards, but still the general notion of strengthening in that kind of
fashion is a very old one; and, of course, it was to be applied to a substance
which was to be used by setting fire to it, so the burning off would follow
as a matter of courde. Tdo notthink that anticipation, therefore, would damage
the patent.

With regard to the Clamond process, T think it uncommonly near to it, and
if there were sufficlent evidence of its being known in Engiand to make it
a part of the general knowledge on the subject, I should say it was essentially
the same thing—that i to say, adopting the larger construction of the patent,

| 18665—2 : 3P
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and supposing it includes collodion ; but I think dextrine was also used, and
therefore in any case I should have said that it really was an anticipation,
because these baskets of Clamond performed exactly the same functions
ag the mantles of Welsbach, and they were treated substantially in the same
way and for the same purpose. But, then, it does seem to me that Mr,
Bousfield's argument on that point is well founded, and that the mere fact
that it was used in England without anybody having the opportunity of
seeing what it was that was being used ought not to be enough, and in my
judgment is not enovgh, to make it a prior publication. Itwwould have been
geen at the time, if it had occurred to anybody, what was passing in my mind
on this subject by the questions which I acked of M, (lamond himself, viz.,
whether the burning off of this dextrine was made a part of the public
exhibition so as to be a piece of seientific information, or information connected
with the art intended to be made public property; but it seems that that was
not so, and that all that he did was to do this when he wanted to change his
mantle, not showing people what he was doing, and then let them see what he
wanted them to see, viz., the good result of the incandescence of the magnesian
oxide. Well, again, it is no use going into details about a matter of this kind.
I point out the general views which have influenced my judgment, and I think
that that is not such an anticipation as could reasonably be said to hawve
made what he did part of the public knowledge on this subject to-day. 1t is
quite true that things which are indistinguishable, I think, in principle, and
in almost everything else from what is done with the paraffin in this case by
this patent, were used in England ; but they were used on a very small scale,
chiefly or almost, as far as the evidence goes, exclusively by the experimenter
or inventor himself and his staff, and I do not think that there was anything
in what was shown by them that would indicale to the public that the result
was brought about in any fushion such as that which Messrs, Raivson hit upon.
Therefore, I do net think that anticipation is sufficient,

Mr. Moullfon’s test, by which he sought to make out that, if a person
who had been in the habit of doing certain things in England could be
gtopped by a patent taken out subsequently which embodied what he had
done, the patent could not be good, may be a good test or it may not. 1
should not like to express an opinion upon so difficult a matter offhand, but it
geems to me it is not worth considering, because again I adopt what Mr. Bousfield :
has pointed out—that (lamond did not propose io apply his process to
Welsbach mantles. He proposed to apply it to his own particular substances,
and, therefore, there would be nothing in this patent which would interfere
with Clamond, after the patent, doing exactly what he had been doing
before. The patent does not claim to apply to anything except to Welsbach
mantles.

There remain the question of anticipation by communication to and by
Mr. Williams. 1t is sufficient to say that I think that ig left far too doubtful.
I speak with real respect of the evidence given by Mr. Williums, which was, I
think, given in a style very creditable to him, excepting the last fling at the
Messra. Rawson, which T would rather had been absent, and for which T am
glad to find there is no foundation. But 1 also wish to speak with great
respect of the evidence of the Messrs, Rawson, who seemed to me to
tell the truth emphatically. I believe them, and I believe that, however
the misconception may have arisen—and it is not worth inquiring how
that is—I am sure it has not arisen in any way discreditably to Mr. Williams,
and I wigh that to be thoroughly understood. I believe the Messrs. Rawson,
and, however the misconception may have arigen, I believe that nothing of
this kind had ever been conveyed to their mind, and that one of them was the -
true inventor of what they have patented. - As far aghe is concerned, I am sorry
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enough—in these matters it goes somewhat to one's heari to decide against
anybody—but I cannot myself honestly give to the patent the wide
construetion which it is necessary to claim for it in order to succeed in this

. action.

On the question of utility, a good deal has been said that I can deal with
very briefly, I think. [ do not think commercial success is at all the test of
utility in a patent. A great many very meritorius patents would go to the
wall it it were 8o, and probably the Welsbach patent itself might have been at
one time successfully attacked on that score. It was attacked before me on

10 that ground in the case which I heard last year, and 1 made very short work of

20

it. T should like to make equally short work of it in this case by saying I
think it is beyond question that there was a degree of utility in it, and it does
not in the least follow, because better things have been done afterwards, that
it was not a snbstantial contribution to the knowledge of the world at the time
when the patent was taken out. Therefore, I do not think there is anything in
that cbjection on the ground of it not being commercially a guccess.
Now,theonlyremaining question is that of infringement. What I have said abont
the construction of the Specification of course really disposes of that, becauge, if 1
am right in saying that it is limited to the wax -like substances, the use of collodion
is not an infringement, and I do not know that even the radical difference, as it
seems to me, between the two processes can be better illustrated (and this
observation might have been used at the time when 1 was dealing with the
question of construction, if I had thought of it) than by pointing to the uge of

. the hot hair bath in the two processes. What is the use in the Patentees’
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process of a hot air bath 7 It is to keep the paraffin in solution. It is not to
drive off the volatile hydrocarbon. It may drive off some of it, but, it it
succeeded in driving it off, the purpose for which the heating is applied would
be defeated, and the melted paraffin wourld cease to run down to the bottom and
be collecterd there and taken away so as no longer to be a source of encumbrance,
whereas, in the Defendants’ process, the use of the vapour bath is to drive off
the volatile stuff and to get at the remaining consoliduted fabrie guicker by
hastening that operation, Therefore, it is a use not only different, but
it is diametrically opposed to the use of the heated air bath, which is made
by the Patentees.

The result is, that I find for the Defendants on the question of mfrmgement
On all the other igsues, except the one about the expiry of the patent, which is
of no consequence whatever for the present purpose, I find for the Plaintiffs ;
and, of courge, I must give judgment, holding these views as to the meaning of
the patent, for the Defendants on the ground of non-infringement.

Bousfield, Q.C.—Then as to the question of costs 7

WILLS, J.—You will have the costs of all the issues except infringement.

Terrell, Q.C.—I submit that the Patents, &c. Act provides for the costs in
patent cases, and that that Act does not give your Lordship power to give an
unsuccessful Plaintiff costs of Particulars of Objections, even though he
has sueceeded on those Particulars, but that it gives your Lordship power
to deprive him of them if you think fit su to certify that, although the
Defendants have failed to prove them, their Particulars are reasonable and
proper. I do not think my friend will he able to remember or poinl your
Lordship to a single case where the Plaintiff has been given costs of Particulars,
even though he has succeeded as to them, when he has failed in the general
action. 1 have succeeded on the infringement issme. I have failed on my
issues with regard to my Objections to his patent. There is nothing in the
Act which enables your Lordship to give the Plaintiffs the cosis of those
Particulars of Objections, even though I have failed ; but your Lordship can
certify that they were reagonable, and then I should get the costs ¢f them, or
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your Lordship can refuse io certify at all, and then no one will get them.
Speaking from my own recollection, I do not know a case where a Defendant
hag been ordered to pay costs where the Plaintiff hag failed.

WILLS, J.—1I think we will try and make a precedent, because it is obviously
just 3 and what is jusi I very seldom find to be otherwise than in accordance
with the law. It geems to me that Mr. Bousfield does not want any certificate,
Particulars have been launched against him, ag to which he has succeeded.
Suppose, as gometimes happens, that those Particulars required a Commission
to South America or Timbuctoo, or what not, and a very expensive enquiry—
who ought to pay for that enquiry, the person who has provoked it unneces-
garily or the other side ?

Terrell, Q.C.—Well, T submit that a person resisting an action for infringe-
ment is entitled to come fully armed info Court, and if he succeeds generally,
whether he kills his enemy with his dagger ov with his pistol, he is entifled to
be told thai it was reasonable for him t{o take his dagger or his pistol or both
with him.

WinLg, J.—The Taxing-Master will work out the difficulty; there will be
judgment for the Defendants on the issue as to infringement ; for the Plaintiffs,
oun all the other issues except that on the tenth paragraph of the Statement of
Defence, which is about the patent having Japsed.

Terrell, Q.C.—We get the general costs of the action ?

WILLS, J—You get judgment in the action ; therefore, of eourse, you get
the general costs of the action. It needs no special order for that. The costs
will follow the event, and the Taxing-Master will work it out, I do not think
he will give the costs as you say. '

Terrell, Q.C.—Then do I understand they get the costs of these issues?

WILLS, J—Yes.

Terrell, Q.C.—And I get the general costs of the action ?

WILLS, J.—Yes.

Bousfield, Q.C.—May 1 ask your Lordship to give a certificate that the
validity of this patent has come 1n question,

WILLS, J.—Certainly.

Terrell, @.C.—I do not know that your Lordship can. The patent has
expired.

. WiLLs, J.—I will try, Mr. Terrell.
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