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As port of its program of legol-technicol ossistonce for develop-
ing countries, the United Internotionol Bureaux for the Protection
of Intellectual Property (BIRPI) hos undertaken to drow up o series
of model lows for developing countries in the vorious fields of
industriol property. This tosk now devolves upon the World
Intellectuol Property Orgonizotion (WIPO). With the coming into
force of the Convention estoblishing it in April 1970, WIPO has
groduolly been replocing BIRPI since April 1970, ond will serve
os the fromework for the intensificotion of this legol-technicol
ossistonce.

Of the two eorlier model lows, one deols with inventions ond
the other with morks, trode nomes ond octs of unfair competition ;
the present Model Low is devoted to industriol designs.

Industriol designs ore of greot importonce in the monufocture
of numerous products. They give the products on oesthetic ospect
and ore thus o specific element in their volue. The lego! protection
of such creations is in the interest of oll countries, as it tends to
encouroge creotivity ond assists the estoblishment of industries.

Like rts predecessors, the present Model Law wos drown up with
the assistonce of o Committee of Experts from developing countries,
ond with the special conditions ond needs of these couniries in
mind. [t is hoped thot it will be of help to them in their progress
fowords industriolizotion and economic development.

G. H. C. BODENHAUSEN
Director of BIRPI
Genevo, Moy 1970
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HISTORY OF THE MODEL LAW

In 1964, the United International Bureaux for the Protection of Intellectual Property (BIRPI)
prepared a draft model law on inventions for developing countries (patents and protection of
technical know-how). After detailed discussions by a committee of experts from developing
countries, the draft was revised and published in 1965 under the title Model Law for Developing
Cauntries on Inventions. In 1966, BIRPl drew up a second model law on marks, trade names and acts
of unfair competition, which was published in 1947 after detailed discussions by a committee of
experts from developing countries.

From the exchange of views during the preparation of these model laws, it became apparent
that developing countries were interested in modernizing their legislation, nat only in the field of
patents, marks, trade names and unfair competition, but also in that of industrial designs. Satis-
faction was therefore expressed by the committees of experts referred ta above at a proposal by
BIRPI to prepare a model law on industrial designs. This proposal was again approved, in Sep-
tember 1968, by the Interunion Coordination Committee, which advises on BIRPI's activities.

BIRPI accordingly prepared, in 1949, the draft of a third model law for developing cauntries,
this time on industrial designs. This draft Model Law, with a Commentary attached, ' was sent for
study and possible observations to the Governmenis of 84 countries which, on the criteria adopted
by United Nations bodies, were considered as ‘‘developing countries” and which were presumed
to be interested in such a model law 2.

The draft was also transmitted for observations to the Governments of the States members of
the International (Paris) Union for the Protection of Industrial Property which were not mentioned
in the list of 84 countries. It was also communicated to the United Nations and to a number of other
intergovernmental and internaticnal non-governmental organizations.

The draft was then examined by a committee of experts, invited by BIRPI, which met at the
BIRPI headquarters in Geneva, in October 1969. This committee, hereinafter referred to as *‘the
Third Model Law Committee,” in order to distinguish it from the committees which advised on the
first and second model laws {the Model Law on Inventions and the Model Law on Marks, Trade
Names and Acts of Unfair Competition) consisted of representatives from the fallowing 20 countries,
all of them ‘‘developing” according to United Nations criteria: Algeria, Bolivia, Ceylon, Chile,
Colombia, Congo {Democratic Republic), Cosia Rica, Ghana, India, Liberia, Mexico, Pakistan,
Philippines, Sierra Leone, Sudan, Thailand, Tunisia, Uganda, United Arab Republic, Venezuela.
The United Nations and other intergovernmental and international non-governmental organiza-
tions were invited to send observers to the meeting of the Third Model Law Committee and these
observers took an active part in the discussions.

! Dacuments PJ/69/2 and 3.
2 These countries were:

Asia : Afghanistan, Burma, Cambodia, Ceylon, China (Republic af), India, Indanesia, lran, Irag, Jardan,
Karea, Kuwait, Laas, Lebanan, Malaysia, Maldive Islands, Mangalia, Nepal, Pakistan, Philippines, Qatar,
Saudi Arabia, Singapore, Sauth Yemen, Syrian Arab Republic, Thailand, Trucial Oman, Viet-Nam, Yemen,

Africa : Algeria, Batswana, Burundi, Cange (Demacratic Republic), Equatarial Guinea, Ethiopia, Gambia,
Ghana, Guinea, Kenya, Lesatho, Liberia, Libya, Malawi, Mali, Maracca, Nigeria, Rwanda, Sierra Leane,
Samaliland, Sudan, Swaziland, Tanzania, Tunisia, Uganda, United Arab Republic, Zambia,

America : Argentina, Barbadas, Belivia, Brazil, Chile, Colombia, Casta Rica, Cuba, Daminican Republic,
Ecuadar, El Salvadar, Guatemala, Guyana, Haiti, Honduras, Jamaica, Mexice, Nicaragua, Panama,
Paraguay, Peru, Trinidad and Tebaga, Uruguay, Venezuela, West Indies.

Others : Cyprus, Malta, Western Samoa.

The States members af the African and Malagasy Industrial Praperty Office da not appear in this list of

84 countries, since they have already adapted a unifarm law in respect of industrial designs. 1t is to that Office
that the draft Model Law was submitted.
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The list of participants appears on page 85.

The Third Model Law Commitiee examined the BIRPI draft, section by section, and recom-
mended amendments to the text of the Model Law and to the accompanying commentaries.

Throughout the discussions, it was emphasized that the text was a model and not the draft of a
uniform law. It was frequently stated that any country wishing to have a new law on industrial
designs was entirely free to decide whether or not to follow the Model Law, and that it would be
only natural for it to adapt some of the provisions to its own special needs, traditions and legal
system.

At its final session, on Qctober 29, 1969, the Third Model Law Committee adopted the following
recommendation:

“The Committee of Experts on a Model Law for Developing Countries on Industrial
Designs, convened by the United International Bureaux for the Protection of Intellectual Prop-
erty (BIRPl) and composed exclusively of representatives of Governments of developing
countries,

Having met at Geneva from October 27 to 29, 1969,

Having examined, together with the observers of intergovernmental and international
non-governmental organizations, the draft model law and the commentary accompanying it
(documents PJ/69/2 and 3), prepared by BIRPI,

Expresses the view that the draft as a whole reflects the special needs of developing countries
and represents a useful model for legislation in these countries;

Recommends that the model law and the commentary, as revised on the basis of the dis-
cussions of the Committee, be transmitted to the Governments of developing countries, to the
Governments of the States members of the International Union for the Protection of Industrial
Property (if not already falling into the preceding category), to the Secretary-General of the
United Nations, and fo the other international organizations invited to the meeting;

Recommends further that BIRPI should continue to keep in touch with the Governments o
developing countries and with all international organizations, conferences or other bodies
which deal with the problems of developing countries, and to offer to them its assistance in
connection with the adaptation or adoption of legislation in the field of industrial designs and,
more generally, in the evaluation of the role that industrial property and its protection play in
the fostering of commerce and industry in developing countries;

Notes with satisfaction that BIRPI plans to establish a draft model law for developing coun-
tries on the protection of appellations of origin and to submit such draft for advice and review
to @ committee of experts of developing countries;

And, in view of the important role which the Paris Convention for the Protection of Indus-
trial Property, the Union established by it and its International Bureau (BIRPI) can play in the
commercial development and industrialization of developing countries,

And further, in view of the desirability of aiming at greater uniformity in the laws relating
to industrial property.

Recommends that the developing countries which are not yet party to the Paris Conventlon
consider acceding thereto.”

BIRPI implemented the first recommendation.

It is fully prepared also to carry out the second recommendation, as it continues to be at the
disposal of the Governments of developing countries, and of international organizations, for all the
purposes mentioned in that recommendation.

As to the third recommendation, BIRP| hopes that it will be implemented by the countries to
thichlit is addressed: BIRPI’s relations with these countries will then become permanent and more
ruitful.
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TEXT AND COMMENTARY
OF THE MODEL LAW FOR DEVELOPING COUNTRIES
ON INDUSTRIAL DESIGNS

GUIDING PRINCIPLES OF THE MODEL LAW

Industrial designs, the subject of this Model Law, form a special branch of industrial property.

As distinct from patents, which cover creaiions of a technical character, indusirial designs
belong to the aesthetic field, but are at the same time intended to serve as patterns for the manu-
facture of produds of industry or handicraft.

As aesthetic creatians, industrial designs can, under certain conditions, enjoy the pratection of
capyright. But because of their particular function, many cauntries have made industrial designs
subject ta special legislation, which places them under the law af industrial property and, by the
system af registratian, provides far the special needs arising fram their use in industry ar handicraft.

Like these national legal systems, the Paris Convention for the Protection of Industrial Property,
in Article 1, paragraph (2), regards industriai designs as falling within the fieid of industrial prop-
erty. Mareaver, Article 5quinquies of that Conventian stipulates that the countries members of the
Paris Union are under an obligation ta protfect industrial designs.

The protection of industrial designs is of special importance for developing cauntries, since the
majarity af these cauniries are extremely rich in traditional art and folklore, which stimulates
creatians of local craftsmanship.

Such creatians are covered by the present Model Law, for the expression “industrial” must be
understoad, in a broad sense, to include industry and handicraft.

The legal protection of industrial designs thus tends ta stimulate creative activity and encourages
the establishment of industries.

In addition, the modernization of natianal laws an industrial designs couid contribute to a
certain unification of law, and interested countries wauld be in a position to consider merging their
competent administratians. A merging of this kind would reduce the administrative costs barne by
each State and would make it easier far creatars of industrial designs to obtain legal proteciion,

The Model Law on Industrial Designs foliows, to a large extent, the principles upon which the
iwo earlier model laws were based, whilst paying due regard to the special characteristics of the
subject. It can prabably be anticipated that certain countries will wish ta use all three modei laws
ta madernize their legal systems. In that event, a large number of the provisians, especialiy those
gaverning licensing, procedure before the Courts, and the sanctions far infringement af the variaus
rights, will have ta be the same, since they wili often be simultaneously relevant ta industrial designs,
patents and marks.

Nevertheless, the Third Madel Law Cammittee, which farmulated its views independently, has,
on some points—basically similar ta thase dealt with in the earlier model laws—recammended
slightiy different solutians, in the belief that they represent improvements. Countries wishing to
adopt all three model laws or ta adapt them ta their needs will be able to recagnize the extent of
these differences.

Despite the differences, the three madel iaws foliow parallel paths, far their essential objectives
are the same: on the one hand, ta establish adequate protection in the different fields of industrial
property, a protectian which is in the interest of the industrial and commercial develapment of the
cauntry, and, on the ather, fo safeguard the special interests af develaping countries. in the Madel
Law an Industrial Designs, these special interests are taken inta account mainly in the detailed
pravisions relating fo license cantracts. Among these rules must be mentioned, in particular, the
rule which pravides for the possibility of government control af all license contracts invalving
payment af royaliies abroad; this may be necessary ta protect the natianal interest against excessive
foreign influence and at the same time to preserve the natianal balance of payments. The owner
af an industrial design is also prohibited from impasing upan a licensee restrictians which da not
derive from the exclusive rights conferred by the registratian of the industrial design, or which are
nat necessary for the safeguarding of these rights.
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As in the case of the other two model lows, the Model Law on Industrial Designs constitutes an
inteqral whole. This meons that the modificotion of one provision, during the adoptation of the
Model Law to the speciol conditions of a country, will in most coses also require the modification of
other provisions. Moreover, it may be necessary, during the odoptation, to add severol comple-
mentory provisions, especially as regords entry into force ond transitional rights.

The Model Law cannot, however, regulate the subject exhoustively; each State will have to
establish complementary rules which will, among other things, prescribe the details of odministrative
formalities and fees.

Finally, attention must be drawn to the Hogue Agreement of 1925 concerning the Internationol
Depaosit of Industrial Designs.' The provisions of this Agreement do not coincide in all respects with
those of the present Model Law. But countries wishing to adopt both the Model Law ond the
Agreement can easily toke the necessary steps for harmonization.

STRUCTURE OF THE MODEL LAW

The Model Law contains ten Chapters, which deal with the following subjects:

Chapter | (Sections 1 to é): general provisions containing certoin definitions and laying down
the conditions for protection, the principles of the application of international conventions ond the
rights of foreigners.

Chopter Il (Sections 7 to 10): the right to legal protection, in other waords, the question who is
entitled to register the industrial design—particularly relevant in the cose of industrial designs
created in the course of employment.

Chopter Il! (Sections 11 to 18): procedure for registrotion.

Chapter IV (Sections 19 ond 20): duration and renewal of registrations of industrial designs.

Chapter V (Sections 21 ond 22): rights conferred by registration of an industrial design.

Chapter VI (Sections 23 and 24): assignment and tronsfer of opplications and registrations;
joint ownership or rights conferred by registrotion.

Chapter VIl (Sections 25 to 31): license controcis.

Chopter VIl (Sections 32 to 34): renunciotion ond nullity.

y Chopter IX (Sections 35 to 37): infringement of rights conferred by registrotion of on industrial
esign.

Chapter X (Sections 38 ond 39): procedural provisions and rules.

' The Hague Agreement wos revised at London in 1934. A revision effected in 1960 at The Hogue is not yetin
force. An Additionol Act wos signed at Monaco in 1961, and is in force. A Complementary Act was signed
ot Stockholm in 1967,



CHAPTER |: GENERAL PROVISIONS

The General Provisions of the Model Law deal with the scope of the Law, with certain definitions,
the conditions for protection, the application of international conventions, and the rights of foreigners.

TEXT

COMMENTARY

Section 1: Scope of This Law

(1) Industrial designs are protected
under this Law, subject to its condi-
tions and formal requirements.

(2) Such protection does not exclude
any other rights provided for in the
law, in particular rights derived from
the law of copyright.

This Section lays down two general principles of
the Model Law.

Subsection (1) makes protection under the special
Law on industrial designs dependent upon com-
pliance with the conditions and formal requirements
prescribed in the Law, especially the requirement
for registration.

The Third Model Law Committee discussed
whether Section 1 should define the persons who
qualify for legal protection—namely the creator of
an industrial design, his successor in title, a person
who commissioned the work, and an employer,
However, such a definition is not necessary in the
context of the Section, for the question is regulated
in Chapter i, dealing with the right to legal pro-
tection,

Subsection (2) establishes the principle of cumu-
lative protection: an industrial design which is or
has been protected under this Law may, never-
theless, be protected under a different branch of
law, particularly the law of copyright. This prin-
ciple, which was unanimously adopted by the Third
Model Law Committee, is of considerable practical
importance, Since industrial designs are creations
of an aesthetic character, it can happen that objects
qualifying for protection under the law of indus-
trial designs might equally well receive protection
from the law of copyright. In such an event, the
special purpose of a design, that of serving as a
pattern for the manufacture of a product of indus-
try of handicraft, does not preclude the application
of the law of copyright. In general, copyright
protection is of longer duration. Thus, it is pos-
sible, after the expiration of protection under the
law of industrial designs, for an industrial design
to continue to be protected by the law of copy-
right.

In view of this cumulation of rights with those
under copyright, one might question the practical
advantage of having a special law on industrial
designs.
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The advantage is threefold:

(1) Ifthe law of copyright is strictly interpreted,
so as only to protect works of a certain artistic
level, it will not cover all creations of an aesthetic
order constituting industrial designs; some crea-
tions will only qualify for protection under the
law of industrial designs,

(2) The registration provided by the law of
industrial designs facilitates proof of novelty (Sec-
tion 4) and creates a legal presumption as to the
creator of the industrial design (Section 7 (3)),
thereby responding to the practical needs of in-
dustry and handicraft.

(3) The protection conferred by registration of
an industrial design goes beyond that which is
generally admitted in respect of copyright, in that
it does not require knowledge of an imitated or
infringed object.

In any event, it is important to note that the
cumulation of protection does not affect the con-
ditions of entitlement to the corresponding rights.
This means that the rights arise and develop in-
dependently. For example, if the creator of an in-
dustrial design publishes his creation prior to filing
an application, then, due to lack of novelty (Sec-
tion 4(2)), he will no longer have any right to
protection under the law of industrial designs; but
he will not be precluded from protection under the
law of copyright.

Section 2: Definition of an Industriol Design

(1) Any compasitianaflines arcalarsar
any three-dimensianal farm, whether
ar not assaciated with lines ar calars,
is deemed ta be an industrial design,
provided that such campasitian ar
farm gives a special appearance to a
praduct af industry ar handicraft and
can serve as a pattern far a praduct of
industry ar handicroft.

(2) The pratection under this Law
daes nat extend ta anything in an in-
dustrial design which serves salely ta
abtain a technical resul{.

The definition of an industrial design in subsec-
tion (1) corresponds somewhat closely 1o that con-
tained in Article 1 of the Algerian Ordinance
No. 66-68 of April 28, 1966, relating to industrial
designs.

It is to be noted that the Algerian law, like most
laws in the French language, distinguishes between
“designs'’ (dessins) and “'models™ (modéles) on the
basis that designs are in two dimensions whereas
“models’ are in three dimensions, However, this
distinction has no legal significance. The French
words “*dessins et modéles” are, as in the Paris Con-
vention, translated in the Model Law by the single
English word "'design.”

The definition must be understood in a broad
sense: everything which gives rise, in the appear-
ance of a product, to an aesthetic impression can
constitute an industrial design. Thus, the defini-
tion also comprises external effects resulting from
the employment of certain processes, such as oxi-
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dation, singeing, enameling, light effects, transpa-
rency, etc., or where textile materials are concern-
ed, effects suggesting stone-graining, marbling,
water-marking, mottling, etc. A concrete aspect
must always be involved; a manufacturing method
or an idea relating to fashion is not protected.

The Third Model Law Committee discussed
whether the definition ought to include a condition
that only what can be judged solely by the eye may
qualify as an industrial design. This condition is
nevertheless already present in that the industrial
design must give a special appearance to a product
of industry or handicraft. The word "“appearance”
means that only the external aspect, capable of
visual- appreciation, can be protected. If, for
example, a manufacturer of chocolate wishes to
protect his products against imitation, the law on
industrial designs covers only the external aspect
of the chocolate (for example, chocolate in the
shape of an animal}, but not the contents or flavor.

An important element of the definition resides
in the function of an industrial design: it must be
capable of serving as a pattern for the manufacture
of a product of industry or handicraft. This con-
dition takes account of the fact that the law of
industrial designs must respond to the special
needs of industry and handicraft. Only creations
that can be used for these purposes are thus eli-
gible for protection under this law.

Subsection (2) excludes from protection elements
in a design which, although within the definition of
subsection (1), are indispensable to the obtaining
of a technical resuft. Such elements are within the
domain of patent law and are outside the protec-
tion under the law of industrial designs. In this
context, the expression “'technical result” is used
in a broad sense and does not only cover objects
which are patentable.

A situation of this kind can arise more frequently
in the case of a three-dimensional rather than a
two-dimensional industrial design. It must, how-
ever, be noted that the exception in subsection (2)
is only applicable in so far as there is an inseverable
link between the form claimed and the elements
bringing about the technical result sought. If the
form is not necessary for obtaining the technical
result, there can be co-existence of an industrial
design and a patent.

For example, a new form of shoe may have a
specially reinforced heel. Here, the form of the
whole shoe may be protected as an industrial de-
sign, and the method of reinforcement of the heel
can be treated as irrelevant for this purpose, though
it may be the subject of a patent, But if the special
form of the shoe serves solely to reinforce the heel,
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it will not be covered by the law of industrial
designs.

The Third Model Law Committee considered
whether the words “functional effect’’ should be
used instead of "technical effect.” This proposal
was not adopted: the phrase ‘“functional effect” is
too broad, in that it can also include the aesthetic
function, and, at the same time, too narrow in that
it does not extend to technical effects falling out-
side the use of the object embodying the industrial
design, but bearing upon its production—for
example, where a certain form has been chosen
solely for the purpose of facilitating manufacture,

Section 3: Substantive Conditions for Protection

(1) Only industriol designs thot ore
new sholl benefit from protection
under this Low.

(2) Industriol designs that ore con-
trary to public order or morolity sholl
not be protected.

Subsection (1) provides that, in order to qualify
for protection, an industrial design must be new.
Section 4 defines the notion of novelty.

Subsection (2) provides that industrial designs
contrary to morality (for example obscene pictures
or forms) or to public order (the emblem of a
public authority or of a prohibited political party)
are excluded from protection. Industrial designs
likely to offend against religious feelings may also
belong to this category (for example, religious
symbols, representations of the Divinity or of per-
sons held sacred by a religion).

As distinct from the condition of novelty, which
is examined prior to registration by the Industrial
Designs Office only if the country adopts Alter-
native B (examination in case of opposition) or
Alternative C (ex-officio examination) of Section
15, the Office, under Section 14, always checks to
see that there are no grounds for exclusion under
subsection (2) above, since industrial designs con-
trary to public order or morality must not be
registered. If, nevertheless, such a design is reg-
istered, the registration will not be valid and a
Court can declare it null and void.

There is no express provision in the Law re-
quiring, as a constituent element, that an industrial
design should be out of the commonplace and
represent an aesthetic idea. Such a condition
nevertheless emerges from the wording of Sec-
tion 2, which requires the industrial design to give
a special appearance to a product. It is, moreover,
most improbable that a commonplace form will be
novel.
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Section 4: Definition of Novelty

(1) A regular applicatian far registra-
tian af an industrial design shall raise
a presumptian that the design was
new at the time af the applicatian.

(2) An industrial design shall nat be
new if, befare the date af applicatian
far registratian ar befare the priarity
date validly claimed in respect thereaf,
it has been made available ta the pub-
lic, anywhere and at any time whatev-
er, thraugh descriptian ar use, ar in
any ather way.

(3) An industrial design shall nat be
deemed ta have been made available
to the public salely by reasan af the
fact that, within the periad af six
months preceding the filing af an ap-
plicatian far registratian, it has ap-
peared in an official ar afficially
recagnized internatianal exhibitian.

(4) An industrial design shall nat be
new salely by reasan af the fact that
it differs fram earlier embadiments
in minar respects ar that it cancerns
a type af praduct different fram the
said embadiments.

In respect of novelty, subsection (1) establishes a
presumption in favor of the applicant for registra-
tion of an industrial design, provided the applica-
tion has been made in accordance with Sections 11
and 13. This presumption is important where the
registered owner brings legal proceedings against
a user of the same industrial design. It will be
for the defendant to prove that the applicant's
design was not new at the time of application.
The presumption may also play a part in the event
of opposition under Section 15, Alternative B, or
of an appeal by the applicant, under Section 18,
against a refusal of registration based upon lack of
novelty (in the case of examination as to substance
under Section 15, Alternative C),

Subsection (2) lays down the way in which the
presumption of subsection (1) may be rebutted:
the opponent of the registered owner must prove
that the design was made available to the public
before the date of application or before the validly-
claimed date of priority,

The Third Model Law Committee decided in
favor of abselute noveliy, that is, without any limi-
tation as to the time or place or as to the means
by which a prior creation was made available to
the public. It expressed the opinion, however,
that other solutions could be equally envisaged.
The principle of absolute novelty means that even
prior creations made available in a distant country,
or long before the application for registration of
the industrial design, must be taken into considera-
tion. To temper this principle, limitations as to
time could be prescribed (50 years before the
application, for example) and as to space (for
example, the territory of a country), or as to the
means by which the prior creation was made avail-
able to the public (for example, by only considering
as disclosed, designs published as the result of an
application in the country or enjoying de facto
notoriety in the industrial or business circles of
that country).

Or instead, the law might also allow an applicant
to prove, as a defense against a prior creation, that
he could not have been aware of the earlier disclo-
sure. If this solution were adopted, a further
provision giving any third person who had used
the industrial design in good faith, before the date
of application, the right to continue such use,
would be desirable.

To constitute a prior creation referred to in
subsection (2), it is not necessary for an industrial
design in its strict sense to be involved. The prior
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creation can consist of 2 work of art or of a form
found in nature or in the public domain, that is,
forms which have become available to all.

Where an industrial design has been applied for
but not published, a subsequent application for the
same design will not be precluded for lack of nov-
elty, but the first application will have a right of
priority under Section 7 (1) and (3), and the ulti-
mate registration of the later application may be
refused or, if accepted, contested on the ground of
nullity in accordance with Section 33

The rule that an industrial design made available
to the public is no longer protected under the law
of industrial designs, is of course also applicable in
the case where it is the actual person entitled to
legal protection (see Chapter Il) who has made it
available prior to the application (except in the
case of exhibitions provided for in subsection (3)).
The person entitled to legal protection has there-
fore an interest in applying for registration of the
industrial design as early as possible, in order not
to lose the protection under the law of industrial
designs. (Protection under the law of copyright is
not however forfeited in these circumstances.)

Subsection (3} deals with the case of an industrial
design exhibited at a public exhibition. The in-
dustrial design will not, for this reason alone, be
deemed to have been made available to the public,
provided that the exhibition was official or offi-
cially recognized and the industrial design was
exhibited in the six months preceding the date of
application.

Under subsection (4), prior creations precluding
novelty (see subsection (2)) are not restricted to
those which are identical to the design or which
concern only the same kind of products. Minor
differences of appearance, or use for ancther kind
of product, do not constitute a sufficient factor of
novelty. However, the accent, in this context, is
on the word "minor.” Objects which are only
similar in form should not be taken into account,
Otherwise, it would be almost impossible to create
anything new.

Section 5: Applicability of International Conventions

The relevont provisions of inter-
nofionol biloteral or mulfiloterol con-
venfions to which [the country] is or
will become o party, which regulote
the rights of notionals of Stotes porties
to such convenfions ond of persons

This Section deals with the application of inter-
national conventions, in the country adopting the
Model Law, to its own naticnals and to persons
assimilated to them, as well as to nationals of the
other States parties to the conventions and to
persons assimilated to such nationals.
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assimilated to such nationals, shall be
applicable by virtue of this Law.

As to the suitability of this Section for the vari-
ous legal systems, countries may be divided into
twoO groups.

Countries belonging to one of these groups have
Constitutions or constitutional systems which per-
mit their administrative and judicial authorities to
apply to the interested parties the provisions of
international conventions, drafted in a way which
makes such direct application possible (“self-
executing provisions’). In some countries, this
systern of direct applicability is provided for by the
Constitution; in others, a convention is only di-
rectly applicable if a law expressly so provides.

Countries belonging to the other of these two
groups do not have such a system of direct appli-
cability. In these countries, the provisions of an
international convention bind only the State and,
in order to become applicable to private parties,
they must be reproduced in a domestic law.

The Section under consideration, which is iden-
tical with Section 6 of the Model Law on Inventions
and Secticn 2 of the Model Law on Marks, Trade
Names and Acts of Unfair Competition, was in-
serted for the use of countries belonging to the
first group.

The effect of the Section, in these countries, is
that all provisions of international conventions
dealing with industrial property to which the
country is a party, whether these conventions be
bilateral or multilateral—and, among the latter,
particularly the 1883 Paris Convention for the
Protection of Industrial Property—will become ap-
plicable in that country without the need for any
additional measures. 1In respect of the Paris Con-
vention, this means that persons eligible for pro-
tection under that Convention (see Articles 2 and
3) will have the right to invoke, within these coun-
tries, all provisions of the Convention which are
directly applicable (self-executing) on the basis of
Section 5 of the Model Law.

Another effect of Section 5, in respect of these
countries, consists in the fact that even their own
nationals, and persons assimilated to them, will be
able to invoke the self-executing provisions of a
convention, and especially those of the Paris
Convention.

As far as the countries of the first group are
concerned, whose Constitutions already provide
for direct applicability of conventions also to their
own nationals, adoption of the Section under con-
sideration is unnecessary, since the effects referred
to in the preceding paragraphs are already pro-
duced by the national Constitutions themselves,

On the other hand, for the countries in the
second group, the Section under consideration is
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without interest and can be omitted since their
Constitutions exclude direct applicability of inter-
national conventions. These countries would have
to reproduce the relevant provisions of the con-
vention in the Law under consideration, or in an
annex, and declare their applicability on the do-
mestic level.

Section é: Rights of Foreigners

Foreigners who do not foll within This Section, which is similar to Section 7 of the
the scope of the preceding Section Model Law on Inventions, deals with the rights of
sholl have the same rights os nationols, foreigners not covered by international conven-
unless the Minister responsible for in- tions.
dustriol property sholl hove, by order, As a rule, such foreigners may benefit from the
suspended the applicotion of this pro- provisions of the Law, However, this advantage
vision so for as it relotes 1o the notio- may be suspended when sufficient reciprocity is
nols of o country, and persons ossim- lacking.

iloted to them, on the ground that
thot country does not grant adequote
reciprocity.

CHAPTER II: RIGHT TO LEGAL PROTECTION

Chapter Il of the Medel Law, which is to a large extent similar to the second chapter of the
Model Law onlnventions,dealswiththe question of who has the right tolegal protection for an industrial
design—whether it is only the creator of the industrial design or whether, in some cases, another
person (for example, an employer) has the right. The Law gives the following answer:

In principle, it is the creator, or his successor in title who has the right to legal protection
(Section 7 (1) and (2)). However, the person who was the first to file an application for the regis-
tration of an industrial design (or who was the first validly to claim the earliest priority for his
application) is—except in the cases referred toin Sections 8 and 9—deemed to be the creator or his
successor in title even if, in fad, he is not (Section 7 (3)). The reasons for this provision are explained
below.

In any case, the Model Law protects the “moral right” of the creator: he is always entitled to
ask to be mentioned as such—as the creator—in the registration. (Section 10).

All these provisions apply also when there are several creators, successors in title or applicants.

The system adopted in the Model Law, which is particularly relevant in the second Chapter, is
the system of exclusive rights: the registered owner is, on registrafion, entitled to preclude third
parties from exploiting the industrial design.

Side by side with this system, a system of authors’ certificates could be provided for, such as exists
in the Soviet Union ard in other socialist countries of Eastern Europe. The Third Model Law
Committee felt that this possibility should be mentioned in the Commentary on the Model Law, as
an alternative.

Countries interested would be able to adopt, side by side with the provisions of the present
Model Law, a complementary provision under which the creator or his successer in title may, at his
option, acquire for an industrial design complying with Sections 2, 3 and 4 of the Model Law either
an exclusive right or an author’s certificate. The owner of an author’s certificate does not have the
right to exploif the industrial design or to grant licenses to third parties: these rights belong to the
State. The State is, however, under an obligation to exploit the industrial design, in so far as it is
capable of economic exploitation, and to compensate the owner of the author’s certificate.
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The provisions of Sections 1 to 8, 10 to 12, 14 to 18, 23, 33, 34, 38 and 39 are applicable, by
analogy, to the issuance of authors’ certificates. The provisions relating ta industrial desi‘?ns
created pursuant to a commission or by an employee (Section 9), the payment of fees (Section 13)
the duration and renewal of registrations (Chapter 1V), exclusive rights (Chapter V), joint owner-
ship (Section 24), license contracts (Chapter V), renunciation (Section 32) and the infringement of
rights (Chapter IX) are not applicable.

This summary description is merely an outline upon which a system of authors’ certificates
could be built. In any case, although authors’ certificates may in some countries, for economic
reasons, be more advantageous ta national creators than exclusive rights, they would rarely have
much attradlion for foreign creators. Since one of the objects of the law of industrial designs is
industrialization, a country needs to atfract industrial designs created by foreigners, as well as
foreign investment, Moreover the option of acquiring exclusive rights should always be apen even
in countries which provide for authors’ certificates.

Section 7: Right to Legal Protection

(1) Subject ta Sectian 9, the right ta
legal pratectian shall belang ta the
creator af the industrial design ar his
successar in title.

(2) If twa ar mare persans have jaint-
ly created an industrial design, the
right ta legal pratectian shall belang
ta them ar their successars in title
jaintly ; a persan wha has merely assis-
ted in the creatian af the industrial de-
signh and has made na cantributian of
a creative nature shall nat, hawever,
be deemed ta be the creatar ar ca-
creator.

(3) Any persan wha is the first ta file
an applicatian far the registratian af
an industrial design ar is the first valid-
ly ta claim the earliest priarity far his
applicatian shall, subject ta the pra-
visians af Sectians 8 and 9, be deemed
ta be the creator ar the successar in
title of the creatar.

Subject tc the scle exception provided for in
Section 9, subsection (1} states the principle that the
right to legal protection belongs to the creator of
the industrial design, or to his successor in title,

Subsection (2) deals with the question as to
ownership of a joint creation. The words '‘con-
tribution of a creative nature” are to be under-
stood to exclude mere technical assistance. The
effects of joint ownership that arise after the date
of application are regulated by Section 24.

Subject to two possible exceptions provided for
in Sections 8 and 9, subsection (3) establishes an
irrebuttable presumption as to the creator: the
person who is the first to file an application for
registration of an industrial design or whe is the
first validly to claim the earliest priority for his
application is deemed to be the creator or his
successor in title,

These are good reasons for establishing this pre-
sumption, which was approved by the Third Model
Law Committee. One of them is that the pre-
sumption enables litigation to be avoided on the
frequently very controversial question of who is
the true creator. Another reason is that the pre-
sumption helps to promote one of the aims of all
industrial property laws—namely, the earliest pos-
sible disclosure of creations to the public—by re-
warding the person who is the most diligent, in
causing, through his application, the disclosure of
the creation.

The presumption does not necessarily work in
favor of the first applicant in the country. [f there
is another applicant claiming a pricrity whose date
precedes that of the filing of the first application
in the country, this other applicant will be entitled
to legal protection.



24 TEXT AND COMMENTARY

If several priorities are claimed, the earliest in
date prevails over the others. Of course, the
claim must be a valid one. The formal require-
ments of Section 12 must therefore be fulfilled.
Further, according to the Paris Convention (which
might be applicable in the country—see Section 5),
priority may be claimed only on the basis of a
"first” application, amounting to a regular national
application, filed in one of the Contracting States
(subject to the sole exception provided for in
Article 4 C (4) of the Convention). If several ap-
plicants claim the same priority date, the person
who filed his application first will be preferred.

The presumption means that no one may invoke
against a first application (or against the application
validly claiming the earliest priority) the fact that
he is the creator or the co-creator, or that he is
entitled to legal protection for other reasons.
(See, however, the two possible exceptions provid-
ed for in Sections 8 and 9.)

Of course, it follows from Section 1 (2) of the
Model Law that the presumption does not affect
any copyright which may cover the same creation.
It is a special rule of the law of industrial designs,
which responds to the practical needs of industry
and handicraft. The author, therefore, of an in-
dustrial design which is a copy of a work protected
by copyright may proceed against the first applicant
and prevent him from reproducing it. He may
moreover exercise the right provided for in sub-
section (1) of this Section.

Section 8: Usurpation

(1) If the essential elements of an in-
dustrial design, the subject of an ap-
plication, have been obtained from the
creation of another person without the
rightful owner having consented to the
obtaining thereof and to the filing of
an application, the rightful owner may
demand that the application or the
registration be transferred to him.

(2) The consent of the rightful owner
may be given subsequent to the filing
of the application; in that event, it
shall be retroactive to the date of the
application.

Subsection {1 )}—an exception to the rule provided
for by Section 7 (3)—deals with the case where an
industrial design applied for is a copy of a third
person’s creation. |t empowers the rightful owner
to claim ownership of the application or of the
registration, if he proves that the essential elements
of the industrial design have been obtained from
his own creation. In this context, the “rightful
owner'' is either the creator of the industrial de-
sign who does not benefit from the presumption
under Section 7 (3) (because he is not the first
applicant or the applicant claiming the earliest
priority) or the person who commissioned the
work or an employer, where the design was created
pursuant to a commission or in the course of em-
ployment (see Section 9). The word *‘obtained”
means that the applicant or the person who has
worked for him (an employee, for example) has
simply copied or appropriated the third person’s
creation without the consent of the rightful owner
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The Third Model Law Committee discussed the
question as to who is competent to decide, in the
event of usurpation, that the application or re-
gistration should be transferred to the victim of
the usurpation. The answer varies according to
whether the claim is made before or after registra-
tion, After registration, the Industrial Designs
Office may, in principle, no longer make alterations
to the Register (except those of a formal nature,
such as the applicant's address, etc.); it is therefore
for the Court to decide whether the registration
should be transferred. Before registration, the
victim of usurpation can, depending on the national
system concerned, either apply to the Court or
appeal to the Industrial Designs Office and later,
if he is still not satisfied, to the Court under
Section 18.

A particular example of where the Office will be
competent to decide on the transfer of the appli-
cation is the case where the law provides for an
opposition procedure pricor to registration. The
Third Model Law Committee was in favor of such
a system, and Section 15, Alternative B (5), takes
account of tnis view,

The Committee further expressed the view that
the victim of usurpation should have the right to
request annulment of the application or registra-
tion, instead of the transfer. These possibilities
are formulated in Section 15, Alternative B (5), and
Section 33 (1).

The principles of this Section apply, mufatis mu-
tandis, to joint creations. If one of the co-creators
has, by himself, and without the consent of the
others, applied for registration of the industrial
design, the others may claim to be recognized as
co-owners of the registration or request annulment
of the application.

Subsection (2) provides that the rightful owner
may consent to an application for registration of the
industrial design by the third person after the ap-
plication has been filed. Such consent will be of
retroactive effect and the application for registra-
tion of the usurped design will be deemed to have
been properly filed.

Section 9: Industrial Designs Created Pursuant to a Commission or by an

(1) Subject to the legal provisions
governing contracts for performing a
certain work and employment con-
tracts, and in the absence of contrac-
tual provisions to the contrary, the

Employee

This Section, which is largely similar to Section 10
of the Model Law on Inventions, provides a special
régime (constituting an exception to Section 7 (3))
for industrial designs created pursuant to a com-
missicn or by an employee.
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ownership of on industriol design
mode in execution of the contract
sholl belong to the person having
commissioned the work or to the
employer.

(2) The some provision sholl opply
when on employment controct does
not require the employee to exercise
any creative activity, but when the
employee hos created an industriol
design using dota or meons thot his
employer has put ot his disposol. In
that event, he sholl hove a right to
remuneration, toking into account his
solory ond the importonce of the in-
dustriol design created. Such remune-
rotion shall, in the absence of agree-
ment between the parties, be fixed by
the court.

In some countries, the provisions of the civil or
administrative laws regulating such contracts may
resolve the question of who should have the right
to legal protection for an industrial design created
in performance of such contracts, or in relation to
them. Also, the stipulations of the contracts
themselves may provide for the solution. It is for
the cases in which neither the civil or administra-
tive laws nor the contracts themselves provide for
a solution that appropriate provision in the law of
industrial designs is indicated.

Subsection (1) deals with the case of an industrial
design created in the course of a commission or
employment: the ownership of the creation be-
longs to the person who commissioned the work,
or to the employer.

The industrial design, in the case of subsection (2),
was created by an employee who was not required
to exercise creative activity, but who, during the
course of his work, used data or means that his
employer had put at his disposal. Here the same
rule as in subsection (1) applies, in so far as owner-
ship of the industrial design is concerned. The
employer is, however, required to remunerate the
employee, whose profitable initiative went beyond
his contractual obligations. Such remuneration
will be assessed in the light of the employee's
salary and of the importance of the industrial de-
sign applied for by the employer.

Unlike the Model Law on Inventions, the Model
Law on Industrial Designs makes no provision for
remuneration in the case of an exceptional creation
made by an employee in the performance of his
contract. Such a provision is not necessary in
respect of industrial designs, which can never
acquire so great an importance as that of certain
outstanding inventions.

Section 10: Right of the Creator of an Industrial Design to be Mentioned as Such

(1) The creotor of the industriol de-
sign sholl be entitled to be mentioned
os such in the registrotion.

(2) The preceding provision sholl not
be modified by controct.

Subsection (1) provides that the creator of an
industrial design must in all cases be mentioned as
such in the registration. He may make such a re-
quest either to the Industrial Designs Office before
registration, or to the competent Court after
registration.

This provision is important in the case where the
creator is not the applicant for registration of the
industrial design—where, for example, the indus-
trial design was created pursuant to a commission
or by an employee. The Third Model Law Com-
mittee discussed the appropriateness of some addi-
tional qualification to the word "creator,” for
example, “true’’ or “original.”” However, the text
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is clearer without any such qualification, because
the term *‘creator” means, in all cases, the physical
person who created the industrial design.

Subsecfion (3) makes this provision mandatory;
it cannot therefore be waived by contract. This
rule stems from the fact that a "moral right” of the
creator is invelved—a right which he cannot val-
idly renounce,

CHAPTER Ilil: PROCEDURE FOR REGISTRATION

This Chapter, dealing with the registrotion of industriol designs and reloted questians, cansists
af eight Sectians (11 ta 18). There are three olternatives for Section 15 (A, B and C); Section 17 has
two olternotives (A ond B), A being linked ta A and C af Sectian 15, whilst Alternative B is linked ta
B of Sectian 15.

The provisians af this Chopter ore, to o large extent, anologous ta those af Chapter Il af the
Madel Low on trodemarks, except in relatian to certain provisians which take accaunt af the speciol
nature of industriol designs.

Sections 11 to 13 set out the conditians governing opplicatians far registrotion of industrial
designs. Section 11 enumerotes the porticulors which the application must contoin, Sectian 12 deols
with the right of priarity ond Section 13 with the fees payable.

Sectian 14 deals with the exomination af opplicatians as ta farm by the Industrial Designs Office.

Sectian 15—o result of discussians in the Third Madel Low Cammittee—distinguishes between
three olternotives; the registratian of the industriol design is effected either withaut exomination
as to substance (Alternotive A), ar after apposition procedure {Alternctive B) or ogoin ofter ex-afficio
examinotian af the opplicotian as to substonce {Alternotive C).

Sections 16 ond 17 deol with the cantents of the Register, the issuance af the certificate, publica-
tion of industriol designs ond consultatian af the Register. In respect af publication, Section 17
contoins on olternative, which stems fram Alternative B af Sectian 15. Under this alternotive, the
second publicotian, which follaws the first publicatian effected far the purpase af opening the
oppasitian procedure, na longer includes all the items of the first publication.

Finolly, Sectian 18 mokes pravision for oppeol ogoinst the decisians af the Industriol Designs
Office.

The question of the examinotion af applicotians—the subject af Sectians 14 ond 15—colls far
certoin preliminory observations. A positian hos ta be token an certoin importont points and, in
porticular, on one which is fundomentol: shauld the Industriol Designs Office exomine opplications
salely as to form ? Or alsa as ta substonce ?

An examinotian os fo form means ane to determine whether the applicotian cantains all the
required porticulars (Section 11), whether the prescribed fees have been paid (Sectian 13), and,
when priarity is cloimed (Section 12), whether the relevont farmolities have been carried out. The
present Madel Low includes in the examinotion as ta farm (Alternotive A) verificatian of compliance
with Section 3 (2), since industriol designs cantrary ta public order ar marality shauld be neither
registered nar published.

Exominotion as fo subsiance meons, essentiolly, examination to determine whether the subject
af the opplicotion canstitutes an industriol design within the meaning af Sectian 2, whether the
industrial design was new ot the time af the opplicatian (Sectians 3 (1) and 4) and whether any
eorlier applicotian, ar an application benefiting fram an earlier priority, was made in the cauntry
for the same industrial design.

An intermediote salution consists in the cambination of the exomination os ta form with an
opposition procedure; under such a system, the Office exomines the question of novelty or passible
canflict with earlier rights only if these motters hove been invoked by an opponent.

In the view af the Third Madel Low Committee, a procedure which allaws appasitian before
registration af on industrial design, os well os examination os to substance, con sametimes affer
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advontages. But it is only on the bosis of each country’s speciol circumstonces thot o choice can be
made between this system and the system which does not entail examination as to substance. The
Meodel Law accordingly provides Alternatives A, B, and C.

The advontages of an opposition procedure prier to registration reside in the fact that the num-
ber of registrations of industriol designs which ore invalid for lack of novelty or incompatibility
with earlier rights can, to a large extent, be reduced. Third parties, who normally resort to opposi-
tion procedures only out of self-interest, find themselves at the some time working in the public
interest by cousing invalid registrations to be refused. After such procedure, the Register gives o
more exact picture of the legal position. The task of the Courts in the country is correspondingly
lightened, since questions which would normally hove to be dealt with in legol proceedings for
infringement or nullity of registrotion can be decided immediately under the opposition procedure.

These advantages can beeven greoterifthe Office undertakes, in all coses, on exomination os to
substonce. Such exomination also covering the conditions of Section 2 (with no need for action by
o third party} would ollow a siill greater meosure of certainty for registered owners, their competi-
tors and the public in general. Such a system could work without an opposition procedure (as
provided for by Alternative C} or in conjunction with one: the Office would first make on exomination
as to substonce and then publish the opplicotion with o view to possible opposition {in this case,
Alternatives B and C should be combined).

The Third Model Law Committee reolized, on the other hand, thot the system of opposition ond
the system of examination os to substance con olso give rise to disadvantoges. In the first place, a
developing country is often not in a position to staff its Industrial Designs Office with the relatively
numerous and highly qualified personnel that these systems require. A highly qualified personnel
is, in fact, essential fo the exomination of on industriol design for compaotibility with Sections 2, 3 (1)
ond 4, and with third-porty rights. This argument, however, hos more force in respect of the
system of ex-officio examination os to substance than of the opposition system, since the latter entoils
less work for the Office,

But, even if the Office did have such o highly qualified personnel, it would encounter consider-
oble difficulties if it was required to examine all applications on the criterion of absolute novelty
specified in Section 4 (2). Itis procticolly impossiblefor an exominertobe oware of oll prior creations
without any limitation os totime and space. This would involve the setting-up of a vastdocumentation,
which would olways be incomplete; and it seems doubtful whether the cost of such documentation
would bear a reasonable relationship with the result sought. If a country adopts the absolute
novelty principle, it would seem preferakle for the Office not to exomine for novelty, or to do so enly
in cases where it considers this useful, or upon opposition. The disadveontage of including in the
Register designs that are not new is less burdensome than the obligction on the Office te exomine all
industrial designs for absolute novelty, including designs of no economic value which will probably
never beused. Lack of novelty can always be invoked by a defendant sued forinfringement of adesign.

Alternative C, for this reason, does not provide for compulsory examination, but, in occordance
with the opinion of the Third Medel Low Committee, only for the right of the Office to corry out on
examinction os to substonce. 1n other words, the Office hos o discretion. Compulsory exomination
os to substonce is only feasible in so for os the principle of obsolute novelty is, for the purpose of the
examination, tempered by limitations as to time ond space.

On the other hand, the system of on examination limited to form would also present advontages.
It is at the same time more simple and less onerous, ond it enobles decisions os to registrotion to be
token more quickly. However, it should be emphasized that, even with this system, it is necessary
to hove a competent and experienced staff—less numerous thon in the case of examinetion as to
substonce—since exominotion os to form olone olso involves difficult problems.

With these considerations in mind and according to its resources and preferences, each country
must decide its own approach to examination of applications.

In conclusion, a further general remark should be mode: the reference in the Low to the
“Industrial Designs Office’” does not mean that a special Office should be set up, side by side with
the Patent Office or the Trademark Office. On the contrary, the functions that the Model Law gives
to the Industrial Designs Office should preferably be discharged by a division of the Patent Office
or the Industrial Property Office. Each country must make its decision on the basis of its own
particular conditions.
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Section 11: Requirements of Application

(1) The application for registration
of an industrial design shall be made
to the Industrial Designs Office and
shall contain:

(a) a request for registration of
the industrial design;

(b) the complete name and ad-
dress of the applicant and, if the ap-
plicant’s address is outside the coun-
try, an address for service within the
country ;

(c) a specimen of the article em-
bodying the industrial design,or apho-
tographic or graphic representation
of the industrial design, in color where
it is in color;

(d) an indication of the kind of
products for which the industrial de-
sign is to be used and also, if the Rules
make provision for classification, an
indication of the class or classes in
which such products are included.

(2) If appropriate, the application for
registration shall be accompaniedbya
declaration, signed by the creator of
the industrial design, requesting that
he be mentioned as such in the re-
gistration and giving his name and
address.

(3) If the application is filed through
an agent, it shall be accompanied by
a power of attorney signed by the ap-
plicant ; legalization or certification
of thesignature shall not be necessary

(&) Provided that the products indi-
cated are of the same kind or kinds,
or, if the Rules make provision for
classification, that they are in the
same class or classes, the application
may comprise one to fifty industrial
designs.

(5) The details of the above require-
ments with which the application for
registration of an industrial design
must comply shall be fixed by the
Rules.

This Section governs the contents of an applica-
tion for registration of an industrial design.

The application must, in the first instance, in-
clude a request for registration of the industrial
design, stating the applicant’s name and address.

Since it is important that communications ad-
dressed to the owner of an industrial design (for
example, a request to amend or complete the ap-
plication documents, or the communication pro-
vided for in Section 33 (1), or the notice referred
to in Section 37 (2)) shouid be sure to reach him,
an applicant residing outside the country is re-
quired to furnish an address for service within the
country—see, in this respect, Section 16 and its
commentary,

Paragraph (c} of subsection (1) lays down that the
application must contain either a specimen of the
article embodying the industrial design itself or a
photograph or drawing.

Under Section 11 (5), detailed requirements of
an application for registration are to be fixed by
the Rules. This is particularly relevant in the case
of subsection (1), paragraph (c). The Rules should,
for example, fix limitations in the size and weight
of industrial designs to be lodged, to prevent the
deposit of objects that are too voluminous or
heavy. If an object exceeds the limits fixed by the
Rules, the applicant will no longer have the choice
between submitting the industrial design itself or
a reproduction: he will only be able to deposit a
reproduction.

The Third Model Law Committee considered
that the applicant might be obliged or entitled to
include a means of reproducing the embodiment of
the industrial design or the photographicor graphic
representation (for example, a printing-block},
which the Office could use to make the reproduc-
tions required by Section 15, Alternative B (3),
Sections 16 (2) and 17, Alternative A(1). The
Rules could equally well decide this question. A
requirement of this kind might not be so appro-
priate in that applicants in developing countries
are probably not always in a position to furnish a
means of reproduction and in any event the Office
would be better equipped for the preparation of
such a means of reproduction. An applicant can
always be given a right to include 2 means of re-
production, which would give him a guarantee that
reproductions made under Sections 15, Alternative
B (3), 16 (2) and 17, Alternative A (1) were to his
satisfaction. Moreover, in such an event, he would
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not have to make any payment to the Office for the
preparation of the means of reproduction.

Subsection (1), paragraph (d), requires an indi-
cation of the kind or kinds of products for which
the industrial design will be used and, if the Rules
provide for classification, an indication of the class
or classes in which these products are included.
This indication is given only in the interest of the
Administration, in order to facilitate the classifica-
tion of applications; as regards the novelty of in-
dustrial designs and the extent of their protection,
there is no limitation to a certain sector of products
(see Section 4 (4) and Section 21 (2)).

Where the Rules provide for classification (for
example, the international classification established
by the Locarno Agreement of October 8, 1968), the
applicant will be expected to indicate, apart from
the kinds of products involved, the class or classes
in which these products are included.

Section 11 (2) guarantees the application of Sec-
tion 10, concerning the right of the creator to be
mentioned as such.

Subsection (3) regulates the employment of an
agent. Since it is sometimes difficult to file a
power of attorney at the same time as the applica-
tion for registration, countries might like to specify
that the application must be accompanied by a
power of attorney or followed by one within a
fixed period. For such a period, three months
would seem reasonable.

Subsection (4) concerns multiple applications.
This provision simplifies the formalities in cases
where a person intends to file an application on the
same date for the registration of several industrial
designs, intended for products of the same kind or
kinds or the same class or classes, for example, a
series of specimens of textile materials. In this
event, it is sufficient to furnish the particulars
prescribed in subsection (1), paragraphs (a), (b) and
(d), once only. This involves only a single appli-
cation and a single registration; the registration
and the publication will, however, contain the re-
productions of all the industrial designs involved.
A multiple application may comprise one to fifty
industrial designs. It is equally possible in such
a case for photographs or drawings to be deposited,
instead of the industrial designs themselves.

Subsection (5) takes account of the fact that the
Law cannot, for practical reasons, prescribe all the
formal conditions which applications in respect of
industrial designs must satisfy (for example, size of
paper, number of copies, language(s) to be used,
etc). The Law will be supplemented in this re-
spect by the Rules,
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Section 12: Right of Priority

The opplicont for registrotion of
on industriol design who wishes to
ovail himself of the priority of on
eorlier opplicotion filed in onother
country is required to oppend to his
application a written declorotion, in-
dicoting the dote ond number of the
eorlier applicotion, the country in
which he or his predecessor in title
filed such opplicotion ond the nome of
the opplicant, ond to furnish, within
a period of three months from the
date of the loter opplication, o copy
of the eorlier applicotion, certified os
correct by the Industrial Properiy
Office or the Industriol Designs Of-
fice of the country where it was filed.

This Section deals with the form in which an
applicant, wishing to avail himself of the priority
of an earlier application for the same industrial
design filed abroad, must present his claim.

The Section has relevance only for countries
bound by a multilateral or bilateral convention
providing for the right of priority. As long as a
country is not bound by any such convention, it
may omit this Section altogether. Of course, it
may also retain it in view of its possibie adherence
to a convention.

On the other hand, for certain countries the
Section is incomplete and will have to be supple-
mented by more provisions. The Section deals
only with the form in which priority may be claim-
ed; it does not define either the right of priority or
its legal consequences. This definition and the
legal consequences usually appear in the conven-
tions providing for a right of priority. In countries
where conventions need no implementing domestic
legislation (see the commentary on Section 5), the
provisions of the conventions, together with Sec-
tion 12, will suffice. But in countries where im-
plementing legislation is a constitutional require-
ment, Section 12 will have to be completed by the
relevant convention’s provisions on the right of
priority.

The most important of the conventions providing
for a right of priority is the Paris Convention for
the Protection of industrial Property. Article 4
of this Convention regulates in detail the right
of priority. [t provides among other thin§s that
any person who has duly filed an application for the
registration of an industrial design in one of the
Contracting States, or his successor in title, shall
enjoy, for the purpose of filing an application for
the same industrial design in the other Contracting
States, a right of priority during a period of six
months from the date of the first application. No
application filed during this period will be “invali-
dated” by any act accomplished in the interval,
such as, for instance, another application, or use of
the industrial design, and such acts cannot give rise
to any third-party rights.

As already stated, the Section under considera-
tion sets out the formal requirements to be ful-
filied by the applicant wishing to claim priority,
He has to do two things: (i) attach to his applica-
tion a written declaration to the effect that he
claims priority, providing certain details to enable
identification of the earlier (foreign) application and
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{ii) furnish, within three months from the date of
the subsequent (domestic) application, a certified
copy of the earlier (foreign) application.

Section 13: Payment of Fees

An application for registration of
an industrial design shall not be en-
tertained unless the fees prescribed
by the Rules have been paid.

This Section deals with the payment of the fees
required in respect of an application for registra-
tion of an industrial design. A consequence of
this provision is that if the fees reach the Industrial
Designs Office on a later date than the application,
the effective date of application will be the date on
which the fees reached the Office.

There should be a particular provision in the
Rules for a basic fee in respect of the application for
registration of an industrial design, and an addi-
tional fee in cases where the Office has to prepare
a printing-block for the reproduction of the designs
required by Section 16 (2) and Section 17, Alter-
native A (1).

In respect of the size and weight of articles em-
bodying industrial designs intended for registra-
tion, the Rules might specify intermediate limits
(within the maximum prescribed) beyond which an
additional fee would be chargeable.

In the case of an application concerning more
than one industrial design (Section 11 (4)), the
Rules should provide for additional fees corre-
sponding to the number of designs in such applica-
tion; the maximum fee should be substantially
lower than fifty times the basic fee.

The fee required at the time of application could
be calculated so as to cover the cost of all the work
to be done by the Office, including the registration,
{the examination as to form, examination as to
substance—if any, registration and publication) and
for the first period of protection. If, however, the
opposition procedure is adopted (Section 15, Alter-
native B), the fee required at the time of application
should only cover the procedural phase which ends
with examination as to form. The applicant would
later have to pay a further fee (see Section 15,
Alternative B (1)), in respect of the second phase
of the administrative procedure {publication, re-
gistration and second publication) and also the first
period of protection.

Under such a system, the question arises whether
the Office should refund part of the fees received
if the application does not result in registration.
In view of the complication entailed by such refund,
the Office could justifiably retain the full amount,
even where registration is refused.
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Section 14: Examination of Application

(1) The Industrial Designs Office shall
examine the applicatian as ta its can-
farmity with Sectians 3(2), 11, 12
and 13.

(2) If the pravisians af Sectians 3 (2),
11 or 13 have nat been camplied with,
the Office shall refuse registratian of
the industrial design; if the require-
ments af Section 12 have nat been ful-
filled, the Office shall nat mentian, in
connection with the registratian af the
industrial design, the priarity claimed.

(3) Before taking a decision under
subsection (2), the Office shall notify
the applicant af the defect in the ap-
plicatian. The application may then
be campleted ar amended in the three
manths following the natification. The
application shall take effect only an
the date upon which it becames com-
plete and regular.

This Section deals with examination as to form
(but including the conditions in Section 3 (2)) of an
application for registration of an industrial design
by the Industrial Designs Office. Such examina-
tion must be made in all cases {whatever Alter-
native of Section 15 is adopted) before action can
be taken under Section 15.

Subsection (1) enumerates the Sections which
must be considered at the time of examination.
These are Sections 3 (2), 11, 12 and 13.  The appli-
cation is therefore examined as to form and, partly,
in so far as concerns public order and morality,
as to substance.

Under Section 3 (2), the Office must examine
whether the industrial design is contrary to public
order or morality. On the other hand, no exami-
nation of novelty under Section 3 (1) is made at
this stage.

Under Section 11, the Office must examine
whether the application fulfils the conditions set
forth in that Section (indication of name, address,
etc., the filing of the industrial design or of a photo-
graphic or graphic representation and other con-
ditions).

Under Section 12, the Office must examine
whether the written declaration required in cases
where priority is claimed contains all the partic-
ulars prescribed. The Office must also ensure
that a certified true copy of the earlier application
was filed in time,

Under Section 13, the Office must examine
whether the relevant fees have been paid by the
applicant.

Subsection {2) provides for the case where the
Office finds that one of the requirements in sub-
section {1) has not been fulfilled. Apart from the
case of Section 12, failure to fulfil the require-
ments will result in the refusal of registration.

Non-compliance with Section 12 will only mean
that the priority claim will not be included in the
registration. The Office will not, at this stage,
examine questions of substance. In particular, it
will not ascertain whether the earlier application
invoked corresponds in all respects to the same
industrial design in the later application, or whether
the earlier application was the first application
qualifying as a regular national application. These
questions, if they are raised by third parties, will
be settled by the Court.



34 TEXT AND COMMENTARY

Where the registration contains a reference to an
unjustified claim for priority, the Court will declare
the claim for priority null and void (which may also
mean that the registration will itself be deciared
invalid by the Court); if, on the other hand, the
Office wrongly omits from the registration a prior-
ity claim submitted in the form prescribed by
Section 12, the Court will order such reference to
be inserted (with the possible consequence that
the registration will subsist despite proceedings
for a declaration of nullity).

Subsection (3} takes account of the Third Model
Law Committee's opinion that an applicant should
have the right to regularize an application that is not
complete or regular, within a certain period. The
Office will accordingly be required to notify the
applicant in such a case (if the industrial design is
contrary to public order or morality, for instance)
so that his application can be completed or amended
in the three months following notification; (this
period can be varied in accordance with each
country's conditions). The applicant will not,
however, keep the original date of his application,
which will only take effect on the date upen which
it became complete and regular.

This provision favors the applicant particularly
as regards the payment of the tees. In the absence
of such a provision, the Office would have imme-
diately refused registration in accordance with
Section 14 (2); the applicant’s only course would
then be to lodge a new application (this time in
regular form) for the same industrial design, which
would involve a fresh obligation to pay the fee.

Alternative A

Section 15: Registrotion of Industrial Design without Examinotion of Application
as to Substance

§1) When the exominotion provided
or in Section 14 shows thot the op-
plicotion sotisfies the requirements of
Sections 3 (2), 11 ond 13, the industriol
design sholl be registered, in occord-
once with the opplicotion, ond with-
out further preliminory exominotion,
in porticulor, without exominotion os
to whether the registrotion is or is not
controry to Section 3 (1).

(2) When the exomination provided
forin Section 14 shows thot the require-
ments of Section 12 hove been ful-

Alternative A of this Section corresponds to the
system in which applications are examined solely
as to form and as to the observance of Section 3 (2).
Under this system, there is no other examination
than that prescribed by Section 14 (1). If such
examination shows that the conditions in Section
14 (1) have been properly observed, the Office will
be under the obligations set out in Section 15.
Alternative A is therefore the converse of Section
14 (2). As in the case of Section 14(2), two dif-
ferent situations are recognized:

Subsection (1) concerns the case where the ap-
plication satisfies the requirements of Sections 3 (2),
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filled, the Office shall record, in con-
nection with the registration, the
priority claimed.

11 and 13.  The Office will then be obliged to re-
gister the industrial design.

Subsection (2) concerns the case where, in addi-
tion to the requirements of Section 3 (2), 11 and
13, those of Section 12 are fulfilled. In this case,
the Office will be obliged to record in the registra-
tion the priority claimed.

Since the pre-registration examination is re-
stricted to formal requirements and one part only
of the substantive conditions (public order and
morality) and not the other conditions as to sub-
tance (such as novelty), it is obvious that such re-
gistration of an industrial design does not imply
any guarantee as to its validity, The Courts can
always refuse to recognize a registered industrial
design as not satisfying the requirements of Sec-
tion 3. This would also be the case, even where
the Office has proceeded to the registration after
opposition proceedings or after an ex-officic exami-
nation (see below, pages 36 and 37).

As regards the obligation on the Office to pro-
ceed to registration, it is in the interests of ap-
plicants for this administrative act tc be effected
as quickly as possible, since legal protection only
begins with registration. The Third Model Law
Committee stressed that this was a duty of the
Office and not a discretion.

Alternative B

Section 15: Registrotion of Industriol Design ofter Opportunity for Opposition

{1) When the examination provided
for in Section 14 shows that the appli-
cation satisfies the requirements of
Sections 3 (2), 11 and 13, the Industrial
Designs Office shall invite the appli-
cant to pay, within a period of two
months, the fee for publication of the
application fixed by the Rules.

(2) If the fee for publication of the
application is not paid within the
prescribed period, registration of the
industrial design shall be refused.

(3) Ifthe publication fee is paid within
the prescribed period, the Industrial
Designs Office shall proceed to pub-
lish the application. Publication shall
contain a reproduction of the in-
dustrial design ond shall mention : the
number and date of the application ;
the name and address of the applicant
ond, if his address is outside the

This Alternative provides the system under
which there is first an examination as to form in
accordance with Section 14 (1} and then, after pub-
lication of the application, third parties are given
an opportunity to file opposition to the registra-
tion within a certain period.

Subsection (1) lays down the procedure to be
followed where the formal examination made by
the Office is favorable : the applicant is then invited
to pay the publication fee on the application (see,
in this respect, the commentary to Section 13).
The Office will only proceed to publication if the
fee is paid within the period prescribed (subsections
(2) and (3)). After publication, which will contain
more or less the same items as the publication
under the system of Alternative A (Section 17,
Alternative A (1)), third parties will be able to
enter opposition within a period of three months,
subject to payment of the opposition fee (sub-
section (4)).

In the case of usurpation (Section 8), subsection
(5) allows the person entering opposition either to
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country, an address for service in the
country ; if priority is claimed, an in-
dication af that fact, and the number,
date and country of the application
on which the priority claim is based;
the kinds as well as the classes of pro-
ducts within the meaning of Section
11 (1) (d) ; and the name and address
of the creatar, if he has asked to be
mentioned in the registration.

{4) Any person who considers that
registration of an industrial design is
precluded on one or more af the
grounds referred to in Sections 3, 4
and 7 (3) may give notice of opposi-
tion to such registration within a pe-
riod of three months from the date of
publication of the application, stating
the graunds for opposition. Opposi-
tion shall not be deemed to have been
lodged until the relevant fee fixed by
the Rules has been paid.

(5) In the event of usurpation, the
rightful owner may give notice of op-
position, either to prevent the regis-
tration or to cause it to be effected in
his own name.

(6) When no opposition has been
lodged within the prescribed period,
the industrial design shall be regis-
tered.

{7) In the event of opposition, the In-
dustrial Designs Office shall commu-
nicate the grounds for opposition to
the applicant and shall invite him to
present his observations on these
grounds within a period of three
months. After that period, the Indus-
trial Designs Office shall decide on the
opposition as rapidly as possible, and
shall register the industrial design or
refuse registration.

{8) Registrations are granted without
guarantee as to their validity.

(%) The Industrial Designs Office may,
upon request, grant a reasonable
extension af any of the periods refer-
red to in this Section, particularly if the
applicant is resident abroad.

(10) The details of the application of
this Sectian shall be fixed by the Rules.

prevent registration or to cause it to be effected in
his own name. The details of this procedure
should be fixed by the Rules. Where the person
concerned opts to have the registration effected in
his own name, for example, the Rules might re-
quire him at the opposition stage to fulfil the for-
mal requirements of Sections 11 to 13-—with, how-
ever, the exception of 11 (1) (¢} (the Office will
already have a copy of the article embodying the
industrial design). The Rules could also provide
that such a person should be entitled to furnish a
reproduction of the industrial design, and that the
opposition fee under Section 15, Alternative B (4),
should, where appropriate, be included in the ap-
plication fee under Section 13.

In the absence of opposition, the industrial de-
sign will be registered (subseciion (6}}). Subsection
(7) regulates the opposition procedure,

Subsection (8) recognizes that the Office cannot
guarantee the validity of the registration, even
where registration has been granted after third-
party opposition. Legal proceedings for a decla-
ration of nullity are always possible (Section 33).

Subsection (9}, which enables the extension of
time limits is relevant to those periods provided
for by subsections (1), (4) and (7).

Subsection (10) takes account of the fact that the
Rules must complete the provisions of Section 15
{(Alternative B), particularly subsections (1), (3).

(4. () (7) and (9).
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Alternative C

Section 15: Registratian af Industrial Design after Examinatian af Applicatian
as ta Substance

(1) When the examination provided
for in Section 14 shows that the oppli-
cation satisfies the requirements of
Sections 3 (2), 11 and 13, the Industrial
Designs Office shall proceed to the
examination of the application os to
its substance, in order to determine:

(o) whether the subject of the ap-
plication is an industrial design within
the meaning of Section 2;

(b) whether the industrial design
was new at the time of application
(Sections 3 (1) and 4);

(c) whether, for the same indus-
trial design, no prior application, or
application benefiting from an earlier
priority, has been made in the country.

(2) When the Industrial Designs Of-
fice finds that the answer to at least
one of the questions mentioned in the
preceding paragraph is in the nega-
tive, it shall notify the applicant ac-
cordingly, stating the reosons for
which the industrial design cannot be
registered ; the Office shall invite him
to withdraw his application, or to
present his observations on the rea-
sons for refusol, within a period of
two months following notification. If
the applicant does not withdraw his
applicotion, and if he does not present
any observations within the period
mentioned, or if he hos presented his
observations within such period and
the Industrial Designs Office neverthe-
less continues to consider that the in-
dustrial design is precluded from re-
gistrotion, registration shall be refu-
sed. If, however, the Industrial Designs
Office considers that the industrial
design moy be registered, subsection
(3) of the present Section sholl apply.

(3) When, possibly after proceeding
under subsection (2) of this Section,
the Industrial Designs Office finds
that the answers to questions (0), (b)
ond (c) of the preceding subsection

This Alternative provides for a system of "preli-
minary examination', that is, a system in which
the Industrial Designs Office only grants registra-
tion if it is satisfied that the application not only
meets the requirements as to form, but also those
relating to substance.

Under this system, as in Alternative B, the first
step is the examination as to form, in accordance
with Section 14 (1). Then follows the examination
as to substance, which, as the express words " may
proceed' show, is not mandatory, but at the dis-
cretion of the Office. A mandatory examination
as to substance would be feasible only if the prin-
ciple of absolute novelty is tempered, for examina-
tion purposes, by limitations as to time and space
(see above, page 19).

The points to be examined are set out in sub-
paragraphs (a), (b) and (<) of this subsection. Each
country is free to limit examination to one or two
of these points only.

Under subsection (2), an applicant must be en-
abled to submit his arguments where the Office
feels that the registration should be refused.

Where the conditions of subsection (1) are ful-
filled, subsection (3) requires the industrial design
to be registered.

Subsection (4) recognizes that, even in a system
of unlimited preliminary examination, no Industrial
Designs Office is in a position to assure that such
an examination is exhaustive. For this reason, no
guarantee can be given as to the validity of registra-
tions, and the possibility for declaring a registration
null and void (Section 33) must remain open even
after such unlimited preliminary examination.

Subsecfion (5) allows for the extension of the
time limits prescribed, at the discretion of the
Office.

Subsection (6) takes account of the fact that the
Rules must complete Section 15 {Alternative C),
particularly subsections (2), (3) and (5).
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are in the affirmative, the industrial
design shall be registered.

(4) Subsectian (8) af Alternative B.

(5) The Industrial Designs Office may,
an request, grant a reasanable exten-
sian af the periad prescribed in sub-
section (2), particularly when the ap-
plicant is resident abraad.

(6) Subsectian (10) of Alternative B,

Section 16: Contents of Register and Issuance of Certificate

(1) The Industrial Designs Office shall
maintain a Register in which shall be
registered industrial designs, number-
ed in the arder af their registratian,
and in which shall be recarded, in
respect af each industrial design, all
transactians ta be recarded by virtue
af this Law.

(2) The registratian af an industrial
design shall include a repraductian aof
the industrial design and shall men-
tian: its number; the name and ad-
dress af the registered awner and, if
the registered awner’s address is aut-
side the cauntry, his address far ser-
vice within the cauntry ; the dates af
applicatianand registration;ifpriority
is claimed, an indicatian of that fact,
and thenumber, date and countryafthe
applicatianan which the priarity claim
is based; the kinds and the classes
af praducts within the meaning af
Sectian 11 (1) (d), and the name and
address af the creatar af the industrial
design, if he has asked ta be mentianed
in the registratian.

(3) The Office shall establish and
send by registered mail a certificate
af the registratian af the industrial
design ta the registered awner at his
address or, if his address is autside the
cauntry, at his address far service.

(4) The Office shall recard any change
af address, or address far service,
which shall be natified ta it by the
registered awner.

(5) In the absence af any pravisian ta
the cantrary in this Law, cammuni-
catians ta be made ta the registered

This Section regulates the formalities to be ob-
served by the Industrial Designs Office in the matter
of registration.

Subsection (1) determines the contents of the
Register of industrial designs. This provision is
self-explanatory. The phrase "'by virtue of this
Law" also comprises the relevant provisions of the
Rules.

Subsection (2) prescribes the contents of each
registration, which largely correspond to the con-
tents of the application (see Section 11). Repro-
duction will be made from the means of reproduc-
tion supplied by the applicant or, if none was sup-
plied, from that prepared by the Office (see com-
mentary on Section 11).

Subsection (3) specifies the way in which the
Office is to send a certificate of registration to the
owner of the industrial design.

Subsection (4) lays down that the Office is to
record all changes of address, or address for ser-
vice, which the owner of the industrial design is
required to notify to the Office. This provision
is important. Notifications may have 10 be made,
for example, in the context of an action for nullity
or if a licensee wishes to institute proceedings
under Section 37.

Subsection (5), which is also important in the
same context, regulates the procedure for dis-
patch of communications which has to be made to
the registered owner of the industrial design,
under the Law.
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awner af an industrial design by vir-
tue af this Law shall be sent ta him
at his last recarded address and, at
the same time, at his last recarded
address far service.

Alternative A

Section 17: Publication of Registered Industrial Designs;
Consultation of Register

(1) Thelndustrial Designs Office shall
publish, in the farm and within the
periad fixed by the Rules, industrial
designs registered, in the arder af
their registratian, repraducing all the
particulars recarded by virtue of
Sectian 16 (2).

(2) Industrial designs registered at
the Indusirial Designs Office may be
cansulted free af charge at that Of-
fice, and any persan may abtain
capies thereaf at his awn expense.
This pravisian shall alsa be applicable
ta transactians recarded in respect of
any industrial design.

Alternative A of this Section corresponds to
Alternatives A and C of Section 15.

Subsection (1) deals with the publication of re-
gistered industrial designs. Such publication is
necessary, and it should be effected as scon as
possible after registration, because registration
confers upon its owner the right to preclude third
parties from certain acts (Section 21). Third par-
ties must therefore be made aware of this right in
the shortest possible time. The form and the
period in which the publication of registrations of
industrial designs will have to be effected, must be
regulated by the Rules, with due regard to the
possibilities existing in the country concerned,
Usually, publication is made in a special gazette
published by the Industrial Designs Office.  Failing
this, publication may be made in any other gazette
or publication issued by the Government.

The subsection under discussion lays down that
industrial designs will be published in the order in
which they were registered. Another possibility
would be to effect the publication of designs in the
order in which their registration was applied for,
but this system could be misleading because it could
not possibly take account of priority rights. It
would also lead to complications in countries where
applications are submitted to an examination as to
substance, an examination which may, from case to
case, take a very different time.

The subsection provides further that publication
will include all the particulars referred to in Sec-
tion 16 (2). This is necessary in order fully to in-
form third parties.

Subsection (2) of the Section under consideration,
provides for access to all registered industrial de-
signs, free of charge, by any member of the public,
and allows any person to obtain copies at his own
expense. Such access should be free of charge
because it is in the public interest that registered
industrial designs may be consulted as freely as
possible.  Only when copies are ordered is pay-
ment provided for, The same provisions apply to
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all transactions recorded with regard to any in-
dustrial design, such as changes of address (Section
16 (4)), renewals (Section 20), assignments and
transfers (Section 23), license contracts (Section
25), renunciations (Section 32) and declarations of
nullity (Section 34),

In the context of publication, a further possibi-
lity might be mentioned—although it was rejected
by a majority of the Third Model Law Committee:
that provision might be made for applications under
sealed cover. In such a case, an applicant would be
able to ask for the subject of his application to be
kept secret during a certain period, which could,
for example, be limited to twelve months. The
applicant could thus organize his production, un-
known to possible competitors. He would not be
able to take proceedings against anyone infringing
the design during the period of secrecy, but he
woulld retain priority over subsequent applications.

An applicant wishing to use this system would
have to include with the particulars of the appli-
cation for registration, referred to in Section 11 (1)
(a), a request for the object to be kept secret for
a certain time, within the limits of the maximum
period prescribed by the Law. The applicant
would forward the object embodying the design or
the photograph or drawing to the Industrial De-
signs COffice, under sealed cover. The words “un-
der sealed cover” should be understood in a broad
sense. In the case of a three-dimensional object,
a closed box would be suitable. The Rules would
fix the details of these formalities.

If a claim of priority is based on an application
under sealed cover made abroad, the starting-point
of the period of secrecy should be the same as the
date of priority claimed.

The administrative procedure to be followed by
the Office in the case of an application under sealed
cover would be the following: the registration and
publication prescribed by Section 17 would contain
all the particulars specified in Section 16 (2), except
the reproduction of the industrial design applied
for. After the final opening of the sealed package,
the examination procedure under Sections 14 and
15 (Alternatives A, B and C) would begin; if the
examination was favorable, the reproduction would
be added to the registration and published with a
reference to the earlier publication.

The Office would open the sealed package twelve
months after the date of application, unless the
applicant had requested a shorter period. The
package would be automatically opened even if the
owner had renounced registration under Section 32
before the end of the period of secrecy. Every
industrial design deposited at the Office must be
made available to the public, and an identical cre-
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ation would no longer be new, within the meaning
of Section 4, Before the automatic opening, the
applicant could, at any time, ask for the application
under sealed cover to be converted into an open
application. He might wish to do this in order to
institute legal proceedings. Moreover, a provision
should require the package to be opened on the
order of a judicial authority in certain cases, for
example when the pricrity of the application is of
special importance to legal proceedings. The
package would be opened solely for the purpose
stated by the judicial authority and immediately
resealed.

Before the final opening of the sealed package,
the owner of the design under sealed cover would
not be able to institute proceedings for infringe-
ment of his rights under the registration. But the
application would nevertheless retain its priority.

The formal requirements of applications under
sealed cover should be supplemented by the Rules.
In particular, the Rules should prescribe the form
of the sealed package, the manner in which the
reproduction of the design should be registered and
published after the opening of the sealed package,
as well as the procedure for the opening itseif,
especially when this is done on a judicial order.

The majority of the Third Model Law Committee
decided against the system of applications under
sealed cover, since it would be a complicated pro-
cedure and could, moreover, lead to abuse. On
the other hand, a minority of the Committee felt
that the system could be advantageous to a person
who lacked sufficient means to exploit his creation
immediately.

It should be mentioned that provision for appfi-
cations under sealed cover is made in the Hague
Agreement concerning the International Deposit
of Industrial Designs; the instrument currently in
force provides that applications under sealed cover
can be made for a period up to five years (the re-
vised text of the Conference of The Hague of 1960,
not vet in force, has reduced this period to one
year). Countries wishing to adhere to the Agree-
ment might consider incorporating the sealed
package system in their domestic legisiation, or
giving international deposits effect in their ter-
ritory.
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Alternative B

Section 17: Publication of Registered Industrial Designs;
Consultation of Register

(1) The Industrial Designs Office shall
publish, in the farm ond within the
periad fixed by the Rules, the number
and dote af registratian, mentianing
the name af the applicant ond the
number af the application. It shall
olsa publish ather elements af ony
earlier publicatian which have since
undergane chonges.

(2) Subsection (2) aof Alternotive A.

In countries adopting Alternative B of Section 15,
the application will be published, under subsection
(3), with a view to the opposition procedure.  Such
publication will already contain all the particulars
required by Section 17 (1), in conjunction with
Section 16 (2), except the date and number of re-
gistration.

For this reason, the Third Model Law Committee
felt that a repetition of all the particulars contained
in the first publication would be superfluous. It
would be more economical and more effective to
refer as far as possible in the publication following
registration to the particulars already mentioned
in the first publication.

Alternative B of Section 17 takes account of this
opinion and specifies that the second publication
should only contain the name of the applicant, the
application number and the date and number of
registration. The applicant’s name and the appli-
cation number are enough to identify the applica-
tion to which the registration relates, However,
if elements of the earlier publication have since
undergone modifications (for example, if the ap-
plicant has changed his address), these changes
will be published. The applicant should therefore
notify any changes to the Office (see also Section
16 (4)).

In addition to the publication of the registration,
the Rules might also provide for publication in the
case where an application is not registered as a
result of opposition proceedings. Such informa-
tion might be of interest to a country’s industrial
and business circles.

Section 18: Appeals

Any persan shawing a legitimate
interest may oppeal against a final
decision af the Industrial Designs Of-
fice to the court of the place where
that Office is lacated, under the can-
ditions prescribed in Sectian 38.

The Industrial Designs Office has been given
considerable powers when it is acting under the
examination procedure.

[n particular, it can refuse an application, In
order to surround the examination procedure with
every possible guarantee as to the correctness of
its result, provision should be made for judicial
control, :Such provision is found in Section 18,
which, furthermore, incorporates by reference
Section 38 concerning the competence of the
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courts. Such a reference means that all possibi-
lities of appeal, annulment and revision are open.

Besides the examination procedure, there are
other actions of the Office which should be subject
to judicial control (for example, the recording of
an assignment or transfer under Section 23 (3)
and (4)). Section 18 is also applicable here.

The Third Model Law Committee, which dis-
cussed this provision at length, recommended that
not everybody should have a right of appeal, but
only a person having a certain interest. On this
basis, Section 18 restricts the right of appeal to
persons who can show a legitimate interest. This
means that a person appealing to the court must
have been prejudiced by the failure on the part of
the Office to give him satisfaction. Such, for ex-
ample, would be the case of an applicant who has
been refused registration, or an opponent whose
opposition has been rejected, or a licensee where
the Office has refused to record the license con-
tract in the Register.

The Third Model Law Committee, moreover,
discussed the relationship between appeal under
Section 18 and an annulment action under Section
33. The difference in the two remedies arises
from the legal nature of each. An appeal under
Section 18 is an appeal against an administrative
decision, which must be lodged within a certain
period prescribed by the law of each country. An
annulment action is an action under the civil law:
a legal position is in dispute—namely, who is the
owner of an exclusive right? Such an action may
be instituted during the entire period of registra-
tion.

The Committee also considered whether an ap-
plicant whose appeal has been successful may claim
damages from the Office on account of the delay in
registration. Such a question is not for a law of
industrial property to decide: the relevant law is
contained in the general rules relating to compen-
sation for damage caused by negligence or wrongful
acts in the public services.

The Committee expressed the opinion that the
procedure set out in Section 18 is only one means
of controt over the actions of the Industrial De-
signs Office. Control could, for example, be exer-
cised by an authority hierarchically superior to the
Office (for example, the Ministry responsible), and
an applicant might be required to appeal to such
authority before he could apply to the court.

Each country should choose the procedure best
suited to its special conditions.
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CHAPTER IV: DURATION AND RENEWAL
OF REGISTRATIONS OF INDUSTRIAL DESIGNS

This Chapter deals with the duration of registration of an industrial design (Section 19) and
with the renewal of such registration (Section 20). Under these provisions, the duration of profection
should never exceed fifteen years from the date of the application. This peried is short compared
with that of copyright, but it corresponds to the somewhat transitory character of creations only
protected as industrial designs. Fifteen years is the average of periods adopted in domestic laws
and is, in fact, the term provided for in the Hague Agreement.

Each country is obviously free to fix a different period.

Section 19: Duration of Registration

Subject to eorlier termination as
provided for in Sections 32 to 34, re-
gistration of an industrial design
sholl be for a period of five years from
the date of applicotion.

Once registered, the industrial design will be
protected for five years from the date of applica-
tion. Protection will, however, terminate prema-
turely in the event of renunciation of the registra-
tion (Section 32) or of a declaration of nullity
(Sections 33 and 34).

The Third Model Law Committee discussed
whether the period of registration should not run
from the date of registration. The owner would
thereby always enjoy protection for fifteen years.

But this idea was not supported by a majority of
the Committee. In fact, countries today generally
choose the moment of application as the beginning
of the period, even though there may be no effec-
tive protection between application and registra-
tion. This is reasonable since priority starts from
the date of application (see Section 7 (3)).

Section 20: Renewal

(1) Registration of an industrial de-
sign moy be renewed for two further
consecutive periods of five years mere-
ly by paying the fee for renewal fixed
by the Rules.

(2) The renewal fee must be paid
within the twelve months preceding
the expiration of the period of re-
gistration. However, a period of groce
of six months sholl be granted for the
payment of the fee after such expira-
tion, upon payment of a surcharge
fixed by the Rules.

(3) The Industrial Designs Office shall
record in the Register and publish, in
the form and within the period fixed
by the Rules, renewals of registrations.

This Section provides the right to renew the
registration for two further consecutive periods of
five years.

The Model Law provides a system of automatic
renewal merely on payment of the renewal fee
(subsection (1)). This system, which has the ad-
varrtage of simplicity, was approved by the Third
Model Law Committee. To avoid confusion, it is
clearly necessary for the owner to indicate the re-
gistration to which his payment relates (for ex-
ample, by marking the registration number on the
back of his order for payment). The details should
be regulated by the Rules.

The Rules should, in particular, also fix the
amount of the fees for the second and third pe-
riods. These fees might increase progressively, in
the sense that the fee for the third period would
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be greater than for the second, which would, in
turn, be greater than the fee for the first (applica-
tion fee, see commentary on Section 13).

The system of progressive fees, which is similar
to the annual fees payable for patents, is based on
the assumption that registrations of industrial de-
signs kept in force for a longer time are usually of
higher economic value to their owners and thus
enable them to carry a heavier load in fees.

Subsection (2) prohibits the payment of the re-
newal fee at tooc early a date (that is to say, before
the last twelve months of the period of registra-
tion), as this would cause needless complications
for the Industrial Designs Office. Moreover, the
reason for periods of renewal is to clear the Regis-
ter of industrial designs that are no longer being
used. The renewal fee is there to make the owner
reflect before paying upon whether he is still in-
terested in maintaining his registration. In the
absence of a limitation on the moment of payment,
an owner might make a very early payment of the
renewal fees, thus maintaining the registration,
even though he may become no longer interested
in it, which would be against the public interest.
In addition, if the renewal fees could be paid a long
time before the expiration date, any intervening
increase in fees would be partially ineffective.

In order to avoid an excessive penalty in the case
where the owner of an industrial design has been
overtaken by the expiration period, the payment
of the renewal fee will still be accepted, on payment
of an additional fee, during a six-month period of
grace following expiration. This provision means
that a registration cannot necessarily be considered
abandoned at the date of expiration simply because
the renewal fee has not been paid. If the renewal
fee and the additional fee have been paid during the
period of grace, the registration will be considered
as renewed from the date of expiration. At the
end of the period of grace, the registration is no
longer renewable, and the protection will conse-
quently terminate after the first five-year period.

The Third Model Law Committee discussed
whether it was necessary to provide for the can-
cellation of an unrenewed registration. But such
a provision would be superfluous as protection
terminates automatically after five years if registra-
tion is not renewed.

Subsection (3} provides for entry in the register
and publication of registration renewals. These
are indispensable in order to keep the public in-
formed.
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CHAPTER V: RIGHTS CONFERRED BY REGISTRATION
OF AN INDUSTRIAL DESIGN

By registrotion, on "exclusive right” is conferred upon the owner (see, however, general
remarks concerning Chopter ll, in relation to “authors' certificotes’). Chapter V sels out the scope
(Section 21) ond the limitotions (Section 22) of the rights conferred by registrotion.

Section 21: Rights Conferred by Registration

(1) Registration of an industrial de-
sign shall confer upon its registered
owner the right to preclude third par-
ties from the following acts:

(o) reproducing the industrial de-
sign in the manufacture of a product;

(b) importing, offering for sale
and selling a product reproducing the
protected industrial design;

(©) stocking of such a product for
the purposes of offering it for sale or
selling it.

(2) The acts referred to in subsection
(1) are not rendered lawful solely by
reason of the fact thot the reproduc-
tion differs from the protected indus-
trial design in minor respects or that
it concerns a type of product different
from the said industrial design.

This Section defines, in subsection (1), the acts
from which third parties can be precluded by the
owner of a registered design. Such acts can be
seen in two categories: first, the reproducing of
the industrial design in the manufacture of a prod-
uct (paragraph (a)); second, acts having as their
object a product reproducing the protected design
(paragraphs (b} and (c)). In respect of all these
acts, the condition specified in Section 22 (1) must
be satisfied: the acts must have been "done for
industrial or commercial purposes.”

The Third Model Law Committee discussed
whether the registered owner’s exclusive right
should be formulated in positive language. Several
countries have always expressed an owner's ex-
clusive right, in the industrial property field, in
positive terms. On the basis of this school of
thought, Section 21 (1) might read:

“The registratian of an indusirial design canfers
upan ifs awner the exclusive right :

(a) ta repraduce the indusirial design in the manu-
facture af a praduct ;

(b) ta impart, to offer for sale and ta sell g praduct
repraducing the industrial design pratected ;

(c) ta hald such a produci far the purpases of
dffering it for sale or selling it.”’

A formulation of this kind does not, of course,
mean that the registered owner has, in all cases, the
right to perform the acts mentioned in paragraphs
(a), (b) and (). Despite his exclusive right, he may
be precluded by a third party in the case of a pri-
ority right, (for example), or by the authorities
(for example, if exploitation infringes the law).

A reproduction (paragraph (a)) will only be sub-
jected to the exclusive right of the registered
owner if it arises "'in the manufacture of a product.”
A mere sketch of an industrial design would not
thus be precluded (see Section 22(1)). The ex-
pression "'reproduction” should not be understood
here in the sense of "‘copy.”. The exclusive right
can equally be exercised against identical or similar
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industrial designs which have been created in
ignorance of the earlier right.

In respect of acts having as their object a product
reproducing the protected design (paragraphs (b)
and (c)), there is a precondition that the repro-
duction should be such within the meaning of pa-
ragraph (a).

Paragraph (b), which—as distinct from paragraph
(a) of Section 21 of the Model Law on Inventions—
does not extend the exclusive right to the use of
the product reproducing the protected design,
was unanimously approved by the Third Model
Law Committee, Opinions were, however, di-
vided over paragraph (c). According to one view,
this provision went too far, since it only concerned
a preparatory act. On the other hand, it was
emphasized that the provision was necessary, as
the acts envisaged by paragraphs (a} and (b) were
difficult to prove, and often an infringement of an
exclusive right could only be established under
paragraph (c}).

Proof of intention (*for the purposes of offering
it for sale or selling it} would depend on the facts
of each case. |If, for instance, a trader has 200 copies
of an article reproducing a protected design in
his shop, it would be difficult to believe his con-
tention that they were not intended to be offered
for sale or to be sold; it would be different if he
only had a single copy in a back room.

Subsection (2) determines the extent of protec-
tion of an industrial design which resembles one
already protected, but is intended for another kind
of product. This provision repeats the principle
contained in Section (4) and should be interpreted
in the same way. The Third Model Law Com-
mittee preferred the expression ‘‘differs from"” to
“is a modification of," in order that it should be
quite clear that the provision also covers uninten-
tional copying.

Section 22: Limitation of Rights Conferred by Registration

(1) The rights conferred by the regis-
tration of an industrial design sholl
extend only to acts done for industriol
or commercial purposes.

(2) The rights conferred by the regis-
tration of an industrial design sholl
not extend to acts in respect of a pro-
duct embodying the protected indus-
trial design after the product has been
lawfully imported or sold in the coun-
try.

This Section is similar to Section 23 of the Mcdel
Law on Inventions and sets the limitations to the
exclusive rights conferred by registration.

Under subsection (1), the exclusive rights only
extend to acts (manufacture, importation and sale,
etc.) done for industrial or commercial purposes,
The expression "industrial” should be understood
in the broadest sense, and accordingly includes
handicraft. The reproduction of an industrial de-
sign for other purposes—for example, for strictly
personal or exclusively scientific purposes—is un-
affected by the provision.
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Under subsection (2), any product reproducing
an industrial design may, in general, be freely re-
sold, etc., once it has been lawfully imported or
sold in the country. The term *lawfully’ means
that the first sale or importation of the product in
the country has been effected by the owner of the
registration, or with his authorization, or that the
first sale or importation in the country was effected
before registration of the design.

CHAPTER VI: ASSIGNMENT AND TRANSFER OF APPLICATIONS
AND REGISTRATIONS; JOINT OWNERSHIP OF RIGHTS
CONFERRED BY REGISTRATION

This Chapter, which is largely similor to Chapter VI of the Model Law on Inventions, ¢consists of
two Sections: Section 23 deals with chonges in the ownership of opplications and registrotions,
whereas Section 24 is concerned with situotions in which an industriol design is the property of two

or more persons (joint ownership).

An effect of these provisions can be that the ownership of an industriol design ond the copyright
in the some creation, become separated so that each is vested in a different person. Obviously, such
a situation should be ovoided or regulated by contract.

Section 23: Assignment and Transfer of Applications and Registrations

(1) Applicotions for registration or
registrations of industrial designs may
be assigned or transferred by suc-
cession.

(2) The assignment of applicotions
and registrations sholl be made in
writing and sholl require the signa-
tures of the controcting parties.

(3) Assignments or transfers by suc-
cession of registrations of industrial
designs shall be recorded at the Indus-
trial Designs Office on payment of a
fee fixed by the Rules; assignments
ond tronsfers of applications shall, on
payment of the same fee, be provi-
sionally recorded and the industrial
design, once registered, shall be reg-
istered in the name of the ossignee or
the transferee.

(4) Assignments and transfers shall
hove no effect against third parties
until they have been recorded.

This Section is similar to Section 26 of the Mode!
Law on Inventions and Section 21 of the Model
Law on Trademarks.

Under subsection (1), applications and registra-
tions in respect of industrial designs may be assigned
or transferred as a whole. As to changes in owner-
ship in ways other than assignment or transfer, the
Model Law contains no provision. In such cases,
the general rules of law are applicable. Expropria-
tion would be a case in point.

Subsection (2) deals with the formal requirements
of assignment. They consist of a written docu-
ment and signatures. They are designed to make
proof easier.

Subsection (3) requires the registration in the
Industrial Designs Office of assignments and trans-
fers. The fee prescribed in this subsection should
cover the costs of the administrative procedure.
If such acts are to be done free of charge, the words
on payment of a fee fixed by the Rules" should
be deleted.

By subsecfion (4), lack of registration does not
affect the validity of the transaction between as-
signor and assignee, or transferor and transferee,
but does make the transaction ineffective against
third parties. The lack of legal effects vis-d-vis



TEXT AND COMMENTARY 49

third parties of unregistered assignments and trans-
fers means, among other things, that if the assignor
assigns his regisiration to two different persons
(""double assignment'’; usually fraudulent), the reg-
istered assignee (or his registered assignee or
licensee) may prevent the use of the design by the
unregistered assignee (or his assignee or licensee),
even if the assignment to the latter is earlier in
date. More generally: only after registration of
the assignment or transfer can the new owner of
the registration sue infringers in his own name or
have licenses registered in his name as licensor.

The Third Model Law Committee discussed the
addition of the words "and published in the form
prescribed by the Rules.” This idea was not
adopted; the procedure entailed would have been
different from that in the earlier Model Laws.

Section 24: Jaint Ownership of Rights Conferred by Registratian

In the absence of any provision to
the contrary between the parties,
jaint owners of an industrial design
in respect of which registration has
been applied far or granted may, sep-
arately, transfer their parts, use the
industrial design and exercise the
exclusive rights granted under Section
21, but may anly jointly grant a li-
cense ta a third party ta exploit the
industrial design.

This Section is similar to Section 27 of the Model
Law on Inventions and serves the same purpose.

Joint ownership of an industrial design in respect
of which registration has been applied for or grant-
ed may exist for various reasons. It will exist as
from the outset if several persons apply jointly for,
and are granted, registration. Joint ownership
will arise later where, for example, the design
devolves upon several heirs or is assigned to several
assignees, or where the owner assigns only part of
his interest in the design (retaining the rest of the
interest).

Subject to one exception, each of the co-owners
may exercise the same rights as he would have if
he were the sole owner, The exception is that
the grant of licenses requires the joint and con-
current action of all the co-owners. If there were
no such provision, the co-owner granting a license
on too easy conditions would thereby frustrate all
possibilities of exploitation to the benefit of the
other co-owners,

As provided by the introductory words of this
Section, the rules contained in the Section may be
set aside by contract between the co-owners,

Countries whose general law on joint ownership
covers also the joint ownership of industrial de-
signs would have to modify this Section so as to
bring it into harmony with the relevant law.
They could of course also omit any reference to
industrial designs in the general law or modify the
law so as to bring it into conformity with this
Section,
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The Third Model Law Committee emphasized
that the provisions of Section 24 were in many
respects insufficient. In  particular, provision
should be made for the case where the co-owners
are not unanimous as to whether or not a license
should be granted. Decision by a majority might
be the answer or decision of the court where a
co-owner unreasonably refuses consent.

The question also arises as to whether a co-owner
who does not exploit an industrial design is en-
titled to compensation from a co-owner who does.
The answer depends upon variable questions of
fact and should be settled by contract.

CHAPTER VII: LICENSE CONTRACTS

As indicoted in the statement of guiding principles obove, the Model Law provides detailed rules
governing license contracts. Such regulation is in the interest of developing countries since, in the
case of industrial designs, os in thot of potents ond trodemorks, there ore industriol ond commerciol
enterprises which would never hove been established or hove developed without the support of
license controcts. The Model Low on Industriol Designs lorgely incorporotes the relevant provisions
of the two other Model Laws. Such conformity is necessory, since some license contracts deal with
patents, trodemorks ond industrial designs, oll of the same time. They should therefore oll be
subject to the some legal regulotion.

In the interest of developing countries, the Model Low provides for government control of
license contracts involving poyments obrood (Section 30), and for the invalidity of clauses imposing
upon the licensee limitations not derived from the rights conferred by registration or not necessory
for the sofequording of these rights (Section 26). Like these provisions, the rest of Chapter Vil is
similor to the relevant provisions in the Model Low on Inventions: Section 25 defines license con-
trocts ond regulotes their existence ond effects; Section 27 and 28 loy down the rights of licensor ond
licensee where the contractuol terms ore incomplete; Section 31 fixes the conditions for assignment
of licenses, and Section 32 governs the effects of invalidity of registrotion upon the license controct.

Unlike the Model Low on Inventions, the Model Low on Industrial Designs mokes no provision
for compulsory licenses. In the technical field, o single invention can be of outstanding importonce
to a country’s economy; but the field of oesthetic creotions hos different choracteristics: although
these creotions token os o whole ore very important to o country’s economy, eoch individual creo-
tion could hordly ottain so great on importonce as to bring obout a monopoly in the monufacture
of a certoin product—os con happen in the cose of o potent.

Because of the nature of oesthetic creations, it should never be too difficult to find new industrial
designs which do not encrooch upon on existing exclusive right (see olso In this context Article 5 B
of the Paris Convention, which exempts unworked industriol designs from forfeiture).

Nevertheless, the Third Model Low Committee felt that countries might have some interest in
providing for the grant of o compulsory license for insufficiency or lack of exploitation. By a
compulsory license, o person other thon the owner of the registration may be outhorized to work on
industrial design where the registered owner hos not himself done so.

Countries wishing to make provision for such licenses could include in their law o speciol
chopter (located ofter the chapter on license controcts), which would contain the following provi-
sions, bosed on Chapter VIl of the Model Law on Inventions:

Section 31bis: Campulsary License far Nan-Warking and Similar Reasans

(1) At any time after the expiratian af a periad af faur years fram the date af the filing af an
applicatian far an industrial design, ar three years fram the date of registrotion, whichever periad last
expires, any persan interested may, in accardance with the canditians specified in Sectian 31decies,
apply far the grant af @ campulsary license upan ane ar mare df the fallawing graunds :
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{a) thot the industriol design, copoble of being worked within the country, hos not been so worked
within the ferms of subsection (3);

(b} that the working of the industriol design within the country does not meet on reosonoble terms
the demond for the product;

(c) thot the working of the industriol design within the country is being prevented or hindered by
the importation of the product embodying the industriol design ;

(d) thot, by reoson of the refusol of the registered owner of the industriol design to gront licenses
on reasonoble ferms, the estobiishment or development of industriol or commerciof octivities
in the country is unfoirly and substontially prefudiced.

(2) In oll the obove coses, o compulsory license sholl not be gronted if the owner of the industrial

design justifies himself by legitimote reasons. Importotion sholl not constitute o legitimate reason.

(3) Working af an indusirial design under this Section meons the monufocture of a product

embodying an industriol design by an effective ond serious establishment existing within the country,
ond on o scale which is odequate and reosonable in the circumsiances.
(4) The compulsory license sholl permit the licensee to perform some or oli the octs referred to
in Section 21 with the exception of importation.
Section 31ter: Refusol of Controctuol License

Any person who opplies for o compulsory license under Section 31bis, must furnish proof showing
thot he has previously opproached the owner of the registration, by registered letter, requesting o
controctual license, but hos been unoble o obtoin such a license from him on reasonoble terms ond
within o reasonable time.
Section 31 quoter : Guarontee Required from Applicont for o Compulsory License

A compulsory license sholl be gronted only fo an opplicont offering the necessory guorantees 1o
work the industriol design sufficiently to remedy the deficiencies or to solisfy the requirements which
gove rise fo the opplication for the compulsory license.
Section 31quinquies : Scope of Compulsory License

(1) Compulsory licenses sholl be non-exclusive.

(2) The terms of o compulsory license, fixed in occordonce with Section 31decies, may contoin
obligotions and restrictions both for the licensee ond for the owner of the registration.
Section 31sexies : Compensotion

A compulsory license sholl only be granted subject to the poyment of odequote royolties commen-

surote with the extent fo which the indusiriol design is worked.

Section 31septies : Tronsfer of Compulsory License

(1) A compulsory license can only be tronsferred with the undertoking of the licensee or with thot
portion of his undertoking which uses the industriof design. Any such tronsfer sholl, on pain of involid-
ity, require the outhorization of the outhority which granied the compulsory license; Sections 31octies
ond 31decies shall be opplicoble.

(2) The groniee of the compulsory license sholi not be entitled to gront sublicenses.

Section 31octies: Registrotion of Compulsory License ot Office of Industriol Designs

Every compulsory license sholl, either ot the request of the interested porly or ex officio, be
registered ot the office of Industriol Designs without fee. The license sholl hove no effect os agoinst
third porties until such registrotion,

Section 31novies: Amendment ond Concellotion of Compulsory License

(1) Upon request of the owner of the registrotion or of the licensee of the compulsory license, the
terms of the license moy be omended by the outhority which gronted it when new facts justify it, in
porticulor when the owner of the registrotion gronis controctuol licenses on terms more fovoroble to
the controctual licensees.

(2) At the request of the owner of the registrotion, the compulsory license moy be cancelled if the
licensee does not comply with the prescribed ferms of the license or if the conditions which justified
the gront of the compulsory license hove ceosed 1o exist; in the lotter cose, o reosonoble time sholl be
given to the licensee to ceose working the indusiriol design if on immediofe stoppoge would couse
serious domage ta him.

(3) Sections 3focties ond 31decies sholl be applicoble fo the omendment ond concellotion of
compulsory licenses,
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Section 31decies: Pracedure .
(1) Any applicatian far a campulsary license shall be made fa the caurt.

(2) The Registrar of the caurt shall invite, by registered letier, the applicant for the license and
the owner of the registrafian ta appear ar ta be represented befare the caurt within a reasanable time;
the court shall hear the party ar parties ar their representatives wha have appeared. Befare granting
a compulsory license, the caurt shall seek the advice of the Minister respansible far industrial property,
who may delegate a representative fa intervene af the hearing and ta make any perfinent abservations.

(3) The court shall first decide whether a campulsary license can be granted. If it finds that it can
be granted, it will give the parties reasanable time ta agree on the terms, If there is no agreement
between the parties when the fime limit expires, the court shall fix the terms, including the amount of
royalties referred ta in Sectian 31sexies. The terms af a campulsary license, including thase relating

to royalties, shall be cansidered fa canstitute a valid cantract between the parties.
(4) The decision of the caurt granting a compulsary license shall be natified by the Registrar of
the court to each of the parties involved and ta the Office of Industrial Designs.
Aport from the possibility of compulsory licenses, the Third Model Low Committee felt that
mention should olso be made of the institution of “Crown use”—o legol license in fovor of the
Government or of o person outhorized by the Government to work the industriol design in the

interest of the State.

Section 25: License Contracts

(1) The registered owner of an indus-
trial design moy, by controct, grant to
another person or enterprise a license
to exploit the industrial design.

{(2) The license controct must be in
writing ond sholl require the signa-
tures of the controcting parties.

{3) The license controct or on oppro-
priote extroct thereof sholl be record-
ed in the Industriol Designs Office, on
payment of a fee fixed by the Rules;
the license sholl have no effect agoinst
third porties until so recorded.

(4) The recording of o license sholl be
cancelled on request of the registered
owner of the industriol design or the
licensee, upon evidence of terminotion
of the license.

Subsectian (1) gives the registered owner power
to grant licenses by contract.

Subsectian (2) establishes the form of license
contracts. These must be in writing and signed
by the parties. The form is thus the same as for
assignments (see Section 23).

Subsectian (3) provides that all license contracts
that are to be effective against third parties must
be registered in the Industrial Designs Office. The
consequences of registration include the following:

(a) the license remains valid, even after the
licensor has transferred the industrial de-
sigh to another person;

(b) the owner of the industrial design cannot
validly surrender the industrial design with-
out the consent of the licensee (Section 32
(4);

(c) the licensee may, in certain cases, take pro-
ceedings in his own name against infringers
of the rights conferred by registration (Sec-
tion 37 (2)).

In relations between licensor and licensee, the
license contract will be fully effective even before
it is registered and even if it is never registered.

Subsectian (4) provides for cancellation of the
recording of a license after its expiration and upon
presentation of proof of expiration. The license
similarly expires at the same time as the registra-
tion of the industrial design; in the absence of re-
gistration, there are no rights over the industrial
design and license is without purpose,
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Section 26: Invalid Clouses in License Contracts

(1) Clouses in license controcts or
reloting to such controcts ore null ond
void in so for os they impose upon the
licensee, in the industriol or commer-
ciol field, restrictions ‘not deriving
from the rights conferred by registro-
tion of the industriol design or un-
necessory for the sofeguording of
these rights.

(2) The following in porticulor sholl
be deemed not to constitute such
restrictions:

(o) limitotions concerning the
scope, extent, territory or durotion of
exploitotion of the industriol design,
or the quolity or quontity of the prod-
ucts in connection with which the in-
dustriol design moy be exploited ;

(b) the obligotion imposed upon
the licensee to obstoin from oll octs
copoble of prejudicing the volidity of
the registrotion of the industriol de-
sign.

The aim of this Section is to prevent the licensor
from imposing upon the licensee restrictions, in the
industrial or commercial field, not deriving from
the rights conferred by registration.

The Third Model Law Committee devoted par-
ticular attention to this Section. It was observed,
during the discussions of the Committee, that
countries which have adequate anti-trust or other
laws designed to prevent or strike down poten-
tially harmful restrictions on free competition—
including those which might have been included in
license contracts or which might have been sti-
pulated in connection with the licensing of indus-
trial designs—would not need, in their industrial
property law, provisions of the kind contained in
the Section under consideration. Countries not
in this situation, on the other hand, might be well
advised to include this Section in their industrial
property law, for the following reasons:

As already indicated in connection with Section
28, a licensor may in several respects set limits to
any contractual license granted by him. The
owner of a design is under no obligation—subject
to certain exceptions not relevant here—to grant
a license and, whenever he does, should therefore
be able to limit it. This does not involve any un-
justified restriction on competition because, with-
out a license, no competition would be allowed at
all within the limits of the registration.

At the same time, however, it is important that
the licensor does not abuse his position by impos-
ing. in the license contracts, additional limitations,
in the industrial or commercial field, which are
outside the scope of the grant of registration.
Such unlawful restriction may consist, for example,
of a stipulation requiring the licensee to purchase
machines, or parts of machines, from the licensor.
Another example may consist of a stipulation that
the licensee will not export to certain foreign
countries, when exportation is not already limited
because of registrations existing in such countries.
Still another example may consist of stipulating
that the licensee will not sell competing products
not infringing the right to which the license relates.

The Section under consideration contains only a
general rule prohibiting certain restrictions. This
is contained in subsection (). Examples of pro-
hibitive restrictions have been given above.

Subsection (2), on the other hand, enumerates
the principal restrictions which are lawful. These
are the lawful restrictions which are most usual
and are to be considered merely as examples, [t
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is to be noted that fixing of prices is not among
these examples. In fact, pricing is outside the
scope of the rights conferred by registration of an
industrial design.

Subsedtion (1) provides that contractual clauses
stipulating prohibited restrictions are null and void.
They do not, as a rule, render null and void the
other clauses of the contract. It may, however,
be that the clauses to be declared null and void are
so essential to the contract that, without them, the
contract cannot stand.  In this case, the whole con-
tract may be declared null and void by the com-
petent Court $see Section 38 (1)), on the basis of
the general rules of the law of contracts. In any
case, it is in the interest of the security of commer-
cial relations of the country in which the license is
exploited, to uphold the validity of license con-
tracts wherever possible.

It should be noted that, in countries where
license contracts invelving payments abroad, would
be subject to Government control under Section
30, the Government itself has, in these cases, an
opportunity to take into consideration any restric-
tion imposed on the licensee. It may disallow on
policy grounds even clauses which under Section
26 (2) are not in themselves unlawful. If restric-
tions are contrary to the economic interests of the
country, the Government will refuse to approve
the contract, in which case the whole coniract will
be null and void. The power given by the Section
under consideration to the Courts to declare null
and void cerfain contractual clauses (see Section
38 (1)) is, in these cases, an additional safeguard
which might be invoked by the licensee, even when
the license contract received the approval referred
to in Section 30.

Section 27: Right of Licensor to Grant Further Licenses

(1) In the absence of any provision to
the contrary in the license contract,
the grant of a license shall not prevent
the licensor from granting further
licenses to third persons for the ex-
ploitation of the same industrial de-
sign, or from exploiting the industrial
design himself.

(2) The grant of an exclusive license
shall prevent the licensor from grant-
ing further licenses to third persons
for the exploitation of the same indus-
trial design and, in the absence of any
provision to the contrary in the license
contract, from exploiting the indus-
trial design himself.

Subsections (1) and (2) of this Section deal with
non-exclusive and exclusive licenses respectively.
The Section is similar to Section 29 of the Model
Law on Inventions and Section 25 of the Model Law
on Trademarks; the rules that it lays down are
applicable unless the contract provides otherwise.
The word ‘“‘contract’” comprises the original con-
tract and all subsequent amendments.

Subsection (1) provides in effect that, unless the
contract expressly stipulates otherwise, a license
will be considered as non-exclusive, in which case
it will not prevent the licensor from granting fur-
ther licenses to third parties or from using the
industrial design himself. The license contract
may, for example, limit the number or scope of
further licenses which the licensor may grant to
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third parties or it may declare that the license is
“exclusive.”

This latter case is dealt with in subsection (2),
which provides that the grant of an exclusive
license prevents the licensor from granting further
licenses to third parties. |f the exclusive license
is recorded, it is effective against third parties
(Section 25(3)) and further licenses will be null
and void: if the exclusive license is not recorded, it
has no effect against third parties (ibidem) and
further licenses will be valid, but the exclusive
licensee will have a claim against the iicensor for
breach of contract. In the case of an exclusive
license, the licensor himself will be prevented from
using the industrial design, unless the contract
contains a provision to the contrary.

A license is said to be partially exclusive when
it is exclusive only for part of the duration of the
registration of the industrial design, for part of the
national territory, or for a restricted number of
products. In such cases, subsection (2} will apply
to whatever is designated as exclusive in the con-
tract, and subsection (1) will apply to the re-
mainder.

The Third Model Law Committee discussed
whether an exclusive licensee should lose his right
by reason of non-exploitation. Such provision
might be made in the law of industrial designs,
unless there is adequate provision in the ordinary
law,

Section 28: Rights of Licensee

In the absence of any provision to
the contrary in the license contract,
the licensee shall be entitled to per-
form all the acts referred to in Section
21 for the whole duration of the reg-
istration, including renewals, in the
entire territory of the country, and in
respect of all applications of the in-
dustrial design.

This Section, which is similar to Section 30 of
the Model Law on Inventions, sets out the rights of
the licensee where the contract does nct stipulate
otherwise. The expression “including renewals"
means that the rights of the licensee continue after
possible renewals of registration; the license con-
tract should place the licensor under an obligation,
vis-3-vis the licensee, to apply for renewals.

This Section means that, unless otherwise stip-
ulated in the license contract, the license will be
regarded as allowing exploitation without limi-
tation as to time, territory, or method of exploi-
tation, and as to the acts referred to in Section 21.
The contract may provide for any of these limita-
tions: it may limit the licensee's rights to part of
the duration of registration, to part of the coun-
try's territory, or 1o less than all the acts (making,
importation, sale, etc.} referred to in Section 21.

In the context of this Section, the Third Model
Law Committee considered whether the licensee
should have an automatic right to the know-how
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relating to the exploitation of the industrial de-
sign. The Committee did not approve this idea,
since know-how is outside the exclusive right con-
ferred by registration.

Section 29: Non-Assignability of Licenses

(1) In the obsence af ony provision to
the controry in the license controct, o
license sholl not be ossignoble ta third
porties ond the licensee sholl not be
entitled to gront sublicenses.

(2) If the licensee is entitled by con-
troct to ossign his license or to gront
sublicenses, Sections 25 to 28 ond 30
sholl opply.

This Section deals with the question of whether,
and in what circumstances, the licensee can assign
his license to third parties. It lays down that,
unless otherwise stipulated in the license contract,
a licensee may neither assign the license nor grant
licenses (the latter are called “'sublicenses™.) Of
course, the contract may authorize the licensee to
do either or both. Such authorization may in-
clude certain limitations, for example, those re-
ferred to in connection with Section 28, or the
limitation that the license may be assigned only
together with the enterprise of the licensee.

Section 30: License Contracts Involving Payments Abroad

The responsible Minister or other
competent outhority moy, by order,
provide thot, on pain of invalidity,
license controcds or certoin cotegaries
af them, and omendments or renewols
of such controcts, which involve the
poyment of royclties obroad, sholl
require the opproval of [administra-
tive quthority], toking into occount
the needs of the country ond its eco-
nomic development.

This Section enables the Government of the
country adopting the Model Law to provide for the
compulsory control, and need for approval, by a
government authority, of all license contracts
which involve the payment of rovyalties abroad.
The control is to be effected and approval to be
given, taking into account the needs of the country
and of its economic development. Thus, the au-
thority concerned will be able to protect the na-
tional interest against excessive foreign influence,
and to protect the country’s balance of payments.

In some countries, this Section will be super-
fluous. This will be the case if the country’s laws
on investments or foreign exchange control already
provide for a general control of all contracts and
other legal transactions involving payments abroad,
or if they provide for the control of the manu-
facture or importation of certain articles. Other
countries, however, which do not have such general
provisions, would probably be well advised, when
adopting the Model Law, to include this Section.

Section 31: Effects of Nullity of Registration on License Contract

When the registrotion upon which
the license is bosed is declored null
ond void by virtue of Sections 33 ond
34, the nullity of the registrotion sholl
not entoil the repoyment of royolties

This Section deals with the effects on the license
contract of a Court decision declaring the registra-
tion null and void. Section 34 gives such declara-
tion retroactive effect. The effects of this retro-
active nullity will be governed by the general rules
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poid by the licensee unless he hos not
effectively profited from the license.

of law concerning nullity. Nevertheless, in special
circumstances, this Section somewhat mitigates the
consequences of retroactivity: where a license has
existed during the apparent validity of the registra-
tion and royalties have been paid under such [i-
cense, the licensee will have no right to claim the
reimbursement of the payments he has made,
where he has effectively benefited by his protected
situation and the license.

This provision corresponds to Section 48 (1) of
the Model Law on Inventions and Section 34 (2) of
the Model Law on Trademarks. The Third Model
Law Committee felt that this provision should be
included in the chapter on licenses and that its
content should be clarified by means of an amend-
ment reversing the burden of proof as regards the
condition that the licensee must have effectively
profited from the license.

CHAPTER VIilI: RENUNCIATION AND NULLITY

This Chapter, which corresponds to Chapter X of the Model Law on Inventions, consists of
three Sections—Section 32 deals with the total or partial renunciation of registration by the owner
of an industrial design. Sections 33 and 34 deal with the declaration of nullity of the whole regis-

ration or of part of it.

Section 32: Renunciation cf Registration

(1) The registered owner of on indus-
triol design moy renounce the regis-
trotion by o written declorotion od-
dressed to the Industriol Designs
Office.

(2) Renunciotion moy be limited to
one kind of product or, if the Rules
moke provision for clossificotion, to
one closs of products or, if the op-
plicotion comprises severol industriol
designs (Section 11 (4)), to o port of
those industriol designs.

(3) Renunciotion sholl be immediote-
ly recorded ond published by the In-
dustriol Designs Office. It sholl be
effective only ofter it hos been re-
corded.

(&) If o license in respect of on indus-
triol design is recorded ot the Indus-
triol Designs Office, renunciotion of
the registrotion sholl be recorded only
upon the submission of o declorotion

This Section is largely similar to Section 46 of the
Model Law on Inventions.

Subsection (1) lays down the form that renuncia-
tion is to take.

Subsection (2) provides for partial renunciation,
restricted to a certain kind or class of products or
to part only of the relevant industrial designs in the
case of a multiple application (see Section 11 (4)).

Subsection (3} determines the coming into effect
of a declaration of renunciation.

Subsection (4) recognizes that renunciation may
be prejudicial to licensees, who may have made
arrangements with a view to exploiting the design.
For this reason, unless the contract stipulates other-
wise, subsection (4) in principle requires the li-
censee's consent, recorded on the Register of in-
dustrial designs, before the renunciation will be
valid,
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by which the recorded licensee con-
sents to the renunciotion, unless the
lotter hos expressly woived this right
in the license controct.

Section 33 : Nullity of Registration

(1) On the request of ony person
showing o legitimote interest, or of
ony competent outhority, the court,
ofter hoving given the registered own-
er on opportunity to be heord, sholl
declore the registrotion of on indus-
triol design null ond void if it cught
not to hove been registered by reoson
of Section 3 (2) of this Low, if it foils
to sotisfy the conditions for protection
mentioned in Sections 2, 3 (1) ond 4 of
this Low, if the some indusiriol de-
sign hos previously been registered
following o prior opplicotion or on
opplicotion benefiting from on eorlier
priority, or if the registered industriol
design hos been usurped (Section 8).
As to the conditions of Section 3 (2),
the court sholl not toke into occount
grounds thot no longer exist ot the
time of its decision.

(2) Inthe cose of on opplicotion cover-
ing severol industriol designs (Sec-
tion 11 (4)) ond in which the grounds
for nullity of registrotion opply only
to o port thereof, nullity of registro-
tion sholl be declored in respect only
of such port.

This Section deals with the situation where an
industrial design, registered by the Industrial De-
signs Office, does not fulfil the conditions set out
in Sections 2, 3 and 4, or conflicts with a prior
right. It is important that such registration be
declared null and void—with the effect that it can
no longer be the basis of a legal action.

The courts, of course, can and must withhold
recognition from a registered design which does
not satisfy the conditions of Sections 2, 3 and 4,
even where such registration has followed opposi-
tion proceedings (Section 15, Alternative B), or
examination (Section 15, Alternative C). But the
court’s lack of recognition will only be effective as
between the parties to the proceedings, whereas a
declaration of nullity of the registration is effective
erga omnes.

Subsection (1) determines the circumstances in
which nullity must be declared, An action may be
instituted by any person showing a legitimate in-
terest (for example, a competitor affected by an
invalid registration) or by any appropriate author-
ity (the Industrial Designs Office or the Public
Prosecutor, for example).

The Third Model Law Committee discussed
whether there should be a time limit for bringing
an action for nullity {for example, five years from
the date of registration). Such a time limit might
be useful in the case of trademarks, but was not
approved by the Committee. The duration of
registration of an industrial design is fifteen years
and enterprises in developing countries do not
normally have a supervisory section, which would
be indispensable if such a time limit were provided
for.

The reasons for which registrations of industrial
designs may be declared null and void are the
following:

(a) The article registered is not an industrial de-
sign within the meaning of Section 2—be-
cause, for instance, its form serves solely to
obtain a technical result (Section 2 (2)).

(b) The industrial design ought not to have been
registered by reason of Section 3 (2). Here,
an industrial design contrary to public order
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or morality was not considered as such by the
Industrial Designs Office at the time of
examination under Section 14 (1) and was
consequently registered under Section 15.

(c) The industrial design is not new within the
meaning of Sections 3 (1) and 4. Here, the
presumption in Section 4 is relevant. It will
be for the plaintiff in an annulment action to
prove the anticipation constituting an im-
pediment to novelty (Section 4 (1)).

(d) Registration has been granted for the same
industrial design as the result of an earlier
application, or of an application benefiting
from an earlier priority. Here, registration
conflicts with a prior right.

(e) The essential elements of the industrial de-
sign have been obtained from the creation of
a third party, without the consent of the
rightful owner either to the obtaining or to
the application (usurpation, see Section 8).

In the case referred to above under (b), the
court must declare the registration null and void;
but in reaching its decision, the court must treat
as irrelevant circumstances no longer existing at
the time of its decision. This means that, if the
notions of public order and morality have changed
between registration and judgment in the action
for nullity, and an industrial design is no longer
considered contrary to public order or morality,
registration cannot be declared null and void. If,
on the other hand, the rules of public order and
morality have become stricter and an industrial
design, which was properly registered, infringes
the new concept of public order or morality, there
is a conflict between an acquired right and the new
morality or public order. Such conflict is to be
resolved by the law which has embodied the new
notions of public order and morality.

Subsection (2) of Section 33 deals with partial
nullity. It is self-explanatory.

Section 34 : Effects af Declaration of Nullity

(1) When a decisian declaring tatal
ar partial nullity af a registratian
becames final, the registratian shall
be deemed, within the limits af the
decisian, ta have been null and vaid
fram the date af such registratian.

(2) When a declaratian af nullity be-
cames final, the Registrar af the caurt
shall natify the Industrial Designs Of-

This Section deals with the effects of a court
decision declaring registration of an industrial de-
sign null and void.

Subsection (1) provides that such declaration has
retroactive effect, since any registration contrary
to law or to prior rights is deemed never to have
taken place. The effects of this retroactive decla-
ration of nullity are governed by each country’s
general law in respect of nullity.
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fice, which shall record the declara-
tion in the Register and publish it as
soon as possible.

Since third parties must be informed as soon as
possible of any cancellation of registration of an
industrial design before its normal expiration date,
subsection (2) provides for the recording of the
declaration of nullity in the Register, and for its
publication.

CHAPTER 1X: INFRINGEMENT OF RIGHTS
CONFERRED BY REGISTRATION OF AN INDUSTRIAL DESIGN

This Chapter contains provisions dealing with infringements, threatened or committed, of the
rights conferred upon the registered owner of an industrial design (Section 21).

The proposed rules are similar to those which appear in the two other Model Laws, as it is
desirable, whenever infringements of industrial designs coincide with infringements of patents or
trademarks, that they should all be dealt with in the same proceedings and that similar sanctions

should be applicable.

The Chapter under consideration is divided into three Sections, the first concerning civil sanc-
tions (Section 35), the second (Section 36) penal sanctions and the third (Section 37) the actions

available to a licensee.

Section 35 : Civil Sanctions

(1) The registered owner of an indus-
trial design whose rights under Sec-
tion 21 are threatened with infringe-
ment, or are infringed, may institute
legal proceedings designed to prevent
the infringement or to prohibit its
continuation.

(2) In case of infringement of those
rights, the registered owner of the in-
dustrial design may also claim dam-
ages and the application of any other
sanction provided for in the civil law.

The rights conferred upon the registered owner
of an industrial design are defined in Section 21,
Each of the acts described in that Section done by
a person without the authorization of the regis-
tered owner—particularly without having obtained
a license—and falling outside the limitations pro-
vided for in Section 22, constitutes an infringement
of the rights in an industrial design.

Subsection (1} entitles the registered owner of an
industrial design to institute civil legal proceedings
not only when his rights have already been in-
fringed, but also when they are threatened with
infringement. The latter measure is designed to
prevent infringement before it really gets under
way and before it results in damage difficult or im-
possible to assess and repair. The Third Model
Law Committee approved this provision, stressing
that it is essential to effective protection.

Subsection (2) provides that, once infringement
has been committed, the registered owner of the
industrial design may also claim damages and the
application of any other sanctions provided for in
the general civil law of the country (for example,
seizure of all products reproducing the protected
design; publication of the decision condemning
infringement at the expense of the infringer).

Civil proceedings may be instituted even where
the infringement was unintentional or where the
infringer, in good faith but without legal basis, has
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claimed that he had a right to use the industrial
design. The Third Model Law Committee thought
that good faith could be considered as a mitigating
circumstance, and damages accordingly reduced, if
the general law of the country concerned so pro-
vides, The domestic law could also make liability
depend upon negligence or wrongful act; an
example of negligence would be the failure to in-
quire sufficiently into existing rights.

Section 36 : Penal Sanctions

(1) Any intentional infringement of
the rights of the registered owner of
an industrial design under Section 21
shall constitute an affense.

(2) Such offense shall be punishable
by a fine not exceeding ... or by im-
prisanment not exceeding . . ., or both.

(3) In the event of recidivism, the
maximum penalties shall be doubled.

(4) Recidivism shall be deemed to
have occurred when, in the course of
the five preceding years, the offender
has been convicted of another in-
fringement of the rights conferred by
Section 21.

When discussing this Section, the Third Model
Law Committee raised the question whether the
Law should provide any penal sanctions at all in the
case of infringement of the rights in a registered
industrial design.

The Committee answered this question in the
affirmative: as a general rule, the exclusive rights
in industrial property should be protected by penal
as well as civil sanctions. However, it would be
very rare for a penal sanction to take the form of
imprisonment; the sentence would normally be a
fine, The advantage of criminal proceedings is
that they allow for a more complete investigation
into the facts and enable the punishment of an in-
fringer who is not in a position to repair the dam-
age that he has caused. The desirability for penal
sanctions will be for each country to decide on the
basis of its own individual circumstances,

Section 37 : Legal Proceedings by Licensee

(1) Any licensee may, by registered
mail, require the registered awner of
the industrial design to intraduce the
legal actions necessary to abtain civil
or penal sanctions in respect of any
infringement of the rights under Sec-
tion 21 reported by the licensee.

2) In the absence of any provisians to
the cantrary in the license contract,
the licensee under a recorded license
may either, if the registered owner
refuses or neglects to introduce the
said legal actians within three months
of the request, obtain damages from
the registered owner if the court finds
that the infringement af the righis
under Sectian 21 was obvious or, after
having given notice to the registered
owner, introduce such actions in his

This Section is largely similar to Section 38 of the
Model Law on trademarks.

Subsection (1) provides that, in any case, the
licensee has the right to require the registered
owner of an industrial design to take legal proceed-
ings in respect of any infringement of the industrial
design reported by the licensee. The Model Law
provides that the licensee’s invitation must be ad-
dressed by registered mail, but other means of
legally valid communication may be provided by
any country wishing to do so. Any such commu-
nication must be sent to the registered owner pur-
suant to the provisions of Section 16 (5).

Subsection (2} contains provisions for cases where
the registered owner, notwithstanding the invita-
tion to do so, refuses or neglects to take proceed-
ings within a period of three months. In this case,
unless the license contract otherwise provides, the
licensee will have the option between claiming
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own name, without prejudice to the
right of the registered owner to in-
tervene in those actions. The licensee
sholl be responsible to the registered
owner for any damage which the
latter may suffer by reason of un-
warranted actions introduced by the
former.

(3) The period of three months refer-
red to insubsection (2) sholl be reduced
to two weeks if the licensee shows that
immediate oction is necessary to
aveid substantiol domage.

" compensation from the registered owner for dam-

ages suffered through the inaction of the latter, or
bringing an action in his own name, without pre-
judice to the right of the registered owner to in-
tervene in such action. |If the licensee chooses the
first possibility, he will obtain damages from the
registered owner only if the Court finds that the
infringement of the industrial design by third
persons was obvious, This is so because the re-
gistered owner cannot be obliged to act, or made
responsible for damages in case of inaction if the
alleged infringement is doubtful or less than ob-
vious, If the licensee chooses the second possi-
bility—that is, sues the infringer in his own name—
he will have to prove in court that no action was
introduced by the registered owner in spite of his
request. He will also be liable to the registered
owner for any damage caused to him by unwar-
ranted actions.

Subsection (3) takes account of the opinion of the
Third Model Law Committee by providing for a
shorter period if immediate action is necessary to
avoid substantial damage.

The system provided for in subsection (2) and (3)
is more refined than that provided for in the cor-
responding provisions of the Model Law on Inven-
tions (Section 52 (2)) and the Model Law on Trade-
marks (Section 38 (2)). Countries wishing to adopt
these Model Laws will naturally consider which
system suits them best,

CHAPTER X: PROCEDURAL PROVISIONS AND RULES

The final Chapter of the Model Law consists of two Sections, one concerning the competence of
the courts (Section 38) ond the other making provision for the establishment of Rules under the Law
(Section 39). This Chopter is similor to the third Part of the Model Low on Inventions and to the

fifth Part of the Model Low on Trademorks.

Section 38 : Competence of Courts

(1) The ordinary courts sholl be com-
petent to deal with all litigation con-
cerning the application of this Law,
particularly as regards appeals
against decisions of the Industrial De-
signs Office, the right to legol protec-

This Section deals with questions concerning the
competence and jurisdiction of the courts. Since
the judicial systems of countries differ widely, all
that the Medel Law can do is to indicate possible
solutions in this respect which each country will
have to adapt to its own system.
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tian, the fixing af the remuneration of
an emplayee-creatar, license can-
tracts, the nullity of registrations, and
the infringement of the rights in re-
spect of an industrial design.

(2) Subject ta Sectian 18, the caurt af
the damicile af the defendant, ar, if he
is damiciled abraad, the caurt of the
place where the Industrial Designs
Office is lacated, shall have jurisdic-
tion.

(3) The decisians af the caurt shall be
subject ta appeal, annulment, ar re-
visian, accarding ta the general rules
af pracedure.

Subsection (1) gives the ordinary courts of the
country competence over all litigation concerning
the application of the Law.

Subsection (2) deals with the territorial com-
petence of these courts within the country. It
does not interfere with the competence of foreign
courts, which will be regulated by the legislation
of the foreign country concerned. The basic rule
of this subsection is that, if the defendant is domi-
ciled within the country, the court of this domicile
is competent. If he is domiciled abroad, the court
of the place where the Industrial Designs Office is
located will be the competent court. The indica-
tion of an address for service within the country
according to Sections 11 (1) (b} and 16 (2) does not
affect these rules, because such indication is pre-
scribed only to facilitate communications (Section
16 (5)). As regards appeals against decisions of the
Industrial Designs Oftice (Section 18), the court of
the place where the Office is located will always
be the only competent court. This court may
thus acquire the maximum experience in these
matters and a certain degree of specialization.

Subsection (3} contains a reminder that provisions
with respect to appeal, annulment or revision of
court decisions will apply, unless otherwise pro-
vided in the legislation of the country concerned.

Section 39 : Rules

The Rules shall prescribe the de-
tails of applicatian af this Law, par,
ticularly in regard ta Sectians 11 (5)-
13,15 (1) *, (4) *, (6) ** and (10) *,17 (1),
20, 23 (3) and 25 (3).

*In the cose of Alternotive B.
** |n the cose of Alternotive C.

The Rules would contain provisions on certain
details concerning the application of the Law, in-
cluding in particular the form of the application
(Section 11} and the amount of the fees payable to
the Industrial Designs Office (Sections 13, 15,
Alternative B(1), 20, 23 (3) and 25(3)). If the
system of an opposition procedure or of ex-officio
examination as to substance (Alternatives B and C
of Section 15) is adopted, the Rules will have to
contain also provisions on the examination proce-
dure (see the introductory observations to Chapter

1

The Rules should not, however, contain provi-
sions as to substance (for example, relating to
license contracts), since this falls within the ambit
of the Law itself.
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MODEL LAW FOR DEVELOPING
COUNTRIES ON INDUSTRIAL DESIGNS

CHAPTER |: GENERAL PROVISIONS

Section 1: Scope of This Law

(1) Industriol designs ore pratected under this Law, subject ta
its canditians and farmol requirements.

(2) Such pratectian daes nat exclude any ather rights provided
far in the law, in particular rights derived fram the law af capy-
right.

Section 2: Definition of an Industrial Design

(1) Any campositian af lines or colars ar any three-dimensional
farm, whether ar nat associoted with lines ar colors, is deemed ta
be on industriol design, pravided that such campasitian ar farm
gives a special oppearance to a praduct of industry ar handicraft
and can serve as a pattern far a praduct af industry or handicraft.

(2) The pratectian under this Law daes nat extend ta anything
in an industrial design which serves salely ta abtain a technical
result,

Section 3: Substantive Conditions for Protection
(1) Only industrial designs that are new shall benefit fram pro-
tection under this Law.

(2) Industriol designs that are cantrary to public arder ar mo-
rality sholl not be pratected.

Section 4: Definition of Novelty

(1) A regular application for registratian af on industrial design
shall raise a presumptian that the design was new at the time af
the applicatian.

(2) An industrial design shall not be new if, before the dote af
application far registrotian ar before the priority dote validly
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claimed in respect thereof, it has been made available ta the
public, anywhere and at any time whatever, through description
ar use, ar in any other way.

(3) An industrial design shall not be deemed to have been made
available ta the public solely by reason af the fact that, within the
periad af six manths preceding the filing of an applicatian for
registratian, it has appeared in an official or officially recognized
international exhibitian.

(4) An industrial design shall not be new salely by reason af the
fact that it differs fram earlier embodiments in minar respects or
that it concerns a type of praduct different from the said embad-
iments.

Section 5: Applicability of International Conventions

The relevant pravisians of internatianal bilateral or multi-
lateral conventians to which [the country] is or will become a
party, which regulate the rights of nationals of States parties to
such canventians and of persans assimilated to such nationals,
shall be applicable by virtue af this Law.

Section 6: Rights of Foreigners

Fareigners wha da nat fall within the scope of the preceding
Sectian shall have the same rights as nationals, unless the Min-
ister respansible far industrial praperty shall have, by arder,
suspended the application of this pravisian so far as it relates to
the nationals af a cauntry, and persons assimilated to them, on
the graund that that cauntry daes nat grant adequate recipracity.

CHAPTER II: RIGHT TO LEGAL PROTECTION

Section 7: Right to Legal Protection

(1) Subject ta Sectian 9, the right to legal protection shall belong
to the creatar of the industrial design ar his successor in title.

(2) If twa or mare persons have jointly created an industrial
design, the right to legal protectian shall belong to them or their
successors in title jaintly ; a persan who has merely assisted in
the creatian of the industrial design and has made no cantribu-
tion of a creative nature shall nat, however, be deemed to be
the creatar or co-creator.

(3) Any persan wha is the first ta file an application for the
registration of an industrial design ar is the first validly ta claim
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the earliest priority for his application sholl, subject to the pro-
visions of Sections 8 ond 9, be deemed to be the creator or the
successor in title of the creator.

Section 8: Usurpation

(1) If the essential elements of an industrial design, the subject
of on application, have been obtained from the creation of on-
other person without the rightful owner having consented to the
obtaining thereof and to the filing of an applicotion, the rightful
owner may demand that the application or the registration be
transferred to him.

{(2) The consent of the rightful owner may be given subsequent
to the filing of the opplication; in that event, it sholl be retro-
octive to the date of the application.

Section 9: Industrial Designs Created Pursuant to
a Commission or by an Employee

(1) Subject to the legal provisions governing contracts for per-
forming a certoin work and employment contracts, and in the
absence of contractual provisions to the contrary, the ownership
of an industrial design mode in execution of the contract shall
belong to the person having commissioned the work or to the
employer.

(2) The same provision shall opply when an employment
contract does not require the employee to exercise any creative
octivity, but when the employee has created an industrial design
using data or means that his employer has put at his disposol.
In that event, he shall have a right fo remuneration, taking into
account his solary and the importance of the industriol design
created. Such remuneration shall, in the absence of agreement
between the porties, be fixed by the court.

Section 10: Right of the Creator of an Industrial
Design to be Mentioned as Such

(1) The creotor of the industrial design sholl be entitled to be
mentioned as such in the registrotion.

(2) The preceding provision shall not be modified by controct.
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CHAPTER Ill: PROCEDURE FOR REGISTRATION
Section 11: Requirements of Application

(1) The application for registration of an industrial design shall
be made ta the Industrial Designs Office and shall cantain :

(a) a request far registration of the industrial design;

(b) the camplete name and address of the applicant and, if the
applicant’s address is autside the cauntry, an address for
service within the country;

(c) a specimen af the article embodying the industrial design,
or a photographic or graphic representation of the indus-
trial design, in color where it is in color;

(d) an indication of the kind of products for which the indus-
trial design is to be used and alsa, if the Rules make pro-
visian for classification, an indication of the class or classes
in which such products are included.

(2) If apprapriate, the application for registration shall be
accampanied by a declaratian, signed by the creator of the
industrial design, requesting that he be mentioned as such in the
registration and giving his name and address.

(3) Iftheapplicatian isfiled through an agent, it shall be accam-
panied by a power of attorney signed by the applicant ; legaliza-
tion or certificatian of the signature shall not be necessary.

(4) Provided that the products indicated are af the same kind
or kinds, or, if the Rules make provision for classificatian, that
they are in the same class or classes, the application may com-
prise one to fifty industrial designs.

(5) The details af the above requirements with which the appli-
catian for registration af an industrial design must comply shall
be fixed by the Rules.

Section 12: Right of Priority

The applicant far registratian of an industrial design who
wishes to avail himself of the priority of an earlier application
filed in anather cauntry is required ta append to his application
a written declaratian, indicating the date and number of the
earlier applicatian, the cauntry in which he ar his predecessor in
title filed such applicatian and the name af the applicant, and to
furnish, within a periad of three months from the date of the later
applicatian, a copy af the earlier applicatian, certified as correct
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by the Industriol Property Office or the Industrial Designs Office
of the country where it wos filed.

Section 13: Payment of Fees

An opplicotion for registrotion of an industriol design sholl
not be entertoined unless the fees prescribed by the Rules hove
been poid.

Section 14: Examination of Application

(1) The Industriol Designs Office sholl exomine the opplicotion
os to its conformity whith Sections 3 (2), 11, 12 ond 13.

(2) If the provisions of Sections 3 (2), 11 or 13 hove not been
complied with, the Office sholl refuse registrotion of the indus-
triol design; if the requirements of Section 12 hove not been
fulfilled, the Office sholl not mention, in connection with the
registrotion of the industriol design, the priority cloimed.

(3) Before toking o decision under subsection (2), the Office
sholl notify the opplicont of the defect in the applicotion. The
opplicotion moy then be completed or omended in the three
months following the notificotion. The opplicotion sholl toke
effect only on the dote upon which it becomes complete ond
regulor.

Alternative A:

Section 15: Registration of Industrial Design without
Examination of Application as to Substance

(1) When the exominotion provided for in Section 14 shows thot
the opplicotion sotisfies the requirements of Sections 3 (2), 11
ond 13, the industriol design sholl be registered, in occordonce
with the opplicotion, ond without further preliminory exomino-
tion, in porticulor, without exominotion os to whether the regis-
trotion is or is not controry to Section 3 (1).

(2) When the exominotion provided for in Section 14 shows thot
the requirements of Section 12 hove been fulfilled, the Office sholl
record, in connection with the registrotion, the priority cloimed.
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Alternative B:

Section 15: Registration of Industrial Design after
Opportunity for Opposition

(1) When the examination provided for in Section 14 shows that
the application satisfies the requirements of Sections 3 (2), 11
and 13, the Industrial Designs Office shall invite the applicant to
pay, within o period of two months, the fee for publicotion of the
application fixed by the Rules.

(2) If the fee for publication of the application is not paid within
the prescribed period, registration of the industrial design shall
be refused.

(3) If the publication fee is paid within the prescribed period,
the Industriol Designs Office shall proceed to publish the appli-
cation. Publication shall contain a reproduction of the industrial
design and shall mention : the number and dote of the applica-
tion ; the nome and address of the applicant and, if his oddress is
outside the country, an address for service in the country; if
priority is claimed, an indication of that fact, ond the number,
date and country of the opplication on which the priority claim
is based ; the kinds as well as the classes of products within the
meaning of Section 11 (1) (d); and the nome and address of the
creator, if he hos asked to be mentioned in the registrotion.

(4) Any person who considers that registration of an industrial
design is precluded on one or more of the grounds referred to in
Sections 3, 4 ond 7 (3) may give notice of opposition to such
registration within a period of three months from the date of
publication of the application, stating the grounds for opposition.
Opposition shall not be deemed to have been lodged until the
relevant fee fixed by the Rules has been paid.

(5) In the event of usurpation, the rightful owner may give
notice of opposition, either to prevent the registration or to couse
it to be effected in his own nome.

(6) When no opposition has been lodged within the prescribed
period, the industrial design sholl be registered.

{(7) Inthe event of opposition, the Industrial Designs Office shall
communicate the grounds for opposition to the applicant and
shall invite him to present his observotions on these grounds
within a period of three months. After that period, the Industriol
Designs Office sholl decide on the opposition as rapidly os
possible, and shall register the industriol design or refuse regis-
tration.
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(8) Registratians are granted without guarantee as to their
validity.

(9) The Industrial Designs Office may, upon request, grant a
reasanable extension af any of the periods referred ta in this
Section, particularly if the applicant is resident abraad.

(10) The details of the applicatian of this Section shall be fixed
by the Rules.

Alternative C:

Section 15: Registration of Industrial Design after
Examination of Application as to Substance

(1) When the examinatian pravided for in Section 14 shows that
the application satisfies the requirements of Sections 3 (2), 11 and
13, the Industrial Designs Office shall praceed to the examination
of the application as to its substance, in order to determine:

(a) whether the subject of the application is an industrial
design within the meaning of Section 2 ;

(b) whether the industrial design was new at the time of
application (Sections 3 (1) and 4);

(c) whether, for the same industrial design, no priar applica-
tion, or application benefiting fram an earlier priority,
has been made in the country.

(2) When the Industrial Designs Office finds that the answer ta
at least ane of the questions mentianed in the preceding para-
graph is in the negative, it shall notify the applicant accordingly,
stating the reasans far which the industrial design cannot be
registered ; the Office shall invite him ta withdraw his applica-
tian, or ta present his observatians on the reasons for refusal,
within a periad of two manths following notification. If the
applicant daes not withdraw his application, and if he daes not
present any abservatians within the period mentioned, ar if he
has presented his abservations within such period and the Indus-
trial Designs Office nevertheless continues to consider that the
industrial design is precluded fram registration, registratian
shall be refused. If, hawever, the Industrial Designs Office
cansiders that the industrial design may be registered, sub-
sectian (3) af the present Sectian shall apply.

(3) When, passibly after proceeding under subsection (2) of this
Section, the Industrial Designs Office finds that the answers ta
questians (a), (b) and (c) of the preceding subsection are in the
affirmative, the industrial design shall be registered.
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(4) Subsection (8) of Alternative B.

(5) The Industrial Designs Office may, on request, grant a
reasonable extension of the period prescribed in subsection (2),
particularly when the applicant is resident abroad.

(6) Subsection (10) of Alternative B.

Section 16: Contents of Register and Issuance
of Certificate

(1) The Industrial Designs Office shall maintain a Register in
which shall be registered industrial designs, numbered in the
order of their registration, and in which shall be recorded, in
respect of each industrial design, all transactions to be recorded
by virtue of this Law.

(2) The registration of an industrial design shall include a
reproduction of the industrial design and shall mention: its
number ; the name and address of the registered owner and, if
the registered owner’s address is outside the country, his address
for service within the country; the dates of application and
registration ; if priority is claimed, an indication of that fact, and
the number, date and country of the application on which the
priority claim is based; the kinds and the classes of products
within the meaning of Section 11 (1) (d), and the name and
address of the creator of the industrial design, if he has asked to
be mentioned in the registration.

(3) The Office shall establish and send by registered mail a
certificate of the registration of the industrial design to the
registered owner at his address or, if his address is outside the
country, at his address for service.

(4) The Office shall record any change of address, or address for
service, which shall be notified to it by the registered owner,

(5) In the absence of any provision to the contrary in this Law,
communications to be made to the registered owner of an indus-
trial design by virtue of this Law shall be sent to him at his last
recorded address and, at the same time, at his last recorded
address for service.

Alternative A:

Section 17: Publication of Registered Industrial Designs;
Consulitation of Register

(1) The Industrial Designs Office shall publish, in the form and
within the period fixed by the Rules, industrial designs registered,



TEXT OF MODEL LAW

75

in the order of their registrotion, reproducing oll the por'rlcuiors
recorded by virtue of Section 16 (2).

(2) Industriol designs registered ot the Industriol Designs
Office moy be consulted free of chorge ot thot Office, ond ony
person moy obtoin copies thereof ot his own expense. This pro-
vision sholl olso be opplicoble to tronsoctions recorded in respect
of ony industriol design.

Aliernative B:

Section 17: Publication of Registered Industrial Designs;
Consultation of Register

(1) The Industriol Designs Office sholl publish, in the form ond
within the period fixed by the Rules, the number ond dote of
registrotion, mentioning the nome of the opplicont ond the
number of the opplicotion. ! sholl olso publish other elements of
ony eorlier publicotion which hove since undergone chonges.

(2) Subsection (2) of Alternotive A.

Section 18: Appeals

Any person showing o legitimote interest moy oppeol ogoinst
o finol decision of the Industriol Designs Office to the court of
the ploce where thot Office is locoted, under the conc[mons
prescribed in Section 38. ‘

CHAPTER 1V: DURATION AND RENEWAL OF -
REGISTRATIONS OF INDUSTRIAL DESIGNS

Section 19: Duration of Registration

Subject to eorlier terminotion os provided for in Sections 32 to
34, registrotion of on industriol design sholl be for o period of five
yeors from the dote of opplicotion. -

Section 20: Renewal

(1) Registrotion of on industriol design moy be renewed for two
further consecutive periods of five yeors merely by poying the fee
for renewol fixed by the Rules.

(2) The renewol fee must be poid within the twelve months
preceding the expirotion of the period of registrotion. However,
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a periad af grace af six manths shall be granted far the payment
of the fee after such expiratian, upan payment af a surchorge
fixed by the Rules.

(3) The Industrial Designs Office shall recard in the Register
and publish, in the farm and within the periad fixed by the Rules,
renewals af registratians.

CHAPTER V: RIGHTS CONFERRED BY
REGISTRATION OF AN INDUSTRIAL DESIGN

Section 21: Rights Conferred by Registration

(1) Registrotion af an industrial design shall confer upon its
registered owner the right to preclude third parties fram the
following acts :

(a) repraducing the industrial design in the manufacture af a
praduct ;

(b) imparting, affering far sale and selling a product repra-
ducing the pratected industrial design;

(c) stocking af such a product far the purpases af affering it
for sole ar selling it.

(2) The acts referred to in subsectian (1) are nat rendered lawful
solely by reasan af the fact that the repraduction differs fram the
protected industrial design in minar respects ar that it cancerns
a type af praduct different fram the said industrial design.

Section 22: Limitation of Rights Conferred by Registration

(1) The rights conferred by the registration af an industriol
design sholl extend only to octs done for industriol or cammerciol
purposes.

(2) The rights conferred by the registratian of an industrial
design shall nat extend to acts in respect of a product embadying
the pratected industrial design after the praduct hos been low-
fully imported or sald in the cauntry.
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CHAPTER VI: ASSIGNMENT AND TRANSFER OF
APPLICATIONS AND REGISTRATIONS; JOINT
OWNERSHIP OF RIGHTS CONFERRED BY
REGISTRATION

Section 23: Assignment and Transfer of Applications
and Registration

(1) Applications far registratian ar registratians af industrial
designs may be assigned ar transferred by successian.

(2) The assignment af applicatians and registrations shall be
made in writing and shall require the signatures af the cantract-
ing parties.

(3) Assignments ar transfers by successian of registrations of
industrial designs shall be recarded at the Industrial Designs
Office an payment af a fee fixed by the Rules; assignments and
transfers af applicatians shall, an payment af the same fee, be
pravisianally recarded and the industrial design, ance registered,
shall be registered in the name af the assignee ar the transferee.

(4) Assignments and transfers shall have na effect against third
parties until they have been recarded.

Section 24: Joint Ownership of Rights Conferred by
Registration

In the absence of any pravisian ta the contrary between the
parties, jaint owners af an industrial design in respect of which
registratian has been applied far or granted may, separately,
transfer their parts, use the industrial design and exercise the
exclusive rights granted under Section 21, but may only jaintly
grant a license ta a third party ta explait the industrial design.

CHAPTER VII: LICENSE CONTRACTS
Section 25: License Contracts

(1) The registered awner af an industrial design may, by can-
tract, grant ta another persan ar enterprise a license ta explait
the industrial design.

(2) The license cantract must be in writing and shall require the
signatures af the contracting parties.
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(3) The license contract or an appropriate extract thereof shall
be recorded in the Industrial Designs Office, on payment of a fee
fixed by the Rules ; the license shall have no effect against third
parties until so recorded

(4) The recording of a license shall be cancelled on request of
the registered owner of the industrial design or the licensee,
upon evidence of termination of the license.

Section 26: Invalid Clauses in License Contracts

(1) Clauses in license contracts or relating to such contracts
are null and void in so far as they impose upon the licensee, in the
industrial or commercial field, restrictions not deriving from the
rights conferred by registration of the industrial design or un-
necessary for the safequarding of these rights.

(2).  The following in particular shall be deemed not to constitute
such restrictions:

(a) limitations concerning the scope, extent, territory or

" duration of exploitation of the industrial design, or the
quality or quantity of the products in connection with
‘which the industrial design may be exploited ;

~ (b) the obligation imposed upon the licensee to abstain from
all acts capable of prejudicing the validity of the registra-
tion of the industrial design.

Section 27: Right of Licensor to Grant Further Licenses

{1) Inthe absence of any provision to the contrary in the license
contract, the grant of a license shall not prevent the licensor from
granting further licenses to third persons for the exploitation of
the same industrial design, or from exploiting the industrial
design himself.

(2) The grant of an exclusive license shall prevent the licensor
from granting further licenses to third persons for the exploita-
tion of the same industrial design and, in the absence of any
provision to the contrary in the license contract, from exploiting
the industrial design himself.

Section 28: Rights of Licensee

In the absence of any provision to the contrary in the license
contract, the licensee shall be entitled to perform all the acts
referred to in Section 21 for the whole duration of the registra-
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tion, including renewals, in the entire territory of the country,
ond in respect of oll applicotions of the industriol design.

Section 29: Non-Assignability of Licenses

(1) In the absence of ony provision to the controry in the license
contract, o license sholl not be ossignoble to third porties ond the
licensee sholl not be entitled to gront sublicenses.

(2) If the licensee is entitled by controct to ossign his license or
to gront sublicenses, Sections 25 to 28 ond 30 sholl opply.

Section 30: License Contracts Involving Payments Abroad

The responsible Minister or other competent outhority moy,
by order, provide that, on pain of involidity, license controcts or
certain cotegories of them, ond omendments or renewols of such
controcts, which involve the poyment of royolties obrood, sholl
require the opprovol of [administrative authority], toking into
occount the needs of the country and its economic development.

Section 31: Effects of Nullity of Registration on
License Contract

When the registration upon which the license is bosed is
declared null ond void by virtue of Sections 33 and 34, the nullity
of the registrotion sholl not entail the repoyment of royolties paid
by the licensee unless he hos not effectively profited from the
license.

CHAPTER VIII: RENUNCIATION AND NULLITY
Section 32: Renunciation of Registration

(1) The registered owner of on industriol design moy renounce
the registrotion by o written declarotion addressed to the Indus-
trial Designs Office.

(2) Renunciation may be limited to one kind of product or, if
the Rules moke provision for clossificotion, to one closs of prod-
ucts or, if the opplicotion comprises severol industriol designs
(Section 11 (4)), to o port of those industriol designs.

(3) Renunciotion sholl be immediotely recorded ond published
by the Industriol Designs Office. It shall be effective only ofter
it hos been recorded.
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(4) If a license in respect of on industriol design is recorded ot
the Industrial Designs Office, renunciation of the registrotion
shall be recorded only upon the submission of a declorotion by
which the recorded licensee consents to the renunciation, unless
the lotter hos expressly woived this right in the license contract.

Section 33: Nullity of Registration

(1) On the request of ony person showing o legitimote interest,
or of ony competent outhority, the court, ofter hoving given the
registered owner on opportunity to be heard, sholl declore the
registrotion of an industriol design null ond void if it ought not to
have been registered by reoson of Section 3 (2) of this Law, if it
foils to sotisfy the conditions for protection mentioned in Sections
2, 3 (1) ond 4 of this Low, if the same industriol design hos pre-
viously been registered following o prior opplicotion or on
applicotion benefiting from an eorlier priority, or if the register-
ed industriol design has been usurped (Section 8). As to the
conditions of Section 3 (2), the court sholl not take into occount
grounds thot no longer exist ot the time of its decision.

(2) In the cose of on opplicotion covering several industrial
designs (Section 11 (4)) ond in which the grounds for nullity of
registrotion opply only to o port thereof, nullity of registration
sholl be declared in respect only of such part.

Section 34: Effects of Declaration of Nullity

(1) When o decision decloring totol or portiol nullity of o regis-
trotion becomes finol, the registrotion sholl be deemed, within
the limits of the decision, to hove been null ond void from the date
of such registrotion.

(2) When a declarotion of nullity becomes finol, the Registror of
the court sholl notify the Industriol Designs Office, which shall
record the declorotion in the Register and publish it os soon as
possible.

CHAPTER IX: INFRINGEMENT OF RIGHTS
CONFERRED BY REGISTRATION OF AN
INDUSTRIAL DESIGN

Section 35: Civil Sanctions

(1) The registered owner of an industriol design whose rights
under Section 21 ore threotened with infringement, or ore
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infringed, moy institute legol proceedings designed to prevent
the infringement or to prohibit its continuotion.

(2) Incose of infringement of those rights, the registered owner
of the industriol design moy olso cloim domoges ond the oppli-
cotion of ony other sonction provided for in the civil low.

Section 36: Penal Sanctions

(1) Any intentionol infringement of the rights of the registered
owner of on industriol design under Section 21 sholl constitute
on offense.

(2) Such offense sholl be punishoble by o fine not exceeding ....
or by imprisonment not exceeding ..., or both.

(3) In the event of recidivism, the moximum penolties sholl be
doubled.

(4) Recidivism sholl be deemed to hove occurred when, in the
course of the five preceding yeors, the offender hos been convicted
of onother infringement of the rights conferred by Section 21.

Section 37: Legal Proceedings by Licensee

(1) Any licensee moy, by registered moil, require the registered
owner of the industriol design to introduce the legol octions
necessory to obtoin civil or penol sonctions in respect of ony
infringement of the rights under Section 21 reported by the
licensee.

(2) In the obsence of ony provisions to the controry in the
license controct, the licensee under o recorded license moy either,
if the registered owner refuses or neglects to introduce the soid
legol octions within three months of the request, obtoin domoges
from the registered owner if the court finds thot the infringement
of the rights under Section 21 wos obvious or, ofter hoving given
notice to the registered owner, introduce such octions in his own
nome, without prejudice to the right of the registered owner to
intervene in those octions. The licensee sholl be responsible to
the registered owner for ony domoge which the lotter moy suffer
by reoson of unworronted actions introduced by the former.

(3) The period of three months referred to in subsection (2)
sholl be reduced to two weeks if the licensee shows thot imme-
diote oction is necessory to ovoid substontiol domage.
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CHAPTER X: PROCEDURAL PROVISIONS
AND RULES

Section 38: Competence of Courts

(1) The ordinary courts shall be competent to deal with all
litigation concerning the opplication of this Law, porticulorly os
regards appeals against decisions of the Industriol Designs Office,
the right to legal protection, the fixing of the remunerotion of on
employee-creator, license contracts, the nullity of registrations,
ond the infringement of the rights in respect of on industriol
design.

(2) Subject to Section 18, the court of the domicile of the defen-
dont, or, if he is domiciled abroad, the court of the ploce where
the Industriol Designs Office is locoted, shall have jurisdiction.

(3) The decisions of the court shall be subject to oppeal, annul-
ment, or revision, occording to the general rules of procedure.

Section 39: Rules

The Rules shall prescribe the detoils of applicotion of this
Law, particularly in regard to Sections 11 (5), 13, 15 (1)*, (4)*,
(6)** and (10)*, 17 (1), 20, 23 (3) and 25 (3).

" * In the case of Alternative B.
** In the case of Alternative C.
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